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No 

Yes 

Yes 

(5) Is the wording, 

device, or dress 

generic for the goods 

or for the category of 

goods? 

(4) Mark not protect-

able/enforceable. 
No 

(6) Wording, device 

or dress is not a 

trademark and is 

unprotectable. 

Yes 

No 

(7) Does the wording, 

device, or dress only 

provide indirect, non-

immediate info about 

the goods because: 

  (A) Imagination, 

thought or perception 

is required to derive its 

meaning; or 

  (B) Mark presents a 

different impression, a 

“double entendre”; or 

  (C) Mark is 

ambiguous due to 

multiple meanings. 

Yes 

No 

(8) Wording, device 

or dress is 

suggestive. Is it 

used as a 

trademark? 

Yes 

(10) Mark not protect-

able/enforceable. 

No 

(9) Mark is protect-

able/enforceable.* 

(11) Wording, device 

or dress is merely 

descriptive. Has it 

acquired secondary 

meaning? 

Yes 

(13) Mark not protect-

able/enforceable. 

No 

(12) Mark is protect-

able/enforceable.* 
* (14) Protection of 

dress also requires 

proof of non-

functionality. 

(2) Wording, device 

or dress is fanciful 

or arbitrary. Is it 

used as a 

trademark? 

(1) Does the wording, 

device, or dress have 

any direct or indirect 

meaning in relation to 

the goods? 

(3) Mark is protect-

able/enforceable.* 

Scenario One 

The web site LawSchoolCheatSheets.com offers the following chart for assessing whether a 

purported mark or trade dress is protected against infringement and can be enforced: 



Scenario One, continued 
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The chart uses the word “device” to refer to graphic elements used in a logo, with or 

without additional wording.  The chart uses the word “dress” to refer to trade dress in 

all its forms, as well as to colors claimed to be a trademark. 

Q1. What is the difference between options (B) and (C) in Box 7? Briefly describe one 

or two cases (court or TTAB) exemplifying each of these theories. 

Please answer in a blue book or in the exam software, referring to Q1. 

Q2. Box 7 is missing an argument often used successfully to distinguish suggestive 

marks from descriptive ones. What is that theory? Briefly describe one or two 

cases (court or TTAB) applying this theory. 

Please answer in a blue book or in the exam software, referring to Q2. 

Q3. Is the chart correct in requiring use of fanciful, arbitrary, and suggestive marks 

(Boxes 2 and 8) before such marks can be protected? Briefly discuss whether the 

chart should provide, in the alternative, that rights in such inherently distinctive 

marks can be enforced against third parties once an intent-to-use application has 

been filed. 

Please answer in a blue book or in the exam software, referring to Q3. 

Q4. The chart’s treatment of trade dress might be misleading. What edit should be 

made (or what footnote should be added) to Boxes 1 and 7 to conform to current 

Federal law, and why? 

Please answer in a blue book or in the exam software, referring to Q4. 

Q5. Some might argue that another box should be inserted between numbers 2 and 3, 

8 and 9, and 11 and 12. The box would ask whether the mark actually is 

“distinctive in the marketplace.” Does such a box belong in this chart? Briefly 

explain why or why not. 

Please answer in a blue book or in the exam software, referring to Q5. 

 


