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Pre-Session Outline for Day 6 — June 18, 2009

I. Agenda

A. The Federal registration process

B. Reconciling “first to use” and “first to file” priority

C. Clearance: Determining whether a proposed trademark is “available for use and registration”

II. Learning Objectives

A. Become familiar with various approaches to Federal registration

B. Understand the interplay of common law priority and the intent-to-use system

C. Become familiar with clearance tools and issues

III. Federal Registration Process

A. Why obtain registration?

1. Benefits of registration on the Principal Register

a) Nationwide rights from filing date

b) Presumptions of ownership and validity

c) Constructive notice and right to use ®

d) Customs and counterfeiting advantages

e) Potential for incontestable status

f) Immunity from State law dilution claims

2. The Supplemental Register: consolation prize for descriptive marks without secondary meaning

a) Can block later-filed applications; entitled to use the ® symbol

b) Technically not an admission of unprotectability, but as a practical matter, that’s the most likely scenario

B. Bureaucracy in Action

1. Initial application (5 core requirements)

2. Examination / Re-examination /Appeal

a) Office actions, responses

b) Final office actions, Ex parte appeals

3. Publication for Opposition / Opposition

4. Allegation of Use (ITU) / Issuance
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5. Post-registration

a) Declaration of Use / Renewal

b) Potential cancellation

C. The Initial Application

1. Requirements to obtain a filing date

a) Name of applicant

b) Address for correspondence

c) Clear drawing of the mark

d) Recognizable goods and/or services — Numeric classification optional

e) Fee for at least 1 class ($275/$325/$375)

2. Bases for registration

a) Direct Filing (these can be combined in one application, but 1(a) and 1(b) cannot apply to the same goods)

(1) §1(a) — Use in commerce that Congress can regulate (interstate, international).

(2) §1(b) — Intention to use in commerce, but use must be proven prior to registration.

(3) §44(e) — Under the Paris Convention, an applicant can file based on a foreign registration, without proof of use prior to U.S. registration.

b) Madrid Protocol — §66(a) (request for extension of protection under the Madrid Protocol is a distinct procedure, not combinable with bases for direct filing)

(1) Applicant files in its home country and then applies for an International Registration (IR) with the International Bureau (IB) of the World Intellectual Property Organization (WIPO) designating the United States as a country to which it would like to extend protection.

(2) WIPO examines the goods/services and after any necessary corrections issues an IR and notifies the designated countries.

(3) The USPTO examines the application and applies U.S. law, especially narrowing the goods and comparing with prior applications. Requires a declaration of intent-to-use but no actual use prior to registration.

(4) Rights start from the IR date or earlier Paris Convention priority; or post-IR extension filing date

3. Paris Convention priority, §44(d)

a) An application filed within 6 months of the first application for a mark will be treated as though it also had been filed in the US on the earlier date

b) Available to foreign and US applicants

c) Mark, goods and services must be identical to the first filed application

4. Filing Strategies

a) Addressing business uncertainty

(1) Unsure about the scope of your intended business/goods/services? Query: what can you really say is a good faith ITU?

(2) Unsure about the structure of your business/ownership? This raises control, assignment, and license issues that should be explored carefully.

(3) Want to defer some of the fees? Consider the time value of money vs. higher legal fees to manage two payments and annoyed examiner.

b) Scope of rights vs. getting it through

(1) Logotype or word or both? Word marks arguably are less restrictive, but owning a style or combination of design elements also is desirable.

(2) Steering around prior rights when crafting the description (this assumes you know about prior similar filings)

(3) Descriptive marks: wait to acquire secondary meaning or file now?

5. Electronic vs. paper filing

a) Advantages of electronic filing (USPTO TEAS Home page: http://www.uspto.gov/teas/index.html)

(1) Effect on priority: “date received”

(2) Possibly improved speed/accuracy

(3) Hard to miss the 5 required elements!

(4) Save $50/class on the filing fee

(5) Empowers individuals (but invites them to make damaging admissions)

b) Drawbacks of electronic filing

(1) Limited forms of payment

(2) Coordinating signature on declaration

(3) No flexibility of format

(4) Unreliability of the Internet: USPTO site may go down; your ISP or network may go down.

D. Examination

1. Registration is to be granted unless there are grounds for refusal (§2)

a) Most frequent objections

(1) §2(d) likelihood of confusion with earlier (registered) mark;

(2) §2(e) mark non-distinctive/functional

(3) Designation is not used or does not function as a mark

b) Less frequent objections 

(1) §2(a) immoral/scandalous matter, or false suggestion of a connection

(2) §2(b) flag or other federal/state/foreign government symbol

(3) §2(c) living individual (without consent)

2. Examination: Common “Formalities”

a) Specification of goods/recitation of services: must be unambiguous

b) Classification: conform to Nice system. Note: Additional fees must be paid when goods or services fall into unpaid classes.

c) Drawings of stylized marks/logos: must meet size/quality/color requirements

E. Post-Examination

1. Publication for opposition

a) Open to any member of the public who feels registration would injure interests

b) Grounds include unprotectability, prior rights, and other §2 grounds + dilution

c) Typically resolved by settlement, but can drag on for years and cost 6 figures

d) TTAB cannot award $ or injunction

2. Allegation of Use

a) Due within 6 months of Allowance

b) If you don’t yet have use on all goods?

(1) Delete: Lose filing date for deleted items

(2) Extend: Deadline is extendable up to 2.5 years at a cost of $150/class every 6 mos.

(3) Divide: Split the application so part can ® now and extend for the rest ($$$)

c) Why obsess? Risk losing the registration if use on all goods is falsely claimed

(1) Medinol Ltd. v. Neuro VasX   (p446)
(2) Standard Knitting v. Toyota   (p447) 

d) For procedural details and insight on PTO review, see TMEP §§1103-04, §§1108-09 (link online)

3. Ex Parte Appeals

a) To the TTAB — uncommon

(1) Upon receipt of a final refusal, during examination of allegation of use phase

(2) Applicant vs. Examiner, no third parties

b) To the Federal Circuit — quite rare

(1) Applicant vs. USPTO, some deference is given to the Office’s expertise/judgment

IV. First to Use vs. First to File: Creating a New Trademark Right

A. Acquisition of Rights

1. U.S. = Common Law rights

a) Require actual use before rights attach

b) Priority determined by date of use in a particular geographic area (zones of sales, advertising, reputation)

c) Priority could date back to analogous use under rare circumstances

d) Extent of rights is uncertain!

2. Other jurisdictions = first to file

a) No use required to obtain rights

b) Nationwide priority from the filing date

c) Rights obtained by registration, gives clear notice to all, greater certainty

d) Partially imported to U.S. under §44(e)

3. TLRA 1988’s ITU = a blend

a) Can apply before use, but:

(1) Must declare a good faith intent to use to limit “warehousing” of marks

(2) Must prove bona fide use (in the ordinary course of trade) before registration will issue

b) Nationwide priority from the filing date, often earlier than use anywhere

4. More certainty, but not perfect

a) A pending ITU application is ambiguous

(1) Plans change, filers go out of business

(2) Might have use on many of the goods (i.e., possible earlier rights)

b) Abandoned application can be revived — must act quickly, and must have been unintentional

c) Earlier rights could pop up later — Paris Convention priority or Madrid extension

B. Effect of an ITU application on priority of rights

1. Priority doesn’t kick in until registration, but ignoring the potential for future rights could undermine the system

a) Cannot oppose ITU based on common law rights that post-date the filing (Zirco)

b) Cannot prevent ITU filer from using mark based on common law rights that post-date filing (WarnerVision)

2. Zirco Corp. v. AT&T   (p190) 

a) Context: TTAB proceedings where Zirco challenged AT&T’s application for DATACEL based on common law rights
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b) Held: Applicant AT&T can prevail by obtaining registration, BUT it loses if it fails to complete the process (because then it loses its potential constructive use date)

3. WarnerVision v. Empire of Carolina  (p193) 

a) Context: District Court litigation where WarnerVision challenged Empire’s use of the mark based on WarnerVision’s prior use, despite Empire’s earlier application
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So far: 1st application = TLV; 1st actual use = WV; 1st use analogous to a TM = ?
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E buys applications pre-dating both WV’s use and its ITU application... does E win??

b) District Court reads §7(c) literally: Constructive use rights do not exist prior to registration, Congress understood the consequences of its drafting; WarnerVision’s common law rights therefore prevail

c) Court of Appeals reverses/remands: Policy underlying ITU would be undermined if use required for registration could be enjoined; ITU applicant must be allowed to complete the registration process by using the mark despite intermediate use rights

d) Issues on remand

(1) Was TLV’s application valid?

(2) Was the assignment of TLV’s application to Empire valid? [§10(a)(1)]

(3) If Empire cannot claim rights under TLV’s application, does Empire own the earliest “analogous use” rights pre-dating 1/3/95

4. Koala / Armadillo scenario  (p202) 
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C. Evaluating descriptiveness of a mark filed on an ITU basis

1. Eastman Kodak vs. Bell & Howell  (p198) 

a) Context: TTAB proceeding where Kodak challenged Bell & Howell’s applications to register various numbers on the grounds that the numbers are descriptive

b) Held: although it deprives Kodak of its ability to oppose the mark prior to registration, the PTO may defer examination of whether numbers are actually descriptive until it examines specimens of use

V. Clearance: Assessing Trademark Availability

A. Clearance is about risk management

1. If forced to change marks you lose —

a) Investment in materials and marketing

b) Good will built up with the public

2. Search/investigate to reach your “comfort level” about the risk of use: there is no one level of risk that is right for every business

B. Typical clearance process

1. Preliminary “knock-out” scans

2. United States comprehensive search

a) Federal, State, and Common Law marks

b) Company names, domain names

c) Usually, some follow-up investigation

3. Formal or informal opinion of counsel

4. Search internationally “as needed”

C. Where to Search

1. U.S. Federal and State trademarks

a) Free: USPTO TESS (Federal only)

b) CT Corsearch (“Advantage Screening”)

c) Thomson (“SAEGIS” and “trademark.com”)

d) CSC (“ActiveIP”)

e) LEXIS, WESTLAW, others...

2. U.S. unregistered trademarks/names

a) Non-government sources for unregistered/common law marks

(1) Free: the web — Google, Hoovers/Dun & Bradstreet (basic info only) — and news

(2) Newspapers, magazines, trade journals on LEXIS, WESTLAW, DIALOG, etc.

(3) Product directories

(4) Business name directories (detailed info)

b) Government records (not always online)

(1) State level: corporations, LP, LLC, etc.

(2) County level: fictitious business names (typically — sometimes at the State level)

(3) Federal agencies in particular industries: pharmaceuticals, alcoholic beverages

(4) Copyright Office (e.g., software titles)

c) Domain name registries?

(1) If used as trademarks, may have rights; if not used, may indicate intent-to-use

(2) Search engines for non-identical domains

(a) Sites which combine multiple letter strings into variations of a domain, such as DomainTools

(b) Trademark search companies’ databases

(c) Domain registrars (constantly changing)

3. Searching internationally

a) Justified when...

(1) It would be unacceptable not to be able to use the mark worldwide, or

(2) The mark is known to be available in the U.S. and international expansion is likely

b) How risk-averse are you? (Searching multiple countries is costly)

c) Online databases for selected countries

(1) Registered + Pending: Corsearch & SAEGIS

(2) Published marks: SAEGIS (*ISS)

d) Coordination of comprehensive searches

(1) Through major US search vendors

(2) Correspond directly with local counsel in key jurisdictions

D. Is a full search legally required?

1. The STAR CLASS case

a) Hilfiger adopted phrase from yacht racing

b) Counsel unaware of details, conducted Federal scan limited to Class 25 (clothing)

c) Form letter recommended full search

d) Skimpy search and failure to follow advice could constitute “willful blindness”

2. Hilfiger after two appeals/remands

a) Not willful under the circumstances —

(1) Designer thought STAR CLASS was a generic or descriptive term in sailing

(2) Hilfiger’s use was decorative; counsel’s advice to search was for use as a trademark or for registration

(3) Counsel advised that STAR CLASS would be a weak mark if it was in fact anyone’s mark (a supportable statement? does it matter?)

3. Upshot of Hilfiger

a) Not searching is not per se unreasonable — depending on the circumstances

b) Saving $2,000 up front may cost tens of thousands later, even if you prevail

c) Note to counsel: draft form letters carefully to avoid setting up your client for “willful blindness”

E. Search Results Counseling

1. Myths commonly believed by clients (and non-trademark lawyers)

a) If the marks not identical, there’s no problem

b) If the businesses are not competitive, there’s no problem

c) If the earlier mark is not registered, there’s no problem

2. Reality: There is no shortcut to applying the LOC test… or to explaining it to clients!

3. Collect enough information from the client to do the LOC analysis

a) What is the intended use? You will translate this into instructions for the researcher: not too narrow, not too broad

b) What is the market/who are the players?“No competition”? Consider who might have the most to lose from client’s success

4. How much diligence is enough?

a) Quickie online scan almost never enough

b) Is a full trademark search enough? In some cases you:

(1) Might add corporation/partnership records

(2) Might check industry-specific sources

c) Sometimes you need “HumInt”

(1) Search vendor phone call

(2) Private investigator call or site visit

5. Managing uncertainty

a) 100% clear is a true rarity

b) Risk = combination of probabilities

(1) Clearance analysis can help you assess the strength of each party’s case if it were filed today

(2) It cannot tell you (with any degree of certainty) whether a suit is likely
c) Dilution (is a mark famous?) is very hard... (July 2)

d) Costs to weigh in coming to a decision

(1) Hard costs of being forced to stop use

(2) Lost momentum as a cost of re-launching

(3) Litigation costs: out of pocket, reputation, distraction from business

(4) Cost of not using the “best” mark

(5) Cost of delaying launch to keep searching

F. Demo: Screening / Scanning

1. Keep it lightweight

a) Looking for “knock-outs”

(1) Identical in sight/sound/meaning for use with related goods; or

(2) Virtually identical for use with same goods

b) Find a reasonable balance of costs

(1) Screening can save costs on pointless searches, but not if you are too rigorous

2. Proposed marks for online sympathy card web site and associated software

a) Winners in employee naming contest [to be announced]

b) TESS vs. Advantage Screening
G. Demo: Comprehensive Search

1. Proposed marks for online sympathy card web site and associated software

a) Survivor of preliminary screening [to be announced]

b) Report delivered electronically as PDF (static, for download, 7.3 MB) or on Corsearch Advantage (interactive, online); print arrives next day by FedEx

VI. Topics and Reading for Day 7

A. Trademark “Prosecution”

1. Chapter 4, pp. 202-248

2. Online

a) Cases: DuPont, Dixie, Opus One

b) Misc: TMEP excerpts, Cases for Discussion, Sample Responses, Sample Consent to Registration
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