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Pre-Session Outline for Day 1 — June 2, 2009

I. Agenda

A. Scope/Logistics of the Course

B. Introductions and Assignments

C. Legal Foundation/General Principles

1. Role of Competition and Unfair Competition

2. Distinctions Between Trademarks and Other IP

3. Policy Rationales for Trademark Protection

II. Learning Objectives

A. Understand how the course will operate

B. Understand core principles of trademark law

III. Course Details

A. Subject Matter

1. Primarily trademark law: establishing rights, registration, infringement, and dilution. Other doctrines with similar or related themes:  rights of personality and domain name cybersquatting.

2. Almost exclusively U.S. (Federal and State) law and Federal procedure.

3. A blend of doctrine and procedure, emphasizing longstanding principles and their recent applications.

B. In Class

1. Trying a hot-seat panel system, but feel free to interact any time.

2. Let’s all limit technology disruptions (mobile on vibrate, mute the laptop, avoid distracting displays).

3. Ask questions, but do not ask for legal advice.

C. Grading/Exam

1. Generally 100% based on final exam; historically curved a step higher than large classes.

2. Three hour open book/open notes exam (you can use any paper based materials). For best results: study old exams and make lists for quick reference.

3. Review during our Monday July 20th session driven by your questions.

D. Communications

1. Check the course site for materials.

2. Email for major announcements or sending me questions.

3. Want to try a discussion board??

IV. Introductions

A. Instructor

1. General Background

2. Personal Objectives

B. Students

1. Interests/Reasons for taking the course

2. Prior exposure to the world of trademarks (branding, disputes, legal practice)

V. Do Brands Matter to You as a Consumer?

VI. Basic Principles of Trademark Law

A. Motivations

1. Protection of consumers from confusion, mistake, and deception

2. Protection of a business’s good will as a property right, and its trademark as a symbol thereof

3. Protection of owners’ substantial investments in promoting their brands 

B. The Consumer Protection Rationale

1. Consumers should not be misled as to the nature of the goods

a) Source = quality

b) Sponsorship, Affiliation = vouching

2. What scope of protection does this rationale justify?

C. Protecting the Good Will of a Business

1. Business reputation is a valuable asset

a) Trademark is the symbol used by the business to identify its goods to consumers

b) Good will could be damaged if the symbol is used by others to identify their goods

2. What scope of protection does this rationale justify?

D. Trademarks as Property Per Se
1. A brand’s mindshare is a valuable asset

a) The trademark symbolizes the values wrapped up in the brand

b) Use of the trademark by others may dilute the meaning of the brand

2. What scope of protection does this rationale justify?

E. Distinguishing Copyright and Patent (pp. 16-20)  

	
	Patent
	Copyright
	Trademark

	Core Concern
	Incentive for innovation
	Incentive for creation; authors’ “moral rights”
	Protection of consumers from confusion and deception (and more, as we shall see)

	Source of Authority
	Art. I, §8, U.S. Constitution
	Art. I, §8, U.S. Constitution
	Common law of unfair competition; with respect to Federal registration, Commerce clause, U.S. Constitution

	Prerequisites for Protection
	New, useful, and non-obvious invention
	Original (some amount of creativity) work of authorship
	Word, symbol or device used to distinguish goods and services

	Securing Rights
	Issuance by the U.S.P.T.O. — right to make, use, and sell in U.S.
	Creation by the author — right to copy, revise, distribute, display, perform in U.S.
	Use — right to use within the applicable territory

	Infringing Rights
	Make, use, or sell the claimed invention
	Copy, revise, distribute, display, perform, or transmit a portion of the work
	Make confusingly similar or diluting use of the mark

	Losing Rights
	Disclose/offer for sale; not new, useful, non-obvious; expiration
	Not original; expiration
	Loss of distinctiveness; non-use; invalid assignment or license


VII. Sample Trademark Cases

A. Why Study Appellate Decisions?

B. Hanover Star Milling v. Metcalf (1916)  (p21)  

1. Classic statement of the 19th Century common law: a trademark is protected as a symbol of business goodwill to protect the public from deception and the unfairness of “passing off” another trader’s goods as those of the original user.

2. Property rights do not arise from adoption alone or in the word per se. Protection arises from a seller’s “right to the continued enjoyment of his trade reputation and the goodwill that flows from it.”

3. How do you determine when another use might interfere with such amorphous rights?

C. Stork Restaurant v. Sahati (1948)  (p22)  
1. Test is likelihood of confusion of source, but not limited to direct competition or diversion of sales.

2. Rights extend to related goods, if ill repute is likely to spread between them. How do you know?

3. Rights follow reputation, not location.

4. Dangerous rationale: “An ‘infinity’ of other names to choose from.”

D. Champion Spark Plug v. Sanders (1947)  (p27)  
1. Issue: How to protect the manufacturer’s reputation when goods are refurbished and put back on the market — without shutting down the trade in used goods?

2. Held: Public knows second hand goods are inferior, so full disclosure of reconditioning satisfies the seller’s obligation of truth and avoids damage to reputation. Is that an accurate assessment of consumer behavior and thinking?

E. Top Tobacco  v. North Atlantic Operating Co. (2007)  (Supp. p1)  
1. Despite more than 100 years use of TOP, a competitor may use “Fresh-Top™ Canister” on its package.

2. Was the court unduly influenced by the picture of a spinning top on the package? Do consumers really interpret the TOP mark in such a limited manner? Who should bear the responsibility for answering that question?

3. At what point should Top’s rights be deemed so powerful that competitors must be denied the descriptive use of the word?

VIII. The Nature and Boundaries of “Unfair” Competition

A. Unfair Competition as a Moral Code?

1. Spicy rhetoric in search of a cause of action —

a) Sharp practices

b) Riding the coattails

c) Unsavory conduct

2. More an umbrella term for specific legal theories than a code of business ethics

B. Freedom to Compete vs. I.P. Monopolies

1. Restatement immunizes competitive harm unless caused by:

a) Deceptive marketing

b) Trademark infringement

c) Misappropriation of intangible trade values (trade secrets, right of publicity)

d) “Other acts or practices”

2. “Competition is good” because: 

a) Product quality will be improved

b) Prices will be better

c) Consumers will be more satisfied

d) Resource allocation will be optimized

e) Are attempts to avoid competition therefore bad? No one wants to compete on price alone. Is commoditization necessary to attain the benefits of competition?
3. Offsetting efficiency-enhancing benefits of I.P. monopolies

a) Patent: fosters innovation
b) Copyright: spreads knowledge
c) Trademark: reduces search costs
C. Protection for Uncopyrightable Subject Matter

1. Scenario: Unprotectable matter (facts, unoriginal fabric patterns) copied by a competitor

a) International News v. Assoc. Press  (p2) : Unfair to copy “hot news” — how consistent with aims of copyright?

b) Cheney Bros. v. Doris Silk Corp.  (p3) : Refuses to extend INS to “hot fashions”

c) National Basketball Assoc. v. Motorola (p12) : Distinguished, but why?

2. Q: What is the “extra element” that avoids Federal preemption?

3. Q: Is user-generated data ever “hot news” (e.g., eBay auctions, tweets, Facebook news feeds)?

D. Protection for Unpatentable Subject Matter

1. Scenario: Unprotectable matter (lamp or boat hull design) copied by a competitor

a) Sears-Compco  (p5, p8) : Designs unprotected by copyright and patent are free to copy, this is part of the Federal statutory scheme, inconsistent laws are preempted

b) Bonito Boats v. Thunder Craft Boats (p9) : Unfair competition can’t simply bar making and selling, it must involve an element of deceit or prevention of consumer confusion

2. Note: “Trade dress” law protects product designs if they are nonfunctional and have attained secondary meaning (Day 10)

E. Bottom Line

1. General notions of “unfair competition” will not bar copying of written materials or product designs

2. “Hot News” is extremely constrained

3. Trade dress protection requires a trademark-like analysis

IX. Revisiting the Rationales for Trademark Protection

A. Concern About Elevating Image Over Substance

1. The Brown critique  (p29) — has the idea of objective information become obsolete?

2. The response from the Chicago School  (p34) — is the assumption of rational behavior a trap?

B. Brands as Products in Themselves

1. The Litman hypothesis  (p38) — who owns the mindshare of a brand in our own heads?

C. Brands as Public Property

1. San Francisco Arts & Athletics  v. USOC  (p817).  First Amendment offers little protection for “purely commercial” speech, or for speech which is deceptive or likely to cause confusion as to source. Congress has some leeway to cut further into expressive speech to achieve desirable policy objectives (how far is not really clear).

2. The Dreyfuss critique  (p823) — when a brand is synonymous with an idea, and there is no good alternative, what happens?
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