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I. Agenda

A. Trademark Dilution

1. Protection for trademark rights even in the absence of probable confusion

2. “Dauntingly elusive” theory takes numerous forms: Blurring, tarnishment — other?

3. Overlapping and possibly conflicting Federal and State laws

II. Learning Objectives

A. Understand general principles of dilution law.

B. Become familiar with issues in application of the revised Federal statute.

III. Dilution Overview

A. Compare Infringement with Dilution

1. Infringement

a) Touchstone is likelihood of confusion

b) Core concern:

(1) Traditional view: prevent public deception, deceit is an unfair trade practice; protect goodwill against damage by competitors

(2) Economic view: minimize public search costs, decreased reliability of trademarks reduces economic efficiency

2. Dilution

a) Touchstone is singularity of association

b) Core concern:

(1) Traditional view: protect strong marks from losing uniqueness, likened to trespass law

(2) Economic view: minimize public search costs; minimize free riding; maximize investment in establishing strong marks

3. Different Analysis

a) Likelihood of confusion

(1) Required to establish infringement — proximity of goods highly relevant

(2) Not required to prove dilution

(a) Typically specified by statute that confusion is irrelevant

(b) Theory was invented to deal with blurring of association due to use on different goods

b) Competition between the parties

(1) Highly relevant in infringement cases — proximity of goods is clear; could also indicate the presence of bad faith

(2) Not required to prove dilution

(a) Typical statutes state competition is irrelevant

(b) But, courts may be confused about whether/ how it should apply when products compete

B. Scenarios for dilution

1. Blurring

2. Tarnishment

3. Using an altered version of the mark in a manner that could damage reputation

4. .com domain names

5. Others?

C. Blurring

1. Definition: the association of a mark with more than one source, even if:

a) Goods/services are completely unrelated

b) Junior user has an equally good or better reputation

2. Example: POLARAID refrigeration and heating systems, BACARDI jewelry

3. Blurring under TDRA of 2006: “Association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark”

a) Wide scope for interpretation

b) Perhaps better than the earlier Act (“lessening of the capacity of a famous mark to identify and distinguish goods and services”)

4. Why should the mark owner care?

a) Mark loses “instant recognition” value because consumers need to consider the context/goods to know the source

(1) Q: Seen the new KODAK?

(2) A: The car or the camera?

b) Potential loss of control of the connotations of the mark even in its original context

D. Tarnishment (or disparagement)

1. Definition: the association of a mark with something unwholesome, unsavory or degrading, or “low class” — blurring at its worst

2. Example: CANDYLAND.com adult web site, DOGIVA pet food, STEIN-WAY clip-on beer can handle

3. Tarnishment under TDRA of 2006: “Association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark”

a) Ambiguous about the types of associations that might be considered harmful

b) At least clarifies that tarnishment is covered

4. Why should the mark owner care?

a) Mark develops negative connotations that will come to mind for the consumer even in the context of the mark owner’s goods, e.g., DEBBIE DOES DALLAS: “unforgettable association” of porn actress in imitation Dallas Cowgirls uniform and the actual cheerleaders of the Dallas Cowboys football team

E. Referential use of altered mark

1. Generally, use of a mark to refer to its owner and/or its products is “fair” nominative use

2. Use of an altered version of the mark that casts the mark owner or its product in a negative light could dilute the mark — this theory should be given a narrow scope in light of free speech and competition concerns

F. Use as a domain name in .com

1. Use of mark as a domain name in .com lessens a mark’s capacity to distinguish the owner’s goods on the ’net

a) Consumers often guess that the web site is at trademark + .com (limited to .com ??)

b) Finding the wrong site, consumers might give up and turn to a competitor...

2. Old theory that pre-dates cybersquatting laws, may now be obsolete

G. Other scenarios?

1. Nothing limits the manner of dilution to traditional blurring and tarnishment, as the latter two examples demonstrate; while the TDRA refers only to blurring and tarnishment, its definitions are broad

2. Litigants continue to find creative ways to demonstrate that a use lessens the distinctiveness of a famous mark, or otherwise dilutes that mark

IV. Dilution Cases

A. Blurring by Association in Federal Dilution Law

1. Arises in multiple contexts in the blurring analysis (p632) —

a) Federal definition of blurring is “association ... that impairs the distinctiveness of the famous mark”

b) Factors in the likelihood of dilution (LOD) test:

(1) “Degree of similarity” — evidence that marks are “nearly identical”

(2) “Actual association”

2. Nike Inc. v. Nikepal International  (Supp p57) 

a) Famousness of NIKE prior to the first use of NIKEPAL

(1) Use for 20 years, huge market success, lots of advertising, ranked as a top brand in the U.S. in surveys

(2) 10 trademark registrations (probably would not be enough alone)

b) Marks are “nearly identical”

(1) “Pal” seemingly given little weight

(2) Survey respondents thought of NIKE when they heard the name NIKEPAL: does this prove the marks are nearly identical?

c) Actual association

(1) Survey showed 87% of relevant consumers associated the word NIKEPAL with NIKE

(2) Placeholder web page for nikepal domains advertised shoes and apparel

d) Intent: adoption story was “not credible”

e) Does the result seem right?

3. 7-Eleven v. Wechsler  (Supp p64) 

a) Famousness prior to filing of intent-to-use application

(1) BIG GULP proven famous by survey testing “unaided awareness” of the mark

(2) Insufficient evidence to prove other GULP marks famous

b) Marks are not essentially the same due to different commercial impressions

(1) BIG GULP suggests the manner in which the goods could be consumed

(2) GULPY is a coined term that, in the context of the goods, creates the impression of a playful puppy or a dog’s name

c) No evidence of actual association: factor favors the applicant

d) No evidence of intent: factor favors the applicant

e) Does the result seem right?

4. Louis Vuitton Malletier v. Haute Diggity Dog  (Supp p69) 

a) Famousness of LOUIS VUITTON, LV, and handbag pattern prior to first use by HDD

(1) Decades of use of LOUIS VUITTON and LV

(2) Tremendous publicity and irrational public demand for handbag pattern

b) No fair use defense for name Chewy Vuiton

(1) Section 1125(c)(3)(A) excludes use as a source identifier

(2) Consistent with doctrine of nominative fair use in infringement analysis?

c) HDD mimicked the famous marks, but not too much

(1) Chewy Vuiton, CV, and imperfect pattern were essential to HDD’s parody

(2) A successful parody reinforces the singularity of association of the famous marks with their owner while commenting on rather than copying those marks

d) Actual association and intent to parody do not weigh against HDD: key is to successfully convey that Chewy Vuiton is not the original (more on 7/14)

e) Does the result seem right?

5. Ringling Bros. v. Utah Division of Travel  (p640) 

a) Survey showed a subset of respondents filled in the blank with SHOW first, and as a second choice, with SNOW

b) Does this show the requisite “association”?

(1) Why didn’t they ask the question directly?

(2) 4th Cir. concluded the survey tended to show respondents (in Utah and elsewhere) were clear on which slogan belonged to which user, there was no actual blurring in the minds of consumers — is this a logical interpretation or does it import concepts from infringement analysis?

6. Can these approaches be reconciled?

a) Does the statute allow for consideration of context, or is it purely a word-to-word comparison?

b) Are differences irrelevant if a survey proves an actual association?

B. Blurring Cases Brought Under State Law

1. State statutes tend to be more ambiguous, so requirements, such as the degree of distinctiveness or famousness, are a judicial gloss

2. Ringling Bros. v. Celozzi-Ettelson (Illinois law) (p644) 

a) Distinctiveness of GREATEST SHOW ON EARTH

(1) Originally the phrase was primarily descriptive and weak, but continued use and advertising has made it strong

(2) No need to consider Federal law on the question of distinctiveness

b) Second mark is “deceptively similar”

(1) GREATEST USED CAR SHOW ON EARTH presented in circus-style lettering in signage and television commercial for dealership selling new and used cars

(2) Stylization to evoke the circus increased likelihood of association, outweighed the addition of USED CAR

c) Held: dealership’s use would cause blurring, damages incalculable, injury irreparable, injunction appropriate; no need to show LOC, just LOD

d) Does the result seem right?

3. Mead Data Central v. Toyota (New York law)  (p648) 

a) Strength and distinctiveness of LEXIS

(1) Knowledge of the brand is limited to attorneys and accountants

(2) Lack of recognition among the general public (1% of the general population) means the mark lacks selling power

b) Is LEXUS “very” or “substantially” similar to LEXIS?

(1) With respect to pronunciation, evidence of everyday spoken English is not on point because proper focus is radio and television advertising

(2) Professional announcers will carefully distinguish the pronunciations of LEXIS and LEXUS (really?!)

c) Mental association

(1) Marks used only in a niche market (legal research) are not likely to be associated with marks used in a different market (autos) by the general public

(2) Customers in the niche market (legal professionals) are sophisticated, so they will not links the two marks — does this legitimately refer to association or does it impermissibly excuse dilution on the grounds that there is a lack of confusion?

d) Does the result seem right? Note: Under the TDRA, “niche” fame will no longer sustain a Federal claim.

C. Blurring in the Trade Dress Context

1. Product and package designs may be as famous as word-based and graphical marks, so why not allow them to be protected against dilution?

2. TDRA and Trade Dress  (§1125(c)(3)(4))

a) Must show unregistered dress is famous and nonfunctional as a whole

b) If claimed dress contains a mix of registered and unregistered elements, must prove fame of unregistered elements, taken as a whole, “separate and apart from any fame of such registered marks”—how?

3. Hershey Foods v. Mars  (p641) (Federal law)

a) Claimed dress not found to be famous

(1) Combination of orange, yellow and brown colors used on packages of REESE’S products were deemed “a portion of the trade dress”

(2) Hershey registered its “complete trade dress” but not this subset — because one would expect famous marks to be registered, this supported the view that the claimed dress was not famous (ouch!)

b) Third parties use these colors on other foods and it is not necessary to show confusion as a result (or even association??)

4. Nabisco v. PF Brands (Federal law)  (p643 Q4) 

a) Goldfish shape for crackers found to be famous

b) Similarity of dress evaluated in both package and “post-sale” contexts

(1) Nabisco’s fish-shaped cheddar crackers were mixed with “CatDog” and bone-shaped crackers, all themed around CatDog television program and sold in clearly marked packages

(2) However, the fish shapes are virtually identical “in the bowl”

c) Court invented a multi-factor test to assess blurring

(1) Similar to current Federal law: 

(a) Degree of similarity

(b) Degree of inherent or acquired distinctiveness

(c) Degree of recognition of the mark

(d) Extent of substantially exclusive use

(e) Actual association

(2) Not considered by the court

(a) Intent to create an association

(3) Not adopted by Congress

(a) Goods proximity

(b) Customer overlap

(c) Customer sophistication (resistance to “misassociation” is similar to resistance to confusion)

d) Held: PF’s cracker shape is a protectable trademark, Nabisco’s use of “nearly identical” fish shape in its themed cracker mix will dilute PF’s famous mark

e) Does the result seem right? Does the “in the bowl” scenario really associate the goldfish shape with two companies?

5. I.P. Lund Trading ApS v. Kohler (Federal law)  (p643 Q3) 

a) Similarities of claimed dress

(1) Core inquiry: whether target customers are likely to view the products as essentially the same (citing McCarthy)

(2) Single control, wall-mounted faucets; thin cylindrical lever to adjust water temp and volume; spouts and aerators of uniform diameter; spouts bend downward at right angles softened by a curve; same three sizes; compatible with “no hole” sinks — but differ in shape of faucet handles and levers; rounded bonnet on mounting end of Kohler faucet
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(3) Trade names also appeared on products: in the LOC context, this can reduce confusion, but does it reduce dilution?

b) Court expressed nervousness about protecting “product beauty” under a dilution theory, perhaps the same concern underlying case of aesthetic functionality

D. Fair and unfair referential use of marks

1. These uses do not constitute tarnishment because the famous mark is not used as an identifier for the junior user’s goods or services

2. Ty Inc. v. Perryman (Federal law)  (p619) 

a) Court allows reseller to use BEANIE BABIES and BEANIES in referring to Ty’s goods, and in the domain name bargainbeanies.com

b) Perryman must not use “beanies” in connection with similar non-Ty products

3. Deere & Co. v. MTD Products (New York law)  (p654) 

a) John Deere “deer”[image: image1.jpg]


 is famous

b) Similarity and Alteration

(1) TV commercial starts off with the actual mark, and then brings it to life using animation

(2) Unflattering portrayal: chased by competitor’s lawn tractor and a small dog, looks over its shoulder in fear while running

c) Why not “fair use”?

(1) Use of unaltered marks allowed

(a) In comparative advertising: beneficial to consumers, no reduction in selling power

(b) In satire: tolerate some reduced selling power in social comment/free expression

(c) Might tolerate some satire targeting a competitor, but it’s less justifiable

(2) Use of altered marks could dilute

(a) More risk of reducing mark’s selling power

(b) Less leeway given for competitors’ attempts at humor than for other satirists

(c) Line isn’t clear, but was crossed here: denigrates the “substance and strength” symbolized by the “graceful, full-size deer”

d) Does the result seem right?

(1) Do you agree that the depiction “risks the possibility” that consumers will attribute unfavorable characteristics to the mark (wimpy deer) and ultimately to the goods (wimpy products)?

(2) Is the court defending the masculinity of the owners of John Deere lawn tractors?

(3) Is free expression protected by limiting the theory to advertising?

e) TDRA §1125(c)(3)(A) comparative advertising exception: Fair use of a famous mark not actionable in “advertising or promotion that permits consumers to compare goods or services”

(1) Cannot be used as a designation of source of third party’s own goods or services

(2) Congress used the phrase “nominative or descriptive fair use”—moving toward New Kids?
4. Hormel Foods v. Jim Henson Prod. (New York law)  (p658) 

a) SPA’AM used as the name of a wild boar in a Muppet movie, the leader of a tribe that worships Miss Piggy

b) Held: distinguished from Deere — use is permissible where feared negative associations are unproven, goods do not compete, and it is a parody

5. Unfavorable “product placements”  (p634 Q7) (Federal law)

a) Caterpillar v. Walt Disney Co. (C.D. Ill.)

(1) Evil anti-environment character commands a platoon of Caterpillar bulldozers (genuine, unaltered goods and marks were depicted)

(2) Held: no unwholesome or unsavory association — even children can see that the dozers are inanimate implements of human characters; also, minimal harm

b) WHAM-O v. Paramount Pictures (N.D. Cal.)

(1) David Spade character misuses a Slip ’N Slide, causing serious (if humorous) injuries

(2) Held: no unfavorable associations — even youngest and most credulous will see that the product was misused; also, nominative fair use to refer to yellow slide toy twice by its actual name

V. Dilution in the Trademark Office

A. Dilution can be a basis for opposition

1. Lanham Act §2, after (f): A mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c) may be refused registration only pursuant to a proceeding brought under section 13.

2. Not applicable to ex parte examination

B. Timing is everything: Enterprise Rent-A-Car v. Advantage

1. No relief for dilution under FTDA if the defendant commenced use of the mark before the plaintiff’s mark became famous, regardless of geographic scope

2. Fed. Cir. ruling likely persuasive elsewhere

3. See Note in Jan. 2004 Santa Clara Computer & High Tech L.J.

VI. Dilution reconsidered

A. Does dilution theory go too far?

1. Does it create rights “in gross” that are divorced from the underlying good will the mark is supposed to represent?

2. Is Federal law still an unpredictable morass? The TDRA brought us “likelihood of dilution” (broader), higher standard of fame (narrower), but association remains (dangerously?) ambiguous. Have we found the right formula?

B. Do economic and behavioral rationales justify protection

1. Ty v. Perryman  (p619) 

2. Tushnet critique  (p623) 

C. Does it really matter whether trademarks are used to identify a single product or the source of a line of products? (Stadler article, p613)
VII. Topics and Reading for Day 12 — July 14th

A. Rights of Publicity

1. Chapter 10, pp. 675-723

B. Parody

1. Chapter 12, pp. 838-873, 885-889

2. Supplement pp. 92-95
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