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I. Agenda

A. Protectability: What Can be Protected as a Mark?

1. Types of symbols

2. Distinctiveness Requirement

a) Symbols that are inherently distinctive

b) Symbols that have acquired distinctiveness

B. In-Class Exercise

1. Creating protectable identity

II. Learning Objectives

A. Become Familiar with Wide Range of Potential Types of Marks.

B. Understand Inherent and Acquired Distinctiveness Analysis

III. Protectability of Trademarks: Form Follows Function

A. Back to Basics — Restatement §9  (p43) 

1. Word, name, symbol, device, or other designation (or combination thereof) +

2. Distinctive of a person’s goods/services +

3. Used in a manner that identifies those goods/services and distinguishes them from the goods/services of others

B. What kinds of symbols?

1. Words

a) Product Name: SHREDDED WHEAT — Kellogg Co. v. National Biscuit   (p44) 

b) Slogans — casebook examples  (pp51-52) 

c) First Names: NILES — Peaceable Planet v. Ty, Inc.  (p52)  

2. Product Appearance

a) Shape: shredded wheat “pillow”— Kellogg Co. v. National Biscuit   (p44)  

b) Color: green-gold — Qualitex v. Jacobson Products  (p63)  

3. Package Appearance (“trade dress”) 

4. Sound

5. Scent... feel? taste?

6. Anything that can’t function as a mark?

IV. Protectability of Trademarks: Distinctiveness

A. The “Spectrum” of Distinctiveness

1. Walt-West Enterprises, Inc. v. Gannett Co., 695 F.2d 1050, 217 U.S.P.Q. 1206 (7th Cir. 1982), introduces a discussion of distinctiveness by stating that the “hallmarks [of trademark law] are doctrinal confusion, conflicting results, and judicial prolixity.”

Trademark law may create as much confusion in the courts as it eliminates in the marketplace. Its hallmarks are doctrinal confusion, conflicting results, and judicial prolixity. In this subtle area of the law, generalizations are especially dangerous. Nonetheless, as principles emerge from the decided cases, such generalizations are made. The ratio decidendi of numerous courts in uncounted cases are transformed into a verbal formula — “generalized into fiction” — which itself becomes the focal point of judicial attention.

B. Abercrombie   (p78)  

1. Generic — never protectable

2. Descriptive — can become protectable through use and promotion

3. Suggestive — protectable immediately upon use

4. Arbitrary — protectable immediately upon use

5. Fanciful — protectable immediately upon use

6. Latter three are sometimes termed “technical trademarks”

C. Fanciful or “Coined” Marks

1. Made-up words having no descriptive relevance... many famous examples:

a) KODAK, POLAROID (cameras)

b) ROLEX (wristwatches)

c) GOOGLE (search engine)

2. “Revived” words may be fanciful

a) AVENTAIL (network security)

3. Marketing advantages

a) Stand out in the marketplace

b) No “baggage” from prior uses

4. Legal advantages

a) Protectable immediately upon use

b) Greatest potential to become strong marks

5. Pitfall: “genericide” or “genericity” — the public comes to understand the mark as the name of the thing rather than a source identifier

a) CELLOPHANE (celluloid food wrap)

b) ASPIRIN (acetylsalicylic acid tablets)

c) ESCALATOR (moving staircase)

D. Arbitrary Marks

1. Old words in a new context, with no descriptive relevance in the new context

a) APPLE, SUN (computers)

b) AMAZON (online bookstore)

c) SYMPHONY (integrated software suite)

d) THE CARS (musical group)

2. Marketing advantages

a) Stand out in the marketplace

b) Able to leverage connotations

3. Legal advantages

a) Protectable immediately upon use

b) Strong marks, but unenforceable in the original context

E. Descriptive Marks

1. Words that describe a significant function, feature, or characteristic of 
the goods

a) CD-CREATOR (CD authoring s/w)

b) INFOXTRACT (data mining s/w)

c) PHOTOREALISM (ink jet printer)

d) WEB AUDIO (print/online magazines)

2. Marketing Advantages

a) Meaningful to prospective customers

b) Save communications budget

3. Legal considerations

a) Potentially less likely to be owned other users, if they have not attained secondary meaning

b) Could become protectable over time — if it develops sufficient recognition as a source identifier (secondary meaning)

c) Multiple users may cause genericide: E-TICKET (electronically stored airline ticket)

4. The public policy rationale for not protecting descriptive marks

a) Pro-competition: other traders need to use descriptive terms to describe the attributes of competing goods

b) Abercrombie: The law strikes a balance, protecting only when good will attaches

5. Fair use defense as a backstop after a mark attains secondary meaning

a) Application of Reynolds Metals: Purely descriptive, non-trademark use of descriptive trademarks still permitted

b) In reality, if confusion results, the defense may fail

F. Suggestive Marks

1. Words that imply product qualities without directly describing them

a) MOVIEBUFF (movie info database)

b) BUSINESS WITHOUT INTERRUPTION (software for data backup and clustering)

c) ZeroSurge (surge suppressor)

d) YouTube (user-published, user-rated video)

2. Marketing advantages

a) Meaningful, yet distinctive

b) Often appreciated as “clever”

3. Legal considerations

a) Protectable immediately upon use without proof of secondary meaning

b) If borderline, may be successfully challenged as descriptive

4. Legal tests to distinguish from descriptive marks

a) Imagination, thought and perception vs. immediate understanding

b) Competitors’ present use of the term (aids factual determination)

c) Competitors’ need to use the term (public policy consideration)

G. Generic Terms

1. Name of a product or product category

a) MP3 Player

b) Search Engine

c) Guacamole

d) Acronyms for generic phrases may become generic

(1) CD-RW drive AKA CD burner

(2) RAID (redundant array of inexpensive disks)

2. Never protectable as a trademark

3. Sometimes difficult to distinguish from a descriptive mark

H. Does it matter? Core principle in daily practice:

1. Evaluation of ability to enforce rights —

a) Selection/acquisition of a new mark

b) Policing efforts against infringers

2. Potential grounds for defense —

a) Complete unprotectability or Limited scope of protection for weak marks

b) Creates room for fair use

V. Distinctiveness Cases

A. Where do these fall on the spectrum?

1. SHREDDED WHEAT  (p44) 

a) For a pillow-shaped breakfast cereal

b) For a Facebook application that lets you send someone a bowl of cereal

c) For a tan-colored mobile phone skin with a ribbed texture

2. QUIK-PRINT   (p82) 

a) For printing and duplication services

b) For a button on a digital camera that sends a photo to a printer connected by USB cable

c) For a button on a web page that emails you a PDF of the page

B. INVESTACORP (Supplemental Case)

1. Categorization of the mark

a) Invest and corp are both meaningful in the context of investment advisor services, so it cannot be fanciful or arbitrary

b) The two formatives combined literally convey that the company is in the business of investing in corporations; no imagination required

2. Additional tests

a) Competitors’ Use: a handful of firms use names/marks that in some manner combine invest and corp (over 80 use invest in their names)

b) Competitors’ Need: invest and corp are each indispensable in the investment services industry, so need is high

3. Is this correct?

a) Would it be understood as just a slight contraction of a functionally descriptive phrase — “invest in corporations”?

b) Why should third party use of invest and corp other than in combination be probative of how the combination would be perceived?

C. PATENTS.COM  (p84) 

1. Domain names are unique, but as trademarks, they still are subject to a distinctiveness analysis.

2. Registration refused without a showing of acquired distinctiveness: Descriptive + Descriptive = Descriptive.

a) Patents describes the product

b) .com = business internet presence 

3. Is this good policy? We will discuss more on July 16th.

D. POLY PITCHER (Supplemental Case)

1. Background

a) Suit against competitor using the identical POLY PITCHER name, also for a plastic pitcher

b) Status of use and registration: 2.5 years of use prior to defendant

2. Who counts — descriptive to whom?

a) Focus on “the ultimate purchaser”; “prospective purchasers”; “the purchasing public”

b) Ignore intermediaries (stores); “the trade” (presumably this includes competitors in the plastics business)

3. Judging initial distinctiveness

a) Not descriptive — does not convey “tolerably distinct knowledge”

(1) No evidence the public understood POLY to mean “polyethylene”: Not defined in non-technical dictionaries; Trade press was disregarded as not indicative of the understanding of the general public.

(2) Warning: The court applies a “blindfold” test: POLY would not convey to someone unfamiliar with the pitcher any idea of its character. This is inconsistent with modern analysis: knowledge of the nature of the goods is assumed.

b) Deemed Fanciful: Reminiscent of Molly Pitcher, therefore incongruous for this use

(1) Do purchasers know Molly Pitcher?

(2) Does the POLY PITCHER mark call to mind Molly Pitcher for relevant consumers?

(3) How is it “an incongruous expression”?

4. Judging current distinctiveness

a) Potential loss of distinctiveness: Rights in a fanciful or arbitrary mark may be lost if public understands the mark to be descriptive of the goods

b) Plaintiff was its own worst enemy

(1) Ran 4 ads linking POLY with “unbreakable polyethylene”

(2) Ran 6 ads listing the pitchers as part of the “Poly Ware (Made with Polyethylene)” line

c) Rights only partially lost

(1) Newspaper ads somewhat ambiguous in declaring the meaning of POLY

(2) Newspaper ads outweighed by “advertising value” of product labels

(3) Held: Ultimately, the result may have been to convert a fanciful mark to a suggestive one. Does that make logical sense?

VI. Distinctiveness Hypothetical

A. Categorize THREADZ for...

1. A chain of thrift stores

2. Men’s and women’s workout clothing

3. Restaurant featuring saffron rice dishes

4. High performance computer operating system software

5. Computer games featuring arachnids

VII. Acquired Distinctiveness, or “Secondary Meaning”

A. What is “secondary meaning”?

1. A misnomer: the primary meaning of the mark in relation to the relevant goods must become the singular source rather than merely a description of an attribute of similar goods or services from any number of sources

2. Highly debatable:

“To establish secondary meaning, a manufacturer must show that, in the minds of the public, the primary significance of a product feature or term is to identify the source of the product rather than the product itself.” Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851 n. 11, 214 USPQ 1, 4 n. 11 (1982).
B. Proving acquired distinctiveness

1. Direct evidence: Consumer testimony, consumer surveys

2. Circumstantial evidence: Amount and manner of advertising, volume of sales, length and manner of use

3. Inference from actual confusion or defendant’s intent

VIII. Secondary Meaning Cases

A. INTERNATIONAL KENNEL CLUB   (p89) 

1. Describes a characteristic or ingredient of plaintiff’s services, so unprotectable without secondary meaning.

2. Legal Posture:

a) Standard on PI motion was a “better than negligible” chance of proving secondary meaning.

b) No survey was submitted, so the court considered other (less direct) evidence.

3. Evidence showed secondary meaning among a “small but very well-defined group of people”

a) Well-attended annual events (20K+)

b) National advertising to dog fanciers

c) Local advertising and unsolicited publicity

d) Misdirected product inquiries

e) Use exceeded 50 years

B. FISH-FRI (Supplemental Case)

1. Background

a) 33 years of use on corn flour for use in battering and frying fish and other seafood

b) Federally registered, not incontestable

c) Suit against competitors using FISH FRY for essentially identical goods

2. Descriptive or suggestive?

a) Dictionary meaning of “fish fry”

(1) A picnic at which fish are caught, fried, and eaten, or fried fish

(2) Mixes used to batter fish not listed

b) What other sources should be persuasive on the meaning/usage of language?

c) “An immediate idea of the qualities, characteristics, effect, purpose...”: FISH-FRI describes purpose or function

d) No imagination required to deduce that FISH-FRI mix is used to fry fish: “Consumer could guess the product” is not as strict as the test applied by most courts

e) Competitors’ actual use: The two defendants, plaintiff, and a fourth company all use FISH FRY

f) Competitors’ need: “Paucity of synonyms” for fish and fry weigh in favor of leaving the terms free for competitors to use (denying protection)

3. Proving secondary meaning

a) Key is consumer’s attitude

b) Must perceive mark as identifying a single thing coming from a single source

c) In assessing circumstantial evidence, it is not the extent of promotional efforts, but their effectiveness, that matters

d) Evidence

(1) Circumstantial: Over 30 years of use; substantial advertising expenditures during the previous 5 years; strong sales growth (does this meet the effectiveness test??)

(2) Direct: two small surveys showed recognition in the New Orleans area

4. The fair use defense   (more on June 16)

a) Thin protection for descriptive marks

(1) Only the penumbra of secondary meaning is protected

(2) Use of a descriptive term in its ordinary descriptive sense is fair use...

(3) ...so long as such use will not tend to confuse customers as to source — ??

b) Defendants’ state of mind: believed Fish Fry was generic, didn’t intend to use as a mark, didn’t attempt to register

c) Nature of use permitted by the court

(1) As “generic” identifier following trademark

(2) With distinguishable packaging to prevent point-of-sale confusion

C. COCA-COLA   (p49) 

1. Can Coca-Cola be denied protection because it is a fraud on the public?

a) No cocaine in modern formulations, so the name coca-cola is a misnomer

b) Court of Appeals: fraud on the public

c) Supreme Court: the mark has attained secondary meaning, and its primary significance now is to identify the source; as it is no longer perceived by the public as a mere description of ingredients, its accuracy is irrelevant.

D. FILIPINO YELLOW PAGES (Supplemental Case)

1. Background

a) Mark in use for 6 years for telephone directories targeted to the Filipino-American community

b) Unregistered, application opposed by defendant, who uses “Filipino Consumer Yellow Pages”

2. Descriptive or generic?

a) Biological metaphor: “A ‘generic’ term is one that refers, or has come to be understood as referring, to the genus of which the particular product or service is a species.”

b) Is this making it more or less clear? (Blame Judge Friendly in Abercrombie)

c) “Who-are-you/what-are-you” test

(1) Trademark answers one set of questions — ‘Who are you?’; ‘Where do you come from?’; ‘Who vouches for you?’

(2) Generic name of product answers the question ‘What are you?’

3. District Court: Grammatical analysis by dissection

a) FILIPINO is generic for a native or citizen of the Philippines

b) YELLOW PAGES is generic for business telephone directories organized by subject

c) Generic + generic = generic

4. 9th Circuit: Must judge mark as a whole

a) Generic: SURGICENTER — specific evidence of genericness of the whole

b) Descriptive: CALIFORNIA COOLER, JUNIOR CHAMBER OF COMMERCE, PARK ‘N FLY, SELF-REALIZATION FELLOWSHIP CHURCH, COMMITTEE FOR IDAHO’S HIGH DESERT

5. An unstated third category?

a) “Who-are-you”: technical trademarks

b) “What-are-you”: generic terms

c) “Tell-me-something-about-yourself”: CALIFORNIA COOLER, JUNIOR CHAMBER OF COMMERCE, PARK ‘N FLY, SELF-REALIZATION FELLOWSHIP CHURCH, COMMITTEE FOR IDAHO’S HIGH DESERT

6. Bottom line: found generic

a) Sufficient evidence to raise the defense and shift the burden to the plaintiff: Los Angeles times story; failure to sue another Filipino Yellow Pages; generic use by plaintiff in an agreement.

b) What evidence could plaintiff have presented??

7. Alternate holding: If descriptive, there is insufficient evidence of secondary meaning

a) Direct evidence: allegation of actual confusion resulting in $82,000 lost sales

(1) Found not credible due to lack of detail (i.e., who exactly was confused?)

(2) A party’s declarations are given little weight

b) Circumstantial: None submitted

c) What would help here? Compare IKC and Zatarains.
IX. Distinctiveness Exercise

A. Product naming exercise

1. Break into teams (red, green, blue)

2. Develop a variety of names for a new product your business is introducing. Note: Avoid well-known marks.

3. Submit proposed names for critique

a) Marketing perspective

b) Legal protectability perspective

X. Protectability: Oddball Cases

A. Rock & Roll Hall of Fame  (p96) 

1. Photographer’s poster of the museum competes with the museum’s own photos, showing

a) The phrase ROCK ’N ROLL HALL OF FAME

b) Photo of the museum building

2. Is this unfair competition?

B. Is the design of a building protected?

1. Is it a symbol or device

2. Distinctive of the services

3. Used to distinguish the museum’s services from those of others?

C. Distinctiveness

1. Building’s design is “fanciful,” but...

a) Fanciful marks generally serve no purpose other than to identify source; a photo of a fancifully designed museum may depict a landmark (in an ornamental fashion) rather than identifying a source

b) What would be the consumer’s perception? Does it depend on how it’s displayed?

D. Use as a trademark

1. Museum uses a composite (words+design) as its mark[image: image1.png]



2. Museum does not use, and consumers would not recognize, all views of the building design as a trademark

a) Not like the “Coke bottle” trademark

b) How about the poses of Mickey Mouse??

E. The Museum’s Next Move

1. Registered a representation of the building design
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2. Secondary meaning was required (mark deemed descriptive)

3. What about the other side of the building (triangles less prominent)?
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