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I. Agenda

A. Trademark “Prosecution”

1. Section 2(e) — Distinctiveness

a) General: In re Gyulay, Colonial Stores, National Semiconductor, Deus Technologies

b) Misdescriptiveness/Deceptiveness: Casebook pp217-224

c) Geographic terms: Casebook pp. 248-260, Supplement pp. 29-30

d) Surnames: Casebook pp. 260-263

e) Sample office action responses

f) Summer 2005 Final Exam (Scenario 1)

II. Learning Objectives

A. Understand PTO analysis of descriptiveness and theories for response

B. Become familiar with unique issues in the analysis of place names and surnames

III. Federal Registration Process: Examination for Distinctiveness

A. Registration is to be granted unless there are grounds for refusal (§2)

1. Most frequent objections

a) §2(d) likelihood of confusion with earlier (registered) mark;

b) §2(e) mark non-distinctive/functional

c) Designation is not used or does not function as a mark

B. Recap: The “Spectrum” of Distinctiveness

1. Generic — never protectable/registrable

2. Descriptive — become protectable/registrable with secondary meaning

3. Suggestive, Arbitrary, Fanciful — protectable upon use; registrable upon use or with intent to use followed by proof of use

C. Descriptive/Suggestive Boundary

1. Judicial tests to differentiate suggestive from descriptive marks

a) Imagination, thought and perception vs. immediate understanding

b) Competitors’ present use of the term (aids factual determination)

c) Competitors’ need to use the term (public policy consideration)

2. PTO Approach

a) Descriptiveness under §1209.01(b)

(1) Mark “describes an ingredient, quality, characteristic, function, feature, purpose or use of the specified goods or services”

(2) “An” means any one significant feature, function, etc.

b) Suggestiveness = imagination test

(1) “Suggestive marks are those that, when applied to the good or services at issue, require imagination, thought or perception to reach a conclusion as to the nature of those goods and services. Thus, a suggestive term differs from a descriptive term, which immediately tells something about the goods and services.” §1209.01(a)

c) TTAB acknowledges the difficulty of drawing the line...

(1) There is a very narrow line between terms which are merely descriptive and those which are only suggestive. In re Atavio, Inc., 25 U.S.P.Q.2d 1361 (TTAB 1992).

(2) Where reasonable men may differ, it is the Board’s practice to resolve the doubt in applicant's favor. In re Intelligent Medical Systems Inc., 5 U.S.P.Q.2d 1674 (TTAB 1987).

(3) The TMEP does not cite these lines of case law and never seems to admit to any rule of doubt. Nevertheless, citing the reviewing court’s standards is good practice

3. Differences between court analysis and TTAB (or appeal therefrom)

a) Identification of goods in application/ registration vs. actual use

(1) Court cases focus on marketplace activities

(2) Appeals and oppositions focus on the goods/services listed in the application and registration, read as broadly as possible

b) Burden of proof

(1) On ex parte appeal, Examiner has the initial burden

(2) Otherwise, plaintiff usually has the burden

c) Jurisdiction and preclusive effect

(1) Court: can cancel a registration as well as determine parties’ respective rights to use

(2) Appeal: limited to registrability, almost any new fact can render the decision irrelevant

(3) Opposition: conclusive as to registration, but no jurisdiction as to actual use, not necessarily persuasive in infringement case

D. Descriptive/Suggestive Cases

1. In re Gyulay (online)

a) APPLE PIE for potpourri; refusal affirmed

(1) Not an ingredient, function, purpose, or use, but... a characteristic

(2) Applicant’s catalog: “Eight exclusive scents that simulate those unforgettable aromas shown below... Apple Pie”

(3) Query: would a purchaser immediately understand APPLE PIE to be the scent?

2. In re Colonial Stores (online)

a) SUGAR & SPICE for baked goods; refusal reversed

(1) Sugar and spice are ingredients of many baked goods, but...

(2) Mark does not only tell the customer the ingredients; it may immediately stimulate an association with ‘everything nice.’ 

(3) Query: would the nursery rhyme association overwhelm the meaning of SUGAR & SPICE as the product’s ingredients?

3. Can these rulings be reconciled?

a) APPLE PIE has its own associations...

(1) “As American as baseball and motherhood”

(2) Are these too diffuse to overwhelm its more obvious significance in relation to the goods

b) TMEP sets a high hurdle to show a mark is “more than the sum of its parts” (TMEP §1209.03(d) and §1213.05(c))

4. In re National Semiconductor (online)

a) WEBPAD for handheld computer for accessing the Internet; refusal affirmed

(1) Refused: WEB + PAD does not create a distinctive mark

(a) WEB describes the function or use

(b) PAD means “personal access device”

(c) No more than the sum of its parts

(2) Being the first and most frequent user of WEBPAD receives no weight

b) What about the other meanings of PAD in relation to computer products?

(1) E.g., pressure actuated device

(2) None so directly relevant it would change the consumer’s perception of the mark

c) Query: A case of genericide of a suggestive composite mark?

5. In re Deus Technologies (online)

a) RAPIDSCREEN for medical imaging system to scan x-rays; disclaimer requirement reversed

(1) Existing industry meaning: a medical test that produces quick results — 15 stories from a variety of contexts submitted from the NEXIS database

(2) Applicant’s system is different — scans x-rays after the fact, as a second check

b) What’s wrong with this picture?

(1) Imports limitations on the services into the application that are not there (after amendment)

(2) Overlooks possible “misdescriptiveness”: RAPIDSCREEN mark may falsely convey the impression that applicant’s system is a rapid screening tool, deceiving consumers (see TMEP §1209.04)

E. Descriptive/Suggestive Analysis

1. Four scenarios

a) A one-word mark

b) A multiple-word mark such as a company or product name — includes marks written as one word, such as TurboTax and WordPerfect

c) A single- or multiple-word slogan

d) A mark containing a design element

2. Analyze meaning of one-word marks in relation to the applied-for goods

a) SCHOLASTIC for devising / scoring tests

(1) Significant that schools are customers?

b) BREWSKY’S for bar services

(1) “Brewski” is slang for beer; is the misspelling significant?

c) CALIDAD for toner and ink-jet cartridges

(1) Spanish for “quality,” self-laudatory term

3. Multiple-word marks may raise issue of “whole greater than sum of parts”

a) Consider the likely public perception —

(1) APPLE PIE: would be understood as a phrase, describes “apple pie scent”

(2) WEBPAD: would be understood as the phrase WEB PAD, no more meaning as a whole than web + pad

b) “Incongruous” combinations — bizarre or inconsistent, causing you to pause and think — may be suggestive

(1) MOUSE SEED: pellets similar to seeds, but incongruous to use “seed” for a poison

(2) VEGGIE VISE: device for holding vegetables on a cutting board, whimsical and illogical

c) Mix of languages can be incongruous

(1) LE CASE: unusual name for a jewelry box, competitors would not need to use it

(2) LA YOGURT: would not be perceived as a French phrase, but LA plus the generic English word for yogurt (yogurt disc.)

(3) But, LA LINGERIE and LE SORBET refused: no incongruity in these all-French phrases

4. Disclaimer of descriptive elements

a) CANDY PLANET for candy, CANDY disclaimed

b) LITTLE CAESARS PIZZA! PIZZA! (and Design) for restaurant services, PIZZA disclaimed

c) [image: image1.jpg]


TICKETS.COM (and Design) for show and event information, TICKETS.COM and phone # disclaimed

5. Disclaimer exception: unitary marks

a) Two words written as one (e.g., HotMail)

b) Combinations consumers read as a whole (TMEP uses the term “double entendre”)

(1) SUGAR & SPICE for bakery products

(2) SHEER ELEGANCE for panty hose

(3) LIGHT N’ LIVELY for reduced calorie mayo, descriptive significance “lost in the mark as a whole”

6. Incongruity vs. Multiple Meanings

a) Incongruity = uniqueness / imagination

(1) Stands out like an arbitrary/fanciful mark

(2) Requires thought to decode into meaning

b) Multiple meanings = not “immediate”

(1) An association consumers would “fairly readily” form, need not be the only one

(2) Supplies a unique commercial impression

7. Slogans similar to multi-word marks

a) Disclaimers often required, but some are deemed unitary

(1) NO BONES ABOUT IT for ham or chicken

(2) WE DELIVER FOR YOU for delivery of packages and documents

(3) THE NETWORK IS THE COMPUTER for computers, computer networking software

8. Words plus designs

a) Design elements can be “descriptive”

(1) Illustrative in relation to goods and services TMEP §1209.03(f)

b) [image: image2.png]


Stylization sometimes enables an unregistrable word to be registered (with the word disclaimed)

(1) E (stylized) for electronic banking services (can’t own “e” for these services)

F. Responding to Descriptive Refusals

1. Strategies for argument

a) Attack the Examiner’s evidence

(1) Numerous potential sources

(a) Print, CD-ROM and online dictionaries, general and specialized, English and foreign

(b) Articles from NEXIS, web pages (sometimes just a page of Google results!)

(c) Client’s own web site

(2) Examiner has the burden of proof

b) Mark doesn’t “immediately” describe

(1) Wording in the mark is ambiguous (even in relation to the goods) or indirect

c) Imagination test

(1) Mark is a metaphor, analogy or idiom

(2) Thought is required to glean any descriptive significance in relation to the goods

(3) Multiple mental steps, leaps of logic

(4) Mark contains “double entendre” —additional meanings in relation to the goods

(5) Mark is “incongruous” — combines terms in a way that strikes potential purchasers as bizarre (or at least unconventional)

d) “Public policy” arguments

(1) No concern about limiting competition, so refusal of registration is not justified

(a) Competitors do not currently use the mark as a descriptor for their goods

(b) Competitors do not need to use the mark as a descriptor for their goods

(2) Given little weight in the ex parte context

2. Other strategies for response

a) Amending the Goods and Services

(1) Delete the specific goods for which the mark is descriptive

(a) Should work in theory, but some examiners seem to be at least as interested in the client’s actual use, even though it is not relevant

(2) “Carve out” the “implied” goods for which the mark is descriptive from broad category

G. Sample Descriptiveness Responses

1. DeliverE for advertising services

a) Refusal: DeliverE would be understood as “delivery,” and delivery describes some of the services

b) Evidence: 

(1) Disclaimer of DIRECT DELIVERY NETWORK in an earlier registration by a third party

(2) Oddly, nothing else

c) Arguments on evidence

(1) Distinguish services in earlier registration

(2) Disregard disclaimer: possibly voluntary

d) Suggestiveness argument

(1) DeliverE = “Deliver E” not “delivery”

(2) Meaning of “E” marks in Internet space creates overall metaphorical impression

(3) “Reading” of the mark

(a) Focus on capitalization of the E

(b) Pronunciation analogy: RoboTix / robotics

(c) Public trained to pronounce E separately

(4) “Meaning” of the mark

(a) Conjures up the idiom “we deliver”

(b) E connotes cutting edge technology

(c) “We deliver the promise of technology”

e) Should the response work?

(1) Perception of the mark as “two words” is relatively persuasive in this case

(2) Meaning argument works in opposition to argument that mark describes “the delivery of advertising services” — What if Examiner argued it meant “the delivery of e-mail messages”?

2. BUSINESS WITHOUT INTERRUPTION

a) Refusal: Would be understood as describing the function or purpose of the goods as a software system for running business without interruption

b) Evidence: None presented

c) Suggestiveness argument

(1) INTERRUPTION is ambiguous in the context of business and the specific goods, and thus does not convey immediate information

(2) Phrase speaks to the hoped-for end result of using the goods, and not their actual function or purpose

(3) Ambiguity of “interruption”

(a) Concrete examples of various meanings

(b) Cite TTAB rulings (“technology” and “smart” ambiguous due to multiple meanings in the computer industry) — Unpublished, not binding, but persuasive?

(c) Remind that Examiner has burden of proof (citing ultimate authority, Fed Cir)

(4) “Purpose” as a basis for refusal

(a) Redefine purpose as use by returning to the foundational case law

(b) Cite any available cases differentiating the result of using goods from their purpose (e.g., CURV for permanent wave curling solution)

(c) Argue “parade of horribles”

d) Should the response work?

(1) Ambiguity argument is relatively persuasive in this case

(2) Can purpose really be tied closely to “use”?

(3) Is the CURV case enough to show that there is a division between result-of-use and purpose?

3. HOMEPORTAL residential gateway (not online)

a) Unusually heavily evidenced

(1) “Direct” evidence: One article used the applicant’s own mark descriptively — a “home portal.” Note: this was a press report, not the client’s own promotional materials or web site!

(2) Indirect evidence of descriptiveness

(a) Phrase “home portal” used to describe various types of (portal) pages

(b) Goods are for the home, and “portal” is defined as a gateway to the Internet, so mark would be understood to describe goods for accessing portals from home

b) Arguments against the evidence

(1) Disregard isolated TM misuse: 59 of 60 NEXIS references showed correct TM use

(2) 7 uses of home portal in place of home page are de minimis and not supported by computer dictionaries (3 examples)

(3) Relationship between applied-for goods and “accessing portals” is too much of a stretch

c) Lessons learned

(1) Barrage of evidence, argumentative tone are indications that the Examiner has dug in his heels and won’t be persuaded

(2) Even a simultaneously filed appeal did not intimidate — he sought a remand to add more evidence to the record

(3) Occasional crusader is the (bad) luck of the draw

H. “Plan B”

1. If argument does not persuade, and appeal is not palatable, you can:

a) Surrender the claim

(1) Abandon the application if refused as a whole

(2) Convert to the Supplemental Register (if used)

(3) Disclaim the descriptive wording (if applicable)

b) Attempt to show secondary meaning

2. Why is the Supplemental Register the “Last Resort”?

a) As you recall: An alternative to the Principal Register for marks that are descriptive but neither generic nor deceptive

b) Why use the Supplemental Register?

(1) Can block future applications

(2) No risk of opposition

c) Lacks benefits of Principal Register ®:

(1) Nationwide right to prevent others from using for the same goods...No

(2) Presumptions of ownership and validity of the mark...No

(3) Constructive notice...No

(4) Right to record with Customs...No

(5) Incontestability...No

d) Is it an admission of descriptiveness?

(1) §27 of the Lanham Act provides: Registration ... on the supplemental register shall not constitute an admission that the mark has not acquired distinctiveness

(2) TMEP §815.01 provides: A mark that is clearly eligible for the Principal Register may not be registered on the Supplemental Register

(3) By implication, a mark on the SR was descriptive and had not acquired distinctiveness to Examiner’s satisfaction at the time it was approved for registration

(4) By convention, SR marks are viewed as weak at best, and often entirely unprotectable

I. Secondary Meaning 

1. Recap: What is “secondary meaning”?

a) A misnomer: the primary meaning of the mark in relation to the relevant goods must become the singular source rather than merely a description of an attribute of similar goods or services from any number of sources.

b) “To establish secondary meaning, a manufacturer must show that, in the minds of the public, the primary significance of a product feature or term is to identify the source of the product rather than the product itself.” Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851 n. 11, 214 USPQ 1, 4 n. 11 (1982).

2. Secondary meaning in the PTO

a) “Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of this section, nothing herein shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce.”  Lanham Act §2(f)

b) What does this leave??

(1)  Section 2(e)(1) – merely descriptive or deceptively misdescriptive;

(2)  Section 2(e)(2) – primarily geographically descriptive;

(3)  Section 2(e)(4) – primarily merely a surname

3. Examples of §2(f) Registrations

a) CLEAN SHOWER for cleaning solution sprayed in showers & tubs

b) FLATPLUG for low profile electrical plugs and powerstrips

c) MARKETPLACE for a radio program featuring business news

d) FOOD NETWORK

4. Proving secondary meaning

a) Shortcuts to a prima facie case

(1) Ownership of previous registration for same mark for related goods (see TMEP § 1212.04)

(2) Five years of substantially exclusive and continuous use (see TMEP § 1212.05)

(3) No guarantee of success: Examiner may require more evidence

b) Five Years of Use Declaration

(1) Must say “substantially exclusive and continuous use in commerce”

(a) “Substantially” need not be 100% exclusive

(b) Use in commerce = interstate/international

(c) For five years preceding the making of the statement, not five years prior to filing the application

(2) Signed under penalty of perjury

c) Proving it the hard way

(1) If you don’t own an earlier registration or have five years of use, can submit “actual evidence” of secondary meaning

(2) Quantum of evidence varies depending on how overtly descriptive the mark is:  a good reason to argue that the mark is suggestive, too...get close to borderline

d) Actual evidence — factors considered

(1) Length of use of the mark

(2) Substantiality of advertising spending — Six or seven figure$ impresses

(3) Marketplace success/promotion

(a) Awards, esp. for product name marks

(b) Positive reviews = “free advertising”

(4) List prolixity of publications, indicating circulation and frequency of appearance

(5) Market research, and similar studies — market share supports the overall argument

(6) Consumer surveys — “Brand awareness” survey may be enough

(7) Evidence of consumer impressions

(a) Quotations in the press, on web bulletin boards, newsgroups, etc.

(b) Correspondence, including warranty cards, feature requests, adulation

(c) Formal declarations of customers, partners, or competitors that mark is recognized as designating a single source

(8) Miscellaneous

(a) “Other appropriate evidence tending to show that the mark distinguishes the goods.” Trademark Rules of Practice 2.41  (37 C.F.R. §2.41(a))

(b) Remember: ultimate inquiry is the primary significance to relevant consumers

e) Remember the rules of evidence?

(1) Public records, print-outs, reports — lay a foundation that copies are authentic

(2) Affidavits or declarations

(a) Qualify the witness

(b) Beware of a single form creating the appearance of “manufactured” evidence

(c) Declarations should show the mark designates a single source

f) Arguing the evidence

(1) Exhibits are not enough: advocate must demonstrate that the facts prove secondary meaning

(2) But — be nice: you want to get the Examiner on your side: often will inform you of the additional evidence they would like that will cause them to approve the mark for publication

J. Sample Responses Involving Secondary Meaning

1. NETBACKUP software

a) Refusal based on a logical syllogism

(1) “Network backup” would be merely descriptive of the goods

(2) Net+Backup will be understood by relevant consumers as “network backup”

(3) Therefore NETBACKUP is merely descriptive

b) Refusal supported by limited evidence

(1) Nothing on NETBACKUP or NET BACKUP as a whole

(2) Dictionary definition of “backup”

(3) NEXIS articles using “network backup” in a variety of contexts

c) Arguments on evidence

(1) None use NETBACKUP or NET BACKUP

(2) None uses “network backup” to describe the applied-for goods

(3) Examiner tried to trick us into amending the ID to the goods listed in his evidence, but we didn’t bite

d) Arguments against syllogism

(1) “Network backup”

(a) Doesn’t have an immediate meaning

Doesn’t describe applicant’s goods

(2) Net ≠ network, various meanings of ‘net’

(a) Internet, Usenet, network, “something that ensnares,” “to catch in,” “to protect, cover or surround with,” or “ultimate: final”

e) Argue presumption of suggestiveness

(1) Public policy grounds (use/need)

Cite the usual cases (ties break our way)

f) Assert acquired distinctiveness in the alternative based on 5 years’ use

(1) Must claim in the alternative to avoid an admission of descriptiveness

(2) Why do both now?

(a) Speed the process: cover all the bases while preserving rights, little extra cost

(b) Examiner could dig in his heels and find more harmful evidence; cut off that risk

(3) Why wait until a later response? Examiner can take the easy way out, use §2(f), will be noted on your registration (see No. 2,670,984 “Additional Information”)

g) What if “network backup” is descriptive for other goods?

(1) Risk of refusal of registration on the grounds that mark is “deceptively misdescriptive” (Lanham Act §2(e)(1))

(2) Risk of refusal of registration on the grounds that mark is “deceptive” (Lanham Act §2(a))

2. MARKETTOOLS market research svcs

a) First refusal and response

(1) Examiner confused about the goods

(2) Response argued tools is metaphorical, market is ambiguous (multiple meanings)

b) Second refusal

(1) Mark merely describes market research services, and do-it-yourself survey website

c) Second response

(1) Incorporate suggestiveness arguments from the first response by reference (nothing better to say!)

(2) Argue acquired distinctiveness based on actual evidence (< 5 years of use)

(3) Fend off demands for admissions

d) Actual evidence of secondary meaning

(1) Presented through declaration by applicant

(a) Advantage of first hand knowledge

(b) Disadvantage of bias (Filipino Yellow Pages)

(2) Promotional activities logged, including newspaper, magazine, web advertising; trade conference presentations and exhibitions

(3) Industry recognition/awards, professional org. memberships, directory listings

(4) Customer list featuring “big name” clients, spun as reason its services are sought out

(5) Coverage in mainstream press, particularly concerning partnerships and large clients

e) Argument from the evidence

(1) Weave the facts into an argument that the mark is widely recognized among relevant consumers

(2) Emphasize burden of production: need only show a prima facie case, shifting the burden of rebuttal back to the Examiner

f) Should the response work?

(1) Little more than 2 years of use

(2) No big dollars on sales or advertising expenditures

g) It did, maybe because:

(1) Close to the line on suggestiveness, so the prima facie case wasn’t as high a bar

(2) Showed recognition in a niche market

h) Comment on the tone of the response

(1) On acquired distinctiveness, warm and enthusiastic — present this first

(2) On responses to requests for information, antagonistic — present this second to avoid a closed minded response to the above evidence, but leave Examiner with a sense that the applicant is willing to fight

3. HOMEPORTAL, part 3

a) Issued descriptiveness and deceptive misdescriptiveness refusals in the alternative — both based on the idea that “home portal” describes something — either the applied-for goods or related goods

b) Response: mark is not descriptive, and in the alternative, acquired distinctiveness

K. Deceptive Misdescriptiveness vs. Deceptiveness

1. Two prong test for deceptive misdescriptiveness

a) Mark misdescribes the goods

(1) Glass Wax for glass cleaner that contains no wax

(2) DiamondLite for jewelry that contains imitation diamonds

b) Consumers are likely to believe the misrepresentation

(1) AC is short for a common anti-cancer drug, would expect AC Vaccine Technology vaccines to contain that drug

(2) It’s relative to the goods/services:

(a) APPLE not misdescriptive for computers — consumers not likely to believe computers are made of/contain apples

(b) AUTOMATIC RADIO for air conditioner, ignition system, antenna — consumers not likely to believe these goods are radios

2. Responding to refusals

a) Arguments are constrained by the actual goods listed in the application — claimed limitations that would render the mark not deceptively misdescriptive, such as arguments based on price, must be consistent with the application

b) Usually self-defeating to argue back to the “accurately” descriptive side

3. Deceptiveness adds a third element

a) Misrepresentation would materially affect the decision to purchase the goods

(1) E.g., ORGANIK for cotton fabric, application not limited to organically grown or processed cotton — material because a significant number of consumers like the idea of buying organic cotton (even if organic cotton can have two different meanings)

b) In re ALP of South Beach  (p217) 

(1) CAFETERIA for a full service sit-down restaurant: does appear to be misdescriptive 

(2) Does it make sense to distinguish “pre-arrival” confusion from “point of purchase” confusion?

4. Real-world impact of the difference

a) Deceptively misdescriptive mark can be registered with secondary meaning. At that point, the mark is no longer primarily misdescriptive, it has become primarily a source identifier. E.g., COCA-COLA.

b) A mark that is deceptive can never be registered, perhaps to discourage adoption of such marks (?)

L. Registration of Place Names

1. Using the name of a place from which the goods originate can cause trouble

a) Mark may be refused registration if it is primarily geographically descriptive under §2(e)(2)

b) Registration can be obtained with secondary meaning under §2(f)

2. Naming another place could be worse

a) If the place name is not arbitrary, registration could be refused under:

(1) §2(e)(3): if mark is primarily geographically deceptively misdescriptive

(2) §2(a): if mark is (geographically) deceptive

(3) Or if mark is used on wines or spirits, if such use commenced on or after 1/1/1996

b) Secondary meaning not available for either primarily geographically deceptively misdescriptive or (geographically) deceptive marks (subject to an exception for primarily geographically deceptively misdescriptive which attained secondary meaning prior to Dec. 8, 1993)

3. Three-prong test for geographic descriptiveness

a) Primary significance of the mark is geographic

b) Purchasers likely to think the goods originate from the place identified in the mark (“goods/place association”)

c) Goods do originate from that place

4. Determining primary significance

a) TMEP §1210.02 test:

(1) Mark is “primarily geographic” if:

(a) it identifies a real and significant geographic location, and

(b) the primary meaning of the mark is the geographic meaning

(2) Location = country, city, state, continent, locality, region, area or street name

b) Existence of multiple places with the same name do not make a term primarily non-geographic

c) Obscure name might be arbitrary

d) Place names invented and owned by the applicant, such as “17 Mile Drive,” do not meet the “real place” requirement

e) Judged on a case-by-case basis

(1) WESTPOINT — associated more with academy than location, not primarily geographic

(2) MANHATTAN — associated more with location than mixed drink, primarily geographic

f) Primary significance of “American”?

(1) BANK OF AMERICA primarily geographic

(2) AMERICA’S FAVORITE POPCORN merely descriptive (self-laudatory)

(3) ALL AMERICAN suggestive for radios due to connotation of sports excellence

(4) AMERICAN BEAUTY misdescriptive for Japanese sewing machines

5. Goods/place association

a) Reasonable basis for purchasers to believe goods originate from the place

(1) Place does not need to be renowned or well-known for the goods

(2) Association is presumed if, in fact, the goods do originate there, and the geographic significance is primary (making this factor somewhat meaningless)

b) Types of evidence

(1) Geographic dictionaries, encyclopedias, NEXIS/web sources showing that goods of the same type originate from the place

(2) Must be reasonably specific, e.g., not “all large cities have numerous restaurants”

c) Obscurity weighs against association: might not be recognized as geographic

6. Four prong test for deceptive geographic misdescriptiveness

a) First two elements of descriptiveness (primary geographic significance + goods/place association) and the goods do NOT originate from the place named in the mark

b) Fourth factor related to “deception”

(1) Erroneous belief about origin of the goods would materially affect purchase decision

(2) Commonly shown with evidence that the goods are a principal product of the place named in the mark

M. Registration of Place Names — Cases

1. In re Joint-Stock Company “Baik”  (p248) 

a) BAIKALSKAYA for vodka; registration refused

(1) Vodka made in Irkutsk, on the shore of Lake Baikal

(2) Vodka made with water from Lake Baikal

b) Is BAIKALSKAYA primarily geographic?

(1) Translates to “from Baikal” which is a real and significant geographic location

(2) Adjectival form can be equally geographic (compare Parisian or Irish)

(3) Is it reasonable to expect Americans to —

(a) Understand the meaning of BAIKALSKAYA?

(b) Know that Baikal is a lake — in Russia — near Irkutsk?

(4) While 760,000 Russian speakers is a significant number of people, are they a significant portion of the relevant consumers for the goods?

c) Could they register BAIKALICIOUS?

2. In re California Innovations  (p252) 

a) Registration refused to Canadian co. for CALIFORNIA INNOVATIONS

(1) Mark primarily geographic; goods are associated with (but not actually from) California; materiality test not applied

(2) Affirmed by TTAB, but reversed/remanded by the Federal Circuit to apply all 4 prongs of the test

b) Effect of NAFTA

(1) Harmonizes “primarily deceptively geographically misdescriptive” with “geographically deceptive”

(2) Odd result: geographically misdescriptive marks that do not materially affect the purchase decision can now be registered

c) Compare with statements in the Squaw Valley case about the lower burden of proof on examiners: how much detailed evidence is really required to demonstrate a goods/place relationship?

N. Registration of Place Names — Responses

1. SARATOGA SYSTEMS

a) Refusal —geographically descriptive based on regional proximity: both Applicant’s headquarters in Campbell and the City of Saratoga are in Santa Clara County

b) Evidence: geographic dictionary listings (County, population statistics, and major industries)

c) Response: not descriptive

(1) Goods originate from Campbell, CA, not Saratoga, CA; Campbell is not considered part of a “greater” Saratoga

(2) Remote/obscure geographic reference, mark therefore is arbitrary

(3) Evidence shows no goods/place association (software not listed for Saratoga)

d) Risking deceptive misdescriptiveness?

(1) The mark arguably is “inaccurate” but:

(a) Primary significance of the mark is arbitrary because Saratoga is remote and/or obscure

(b) No likelihood that purchasers will make a goods/place association, based on the Examiner’s dictionary evidence

(c) Response pre-dates materiality requirement

e) Risking deceptiveness?

(1) First 2 prongs knocked out

(2) Not material: no proof Saratoga is well known for software

f) What if Saratoga was used to create the appearance of “class”? Raises the laudatory/suggestive issue discussed on pp259-60.

O. Can geographic significance morph into suggestive significance?

a) Seattle is known for coffee

(1) SEATTLE JOE packaged coffee?

b) New York is known for pizza

(1) NEW YORK PIZZA pizzerias? Note: consumers are less uncertain about the origin of services, because provided on the premises.

P. Registration of Surnames

1. Marks that are “primarily merely a surname” will not be registered without proof of secondary meaning

a) Multi-factor test to determine whether primary significance of the name, e.g., Jones or King, is as a surname

b) Some surnames could be primarily geographic, e.g., Paris

2. Examination: Factors considered

a) Rarity of surname: if little known, may not be perceived as a surname

b) Connection to applicant: if it’s the founder’s name, for example, relevant consumers are likely to learn that and more likely to perceive the mark as a surname

c) Alternative meanings: can weigh against surname significance, unless obscure

d) Structure and pronunciation: even rare surnames may “look like” surnames (e.g., Pirelli), while others do not (e.g., Hackler); adding initials can create the appearance of a name (e.g., N. Piquet)

Q. Registration of Surnames — Cases

1. In re Quadrillion Publishing Ltd.  (p260) 

a) BRAMLEY refused for books, magazines, stationery items

b) Key factors

(1) PHONEDISC lists 433 Bramleys in the US

(2) Other meanings are too obscure (tiny village, English apple)

(3) Has the “look and feel” of a British surname

2. Quantifying rarity

a) Use PhoneDisc CD-ROM and NEXIS

b) “No magic number”

(1) 12 listings in the combined records of both databases was insufficient to refuse Kenman, given doubtful “look and feel”

(2) 54 PhoneDisc hits enough to refuse Baratti in light of common “i” ending on Italian surnames and absence of other meanings

IV. Refusal When Not Used as a Mark

A. Otherwise protectable terms used in a non-source identifying manner

1. Trade name use of a company name

2. Terms “buried” in text, improperly used

3. Model, grade or style designations??  (pp263-264) 

a) Can become recognized as trademarks (e.g., 747 airplane, 501 jeans)

4. Interaction with the ITU system

a) Examiner is allowed to refuse registration if there is enough information during the initial examination, and also can refuse when specimens of use are submitted (often post-publication)

b) If opposition depends on asserted manner of use, may be dismissed without prejudice (e.g., Eastman Kodak v. Bell & Howell p198)

B. What about HEMI?  (Registration No. 1,741,153) 
1. Refers to “hemispherical” cylinder heads of the engine... how to own it for cars?

a) Use “on” the goods

b) Use perceived as a source identifier

2. Where would you put the mark?

3. How else might you show that it functions as a mark for cars?

V. Testing Your Understanding

A. Summer 2005 Final Exam Scenario 1

1. Structure of scenario

a) Office action, web pages from “the file”

b) Draft response (with additional comments)

c) “Short answer” questions (Q1, Q8)

d) Multiple choice questions (Q2-7, Q9-16)

2. Estimated time to complete: 2 hours

3. Difficult without a good outline!

VI. Topics and Reading for Day 9

A. Genericism

1. Ch. 5, pp. 274-305; Supplement pp. 31-36

B. Abandonment

1. Ch. 5, pp. 305-326; Supplement pp. 36-39

2. Online: Sample transactional documents

C. Due Diligence

1. Online: Scenario
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