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I. Agenda

A. Acquisition and Priority

1. Type of use required to acquire rights

2. Quantity and nature of use

3. Concurrent use based on geographic remoteness

B. The Test for Infringement: Likelihood of Confusion

1. Factors weighed

II. Learning Objectives

A. Understand the criteria for assessing whether activities rise to the level of creating priority of rights

B. Become generally familiar with the multi-factor likelihood of confusion test

III. The Centrality of Use (“No Trade, No Trademark”)

A. When Rights Commence — RS §9

1. Word, name, symbol, device, or other designation (or combination thereof)

2. Distinctive of a person’s goods/services

3. Used in a manner that identifies those goods/services and distinguishes them from the goods/services of others

B. Use is a recurring theme

1. Establishment and maintenance of “common law” rights

2. Entitlement to Federal registration

a) Allege and prove use prior to granting

b) Proving secondary meaning for descriptive (portions of) marks

3. Maintenance of Federal registration

C. U.S. is somewhat unique

1. Most countries do not:
a) Enforce common law marks on an equal basis with registered marks

b) Require use prior to registration

c) Require ongoing filings proving use

d) Require use on particular goods to maintain registration for those goods

IV. Use That Distinguishes

A. Simply displaying a word, symbol, or device might not distinguish one’s goods from those of others

1. Look to commercial impression that the usage is likely to make — is it likely to be perceived as a source identifier?

B. Hypothetical Product with Multiple Designations
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1. Use of a company name

a) As a house mark

b) As a trade name

2. Product name use

3. Slogans and tag Lines

a) Source identifying or informational?

b) Distinctiveness issues loom large...

4. Version, grade or model designations

5. Feature names

a) As source identifiers

b) Distinctiveness

6. Company name + address

7. Domain name or URL usage

C. Treating trademarks specially

1. Use other than as a source identifier may compromise protection

a) Noun or verb use may cause genericide

b) May hinder policing improper use by others

2. Audiences for usage guidelines

a) Employees, ad agencies, printing vendors

b) The press and general public

D. General Principles of Proper Use

1. Would “brand” fit after the mark?

a) “Ask for Kleenex brand tissue” vs. “Kleenex baby your nose”

b) Generally requires use as an adjective

2. Never a possessive (could be trade name use of a company name)

3. Do not make plural or otherwise modify

General Guidelines for Marking

4. Use ® or ™/SM with the first or most prominent use of the mark

a) Be aware of how materials can become separated (e.g., on the web)

b) Going overboard can create the wrong impression

5. Also use a notice in the “fine print”

V. Amount and Nature of Use

Genuine vs. “Token” Use: Proctor & Gamble v. Johnson & Johnson  (p112) 

1. P&G actually shipped products

a) “Brand maintenance program” = re-branding a small quantity of existing product, selling it at a cut rate in at least 10 states

b) Sure for tampons, Assure for mouthwash and deodorant: not descriptive, right?

c) Why did this use fail to meet the standard?

2. Nominal shipments are not enough

a) TM exists as “a right appurtenant to an established business or trade in connection with which the mark is employed”

b) Endorses a case-by-case analysis of whether the party asserting rights is making “good faith commercial use”

c) Following/Refining the “Snob” case

(1) No meaningful effort to market branded goods; no present intention to do so. Here: use unlikely because passed over once (Rely), would conflict with Sure for antiperspirant.

(2) Sporadic, casual, nominal, intended solely for trademark maintenance. Here: 50 cases/year at cut prices = “nominal.”

(3) Anti-competitive intent not required to find the use invalid. P&G had good reasons to bring suit due to its use of Sure for antiperspirant, even though a favorable ruling would have an anti-competitive effect.

3. On balance: pro-competitive??

B. Public Visibility: Blue Bell v. Farah Manufacturing   (p140) 

1. July 3, 1973: Farah shipped a pair of TIME OUT pants to each of its 12 regional sales managers (who then paid for the pants). Held: “internal” sales were insufficient: 

a) Sales were made in good faith (really?), but 

b) Such sales do not expose the mark to the public, do not develop good will

2. July 5, 1973: Blue Bell shipped hundreds of pair of MR. HICKS pants with a TIME OUT label on the left rear pocket. Held: “secondary label” was insufficient: 

a) Goods may be identified by more than one trademark, but

b) This use was in bad faith because these were not the goods intended to be sold under the mark, the use was solely token use made to reserve rights in the mark

3. Commencement of genuine use

a) Shipments to customers (Farah in Sept., Blue Bell in Oct.)

b) Why not the act of securing orders from customers? Isn’t that the “sale”?

C. Proving Use and the Challenge of Trademark “Trolls”: Central Mfg Inc. v. Brett  (Supp p8) 

1. Plaintiff’s evidence of use prior to 1999 was not persuasive:

a) A single example of the goods

b) A sales summary listing total annual sales for 1996-2003, and a spreadsheet listing “itemized annual sales” by product

c) Price sheets allegedly directed toward particular customers (all of whom are out of business)

2. Is the court reasonable in expecting the plaintiff to be able to produce a purchase order or invoice for sales prior to 1999 when the litigation is commenced 5+ years later?

VI. Common Law vs. Federal Trademark Law

A. Common Law scope of protection vs. use

1. Actual trading area (technical use)

2. Reach of advertising (not use)

3. Reach of reputation (not use)

B. Revised Lanham Act definition   (p122) 

1. Bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark

2. Clearer than the judicial approaches?

a) What is the ordinary course of trade?

b) “Reserve” vs. maintain — same thing?

C. Basis for Federal action

1. Unlike patent and copyright, there is no “trademark clause,” but Congress can regulate interstate and foreign commerce under Art. I § 8

2. Congress has exercised its maximum authority: Lanham Act defines commerce as “all commerce which may lawfully be regulated by Congress”

3. When in-State use is “in commerce”

a) Intrastate transactions that affect interstate or foreign commerce

b) E.g., service stations on Federal highways: sales to out-of-state customers, credit sales billed to customers in other states

c) BOZO’S pit BBQ restaurant in Mason, TN? (p123) Held: not appropriate to establish a bright line rule or threshold for judging the effect on interstate commerce.

D. Federal definitions of use for registration purposes

1. On goods:

a) Placed on the goods, their containers, tags or labels affixed to the goods, or displays associated therewith (or, if marking is impractical, sale documents), and 

b) Goods are sold or transported in commerce — what about free internet downloads??

2. In connection with services:

a) Used or displayed in the sale or advertising of services, and

b) Services are rendered in commerce, or in more than one State, or in the U.S. and another country, and 

c) Person rendering services is engaged in commerce in connection therewith — what about free online services?

VII. Pre-use Activity: “analogous use”

A. Not sufficient for registration but can establish priority as against another user of the same or similar mark when —

1. Totality of acts creates association of mark and goods/services in the public mind; and

2. Acts are followed within a commercially reasonable time by actual trademark use

B. Chance v. Pac-Tel Teletrac  (Online Case)

1. Plaintiff T.A.B. Systems’ position

a) Coined the TELETRAK mark in June 1989 for “lost and found”/ 800 number service

b) Numerous preparations for doing business during mid-1989

c) Advertised in postcard pack in Oct. 1989, first sale (maybe, to friend) in Feb. 1990

2. Defendant Pac-Tel’s position

a) Inherited the TELETRAC mark when formed a joint venture in June 1989

b) Marketing continuously from July 1989, got stories in WSJ and Washington Post

c) First commercial customer April 1990 (had been testing since Oct. 1988)

3. Court established factors for applying a “totality of circumstances test” for when non-sales activity creates rights analogous to trademark rights

a) Genuineness and commercial character

b) Whether the use was sufficiently public to identify or distinguish the marked goods/services

c) Scope relative to commercially reasonable marketing efforts

d) Degree of ongoing activity to conduct the business

e) Amount of business transacted, and

f) Other similar factors which might distinguish whether a service has actually been "rendered in commerce"

4. Held: T.A.B. Systems had a good faith intention to use the mark, but made token use at best and failed to take many steps necessary to operate the service. Pac-Tel’s rights pre-date T.A.B.’s Feb. 1990 “sale.”

C. Maryland Stadium Auth v. Becker   (p126) 

1. Camden Yards

a) An actual location name (compare “China Basin”)

b) Selected in 1987 to be the location of a new baseball stadium; various public events during 1989-1990

c) During Summer-Fall 1991, public debate about name of mark, resolved in Oct. 1991 with selection of “Oriole Park at Camden Yards”

d) Starting July 1991, entrepreneur/fan sold t-shirts proclaiming “Camden Yards Means Baseball”

2. Did MSA attain rights to “Camden Yards” prior to July 1991?

a) Held: Name became associated with new baseball stadium —

(1) Ongoing news and publicity events by MSA

(2) Extensive coverage by the media

(3) Followed by actual use within a commercially reasonable period of time

b) Query: How could MSA develop rights analogous to a trademark when it hadn’t selected Camden Yards as the name of the park? Does “at Camden Yards” serve as a source identifier? Does the t-shirt’s message actually prove MSA’s case?

D. American Trademark Pirates? Analogous Use and Reputation for Foreign Trademark Owners

1. Fame Jeans  (Supp p14) 

a) Bestseller opposed Fame’s trademark application for JACK & JONES. The TTAB and District Court upheld summary judgment due to lack of evidence of use. Court of Appeal reverses, stating that “research and marketing” give rise to an inference of awareness of the brand or public association.

b) Very unusual : Non-moving party has the burden to come forward with evidence to avoid summary judgment. Why did the appeals court bend the rules?

2. Punchgini  (Supp p17) 

a) Plaintiff’s BUKHARA restaurants in New York and Chicago closed, and defendant decided to “take the name” and opened two BUKHARA GRILL locations in New York sharing menu items and design elements with the plaintiff’s restaurants.

b) What is the test for a protectable interest subject to “misappropriation” under New York State common law? The foreign mark must have goodwill in New York, and the defendant’s mark must “call to mind” that goodwill. Relevant consumers “must primarily associate the mark with the foreign plaintiff.”

c) What do the New York court’s factors (second ¶ on p23) tend to show?

d) Was the Second Circuit correct in re-casting the test as a more traditional “secondary meaning” test (see ¶ from p24 to p25)?

e) The Second Circuit says that “copying alone” cannot demonstrate sufficient “secondary meaning” because in the absence of goodwill, there cannot be misappropriation. So it’s okay to copy a product or business as long as relevant consumers don’t recognize it as a copy. Is that right?

E. Practical implications of the “analogous use” doctrine

1. Difficult to be certain of a prior user’s priority without detailed knowledge

2. Companies should preserve evidence of pre-sales promotion and use just in case

3. Early trademark filing is cheaper and more reliable than betting on this rule, but still, it’s no guarantee of priority

VIII. Hypothetical Adoption-Publicity-Use Scenario

A. Sports Galore (p. 126 Q.2) — time line:

1. Jan: Formed company, registered domain name

2. Feb: T-shirts manufactured with name in plain type, none yet sold

3. Feb: Web site contest to choose logo

4. Mar: Marketing campaign launched

5. Apr: Site launched using the logo; first t-shirt sold

B. When did the company attain —

1. Formal use in commerce sufficient for registration for goods and/or services?

2. Priority of rights based on analogous use?

IX. Acquisition and Priority — Concurrent Use

A. It’s a big country... can we share?

1. Concurrent use refers to use in geographically distinct areas

2. First user might be preempted by later “innocent” users when —

a) Common law rights do not reach their area

b) Their uses commenced before registration (or, now, application)

B. United Drug v. Theodore Rectanus  (p158) 

1. Uses of REX for medicinal preparations

a) 1st: Massachusetts, 1877, Federally registered in 1900

b) 2nd: Kentucky, 1883 without knowledge of 1st user

2. First user cannot expand to Kentucky

a) 2nd user has the reputation for REX there

b) If 2nd user is innocent, it prevails over the remote 1st user where 2nd has goodwill

3. How relevant is this idea of concurrent use in an age of national advertising and the internet?

C. Thrifty Rent-A-Car v. Thrift Cars   (p163) 

1. Uses of THRIFTY for car rentals

a) 1st: Oklahoma, 1958, Federally registered in 1964

b) 2nd: Massachusetts, 1962 without knowledge of 1st user

2. Congress changed the cut-off

a) Thrifty didn’t open in MA until 1967, but 2nd user’s territory is frozen as of date of Federal registration, 7/26/64

3. Different result

a) 2nd user is pushed back to territory where it had established a reputation as of the date of Federal registration, and could only use the same marketing channels

b) 1st user can enter territory where 2nd user developed a reputation after ® date

“While we recognize that some consumer confusion may result because there will be some overlap in advertising, the Lanham Act does not require the complete elimination of all confusion.” Thrifty Rent-A-Car System v. Thrift Cars, Inc., 831 F. 2d 1177 (1st Cir. 1987).

4. Innocent Junior users today: 1988 TLRA

a) For applications filed prior to 11/16/89, the cut-off remains the registration date

b) For applications filed on or after 11/16/89, the cut-off is moved back to the filing date (date of “constructive use”), but only if the application actually matures to registration

D. All Video v. Hollywood Entertainment (Online Case)

1. Who has what priority?

a) All Video used first in Michigan in 1986

b) Hollywood was founded in 1988, and obtained Federal reg. with a filing date in 1992

c) Hollywood bought a Wisconsin business with common law rights back to 1981 — Hollywood is “senior” for purposes of §1115

2. Filing date cut-off

a) Hollywood could rely on earlier filed HOLLYWOOD VIDEO SUPERSTORE mark because it is confusing similar to HOLLYWOOD VIDEO alone

b) All Video could maintain only stores it opened (i) without knowledge of defendant’s use (ii) prior to 9/21/1992 constructive use date

3. Establishing the junior user’s exclusive territory

a) Evidence of advertising is not enough: proof of recognition/reputation is required

b) Evidence shows chain video stores typically have about a 2 mile sales radius, so Hollywood could be enjoined from opening any stores within 4 miles of a permitted All Video store

c) Overlapping advertising for stores so close together could create some confusion, but Congress’ must have intended to allow this, so it doesn’t justify a broader territory or barring all broadcast advertising

E. Relief against “non-innocent” junior users

1. Despite “nationwide” rights, courts are reluctant to enjoin use where the senior user is not yet present

a) Dawn Donut  (p168) (1959) 

(1) Concurrent use in distinct geographic areas permitted unless/until the senior user demonstrates an intent to enter the market

(2) Rationale: there is no public confusion to prevent, so no need for the intervention of equity (i.e., issuance of an injunction) at this time

(3) Query: does this rationale apply when advertising extends into the junior user’s area and thus could create confusion about the source of the junior user’s services?

b) Emergency One  (p169) (2003) similarly equates the scope of relief with the scope of common law rights based on use

2. What is the point of having the exclusive nationwide right to use a mark if it isn’t enforceable? What policy is served by allowing others to use the mark prior to the registered holder’s entry into the particular geographic market?

3. What should the court do if the mark has attained a reputation in a locality before it has been put into use? What if it never will be put into use there (e.g., it is a tourist destination)?

F. Strategies for Junior users

1. File for Federal registration ASAP

a) Senior users will be limited to the area in which they have established goodwill

b) But senior users could oppose the application

2. Buy an earlier trademark with the associated good will

a) Can be satisfied by transferring tangible or intangible assets

b) At least there must be some degree of continuity of use between seller and buyer

G. Business Lessons from the Concurrent Use Cases

1. Do not rely on C.L. rights —

a) if you intend to expand nationally

b) as a defense against newcomers in your territory if a similar Federal registration exists

2. Register, but to prevent others from starting up in remote local markets, use your mark there

X. Likelihood of Confusion: Basis for Finding Infringement

A. Confusion of relevant consumers is the main concern of trademark law

B. Trademark holder must show a likelihood of confusion to obtain relief

1. Actual confusion is not necessary: this would be too difficult to prove and would require tolerating too much degradation of goodwill.

2. Possible confusion is not enough: enjoining such a speculative harm would unduly burden competition.

C. Many issues in assessing LOC

1. Confusion of whom?

a) “Relevant consumers”

b) Ordinary prudent purchasers (usually)

2. Confusion about what?

a) Source, sponsorship or affiliation — the “who” that trademarks communicate

b) Not the goods themselves — the “what”

3. Confusion under what circumstances?

a) As encountered in the marketplace

(1) Not limited to a side-by-side scenario... unreliable memory can be a factor

(2) Not limited to the point of sale... post-sale exposure can cause it

(3) Not limited to junior user’s goods thought to be from the senior user... “reverse” confusion may be actionable

XI. LOC Analysis: The Multiple Factor Test

A. Courts make probabilistic judgments using multi-factor tests

1. Each circuit has created its own variation — for example:

a) Second Cir: Polaroid Factors (p332) 

b) Ninth Cir: Sleekcraft Factors (AMF v. Sleekcraft, Online Case)

c) Federal Cir: DuPont Factors (used in the PTO, June 23rd)

2. Ultimate question is very subjective — one fact can tip the balance

B. Polaroid (2d Cir.) vs. Sleekcraft (9th Cir.)

	1.
Strength of plaintiff’s mark

2.
Similarity of marks

3.
Proximity of goods (May include consideration of the channels through which the goods are sold and promoted.)
	1.
Strength of plaintiff’s mark

2.
Similarity of marks

3.
Proximity of goods

7.
Marketing channels used

	4.
Likelihood that plaintiff will bridge the gap

5.
Actual confusion

6.
Defendant’s good faith in adopting the mark

7.
Quality of Defendant’s product or service
	4.
Likelihood of expansion of product lines


5.
Actual confusion

6.
Defendant’s intent in adopting the mark



	8.
Sophistication of the buyers

9.
Etc. (this list is nonexclusive)
	8.
Degree of care exercised by purchasers

9.
Etc. (this list is nonexclusive)


C. Application of the test

1. “These factors should not be rigidly weighed; we do not count beans.” Dreamwerks Production Group v. SKG Studio, 142 F.3d 1127 (9th Cir. 1998).

2. Courts tend to weigh certain factors more heavily than others

a) Similarity of the marks

b) Relatedness of the goods

XII. The Sleekcraft Case — In Gory Detail

A. AMF used SLICKCRAFT for fiberglass boats, often in a form where the AMF house mark appeared above it on the left:[image: image1.png]7
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B. Sleekcraft Boats used SLEEKCRAFT for fiberglass boats, often in a form where Sleek and Craft appeared separated by an SC design, and accompanied by the phrase “Boats by Nescher” :[image: image7.png]



C. SLICKCRAFT boats were:

1. Promoted for family recreational use for water-skiing, fishing and sunning

2. Sold through retail dealerships, and at boat shows

D. SLEEKCRAFT boats were:

1. Promoted to boat racing enthusiasts for water-skiing and speedy cruises

2. Sold through retail dealerships, and at boat shows

E. Ninth Circuit ruling:

1. Found LOC between SLICKCRAFT and SLEEKCRAFT, but

2. Found No LOC between SLICKCRAFT and the SLEEKCRAFT Logo

3. Right result? Logical reasoning? Consistent with the stated test?

F. Sleekcraft Threshold Inquiry: are the goods competitive?

1. “When the goods . . . compete . . ., infringement usually will be found if the marks are sufficiently similar that confusion can be expected.” If not, “we must consider all the relevant circumstances.”

2. Does this (or any) threshold inquiry make sense?

a) Should substitutability override other considerations, such as differences in marketing channels?

b) What about the cost and complexity of identifying a “market” or “sub-market”?

c) Note: courts seldom take the short cut

G. The goods-proximity/mark-similarity continuum

1. It is generally accepted that the more closely related the goods, the less similarity of marks is required before there will be a likelihood of confusion

2. This idea can be represented in graphical form as follows:
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H. Factor 1: Strength of the mark

1. Focuses on the nature of the mark:

a) Fanciful and arbitrary = strong, entitled to a wide range of protection

b) Suggestive and descriptive = weak, entitled to a restricted range of protection: “only if the marks are quite similar and the goods closely related will infringement be found”

c) SLICKCRAFT considered suggestive
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I. Factor 2: Proximity of the goods

1. “Close” relationships:

a) Complementary

b) Sold to the same class of purchasers

c) Similar in use and function

2. Sleekcraft and Slickcraft boats “are extremely close in use and function”; “their uses overlap”

J. Factor 3: Similarity of the marks

1. Consider sight (or appearance), sound and meaning

2. Sight:

a) As they are encountered in the marketplace

b) Considered as a whole

c) Similarities weigh more heavily than differences

d) “The same except for two inconspicuous letters in the middle”

e) Assessment of counterarguments:

(1) Logo negates similarity — but word often appears alone

(2) AMF house mark can reduce LOC — but consumers are likely to view the mark as SLICKCRAFT alone

(3) CRAFT is generic for boats — but marks must be considered as a whole

3. Sound:

a) Important because reputation is often conveyed by word-of-mouth

b) Difference only “a small part of one syllable”

4. Meaning:

a) slick craft and sleek craft “virtual synonyms”

K. Factor 4: Evidence of actual confusion

1. Past confusion “is persuasive evidence that future confusion is likely”

2. If the evidence is unclear or insubstantial, it will be discounted

3. Difficult to prove, so failure to prove actual confusion is given little weight; rarely helps defendant

L. Factor 5: Marketing channels

1. “Convergent marketing channels increase the likelihood of confusion”

a) Goods sold together or in same type of store

b) Sold at same boat shows

2. Court found “parallel” marketing channels

a) Sell through authorized dealers, same sales methods, virtually identical prices

3. Classes of purchasers overlap

M. Factor 6: Type of goods and purchaser care

1. Typical buyer exercising ordinary caution

a) “Wholly indifferent” excluded

b) Includes “the ignorant and the credulous”

2. Heightened standard when

a) Buyer has expertise in the field

b) The goods are expensive
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3. Factor 6 as applied

a) “Purchased after thoughtful, careful evaluation of the product and the performance the purchaser expects”

b) Impact on LOC?

(1) Virtually eliminate mistaken purchases

(2) Does not guarantee lack of confusion as to association or sponsorship

4. Notes on discussion of “quality”

a) Not an enumerated factor in 9th Cir. (unlike 2d Cir. Polaroid list)

b) Impact on LOC?

(1) Equivalent quality = no harm, but no assurance that quality will remain high

(2) “Turn off” problem: inappropriate “high quality” features may drive away buyers

N. Factor 7: Intent

1. Defendant adopted mark in good faith

2. Effect on LOC test:

a) Bad faith given significant weight, if present

b) Good faith has little weight, except as to remedy

O. Factor 8: Likelihood of expansion

1. Possible future competition may invoke a higher standard

2. Strong possibility as the parties diversify their product lines

P. Ultimate Assessment is a split judgment

1. Despite the weakness of the Slickcraft mark, and the anticipated higher than average customer care, the similarity of marks and proximity of goods are so high as to create a likelihood of confusion.

The Sleekcraft Logo introduces just enough differences from the Slickcraft mark to avoid infringement.

2. If these images help, great, if not, don’t worry — they won’t be on the exam unless you draw them yourself.
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XIII. Topics and Reading for Day 4

A. More LOC Cases and Contexts

1. Chapter 6, pp. 335-70, 403-17

2. Supplement pp. 40-42
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