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Pre-Session Outline for Day 5 — June 16, 2009

I. Agenda

A. Incontestability of Federally Registered Marks

B. Fair Use

1. Traditional or Classic (Descriptive)

2. Referential or Nominative (Identifying)

C. Infringement Counseling example

II. Learning Objectives

A. Understand the power and limitations of incontestable status

B. Understand and distinguish classic and nominative fair use

III. Incontestability

A. What a difference 5 years makes!
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1. Five years after registration is issued, the grounds for cancellation are limited: descriptiveness and prior rights are excluded (§14)

2. After five years’ continuous use, registrant can file an affidavit to secure incontestable status, thus avoiding descriptiveness challenges and earning the “conclusive” right to use the registered mark (§15) (p433) 

a) Other conditions for incontestability

(1) No pending court or PTO proceeding;

(2) No final decision adverse to (A) claim of ownership, (B) right to registration, or (C) right to maintain registration

b) Effect: the registration is conclusive evidence of —

(1) Validity and registration of the mark;

(2) Registrant’s ownership of the mark;

(3) Registrant’s exclusive right to use the mark in commerce with respect to goods in §15 affidavit or §9 renewal application (scope may shrink) —

(4) “Subject to proof of infringement”  (§33(b), Supp p130) 
3. Something like “quiet title” for trademarks

B. Key Benefit: Immunity from descriptiveness challenges

1. Park ‘N Fly v Dollar Park and Fly   (p434) 

a) Lower court ruled the incontestability “shield” against descriptiveness challenges was purely to prevent loss of rights, not to enforce rights against others

b) Supreme Court reversed: inherent to the “exclusive” right to use a mark is the right to prevent use by others

c) Statutory analysis

(1) Lower court made §§14 and 15 redundant?

(2) Lower court emasculated §33(b)

d) Legislative history: incontestable status for descriptive marks that attained secondary meaning was a deliberate choice by Congress

2. Any reason not to fully protect marks that had secondary meaning at the time of registration?

a) PTO got it wrong? No: someone should have canceled it during the first 5 years

b) Secondary meaning was lost over time through third party use, but the mark is not quite generic? Hmmm...

C. Interplay with LOC test   (pp440-442) 

1. Important factor is strength of the mark

a) Consider the nature of the mark, place on the spectrum of distinctiveness

b) Consider its actual distinctiveness in the marketplace in light of 3rd party use

2. Can incontestability override these factors, be conclusive on the issue?

a) Majority rule: protectable, but not necessarily strong

b) Minority view: automatically strong

3. Stylized mark registrations vs. the stylized words
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b) Mark registered in stylized form, don’t own “the mere word” parents

c) Subsequently earned incontestable status for PARENTS as a word mark (Reg. No. 2,631,504)

4. What’s most logical?

a) Shouldn’t the focus be on how consumers perceive the mark, or is an incontestable mark protected even if otherwise weak?

b) Is third-party-use-dilution a collateral attack against secondary meaning and, by extension, the “validity” of the mark?

D. Defenses to an Incontestable Registration  (pp 442-449) 

1. Grounds for cancellation or non-enforcement

a) Fraud on the PTO

(1) Deliberate false statements in obtaining/ maintaining registration, incontestability, or renewal

(2) Does not eliminate common law rights

(3) Does the harsh remedy of the Medinol case seem right?

b) Abandonment (June 30)

c) Use of mark to misrepresent source or to violate the antitrust laws

d) Genericness

(1) Never too late, because generic terms are never valid trademarks

(2) More to come (June 30)

e) Functionality of nontraditional marks

(1) Applies to color, product design, etc.

(2) More to come (July 2)

2. Grounds for non-enforcement (not cancellation)

a) Laches, estoppel, and acquiescence

(1) Conduct by the trademark holder that makes it unfair later to enforce rights against the second party

(2) The public interest in avoiding confusion is paramount

(3) Harjo (p467) — delay in bringing suit is counted from the age of majority (thus, 6 years rather than 23 years); prejudice to the defendant may be based on harm to ability to defend at trial or economic harm as a result of investing in the marks during the period of delay

b) Fair use (use in a non-trademark sense)

c) Concurrent use in a limited territory (prior user or innocent junior user)

IV. Fair Use Defenses #1: Traditional Fair Use

A. Trademark holder’s bargain

1. Actual real words can be appropriated as trademarks by using them in a new context or by developing secondary meaning in those words

2. But the public (and one’s competitors) cannot be deprived of use of those words for their original meaning

B. Applies to all non-fanciful marks

1. Arbitrary (e.g., APPLE — mark used in a new context)

2. Suggestive (e.g., ROACH MOTEL — unique combination of descriptive terms)

3. Descriptive (with secondary meaning) (e.g., CD-CREATOR — function of software)

C. But what is non-trademark use?

1. United States Shoe v. Brown Group  (p449) 

a) Plaintiff owned slogan “Looks Like a Pump, Feels Like a Sneaker”

b) Defendant used “And when we say it feels like a sneaker, we’re not just stringing you along.” as the second sentence of an ad with two sentences of copy

c) Held: defendant’s use was not trademark use:

(1) Not used to identify source or origin

(2) Source indicated by prominent marks

(3) Fragment of a sentence in small print

(4) Used to describe a virtue of the product, a key selling claim — likely to be understood as such rather than as an identifier of source

2. Car-Freshner v. S.C. Johnson & Son  p493

a) Plaintiff owned rights to green cardboard car air fresheners shaped like pine trees

b) Defendant sold a plug-in air freshener shaped like a pine tree during the Christmas holiday season

c) Held: defendant entitled to use the shape descriptively

(1) Other marks (e.g., GLADE) are printed on the product and package

D. Potential exceptions

1. If defendant has knowledge, can its use be in good faith? Yes — in both cases the court found fair use

2. What if some consumers might be confused?

a) Zatarains (FISH FRI): wipes out the defense!

b) Car-Freshner: too bad for the trademark holder, that’s the risk they took!

E. Resolving the potential confusion split

1. KP Permanent Make-up v. Lasting Impression  (p457) 

a) Ninth Circuit: No “fair use” defense AT ALL if there is LOC

b) Supreme Court reversed, remanded —

(1) Wrong to render defense totally meaningless (only even relevant when plaintiff proves LOC)

(2) Defendant need not disprove infringement/LOC

(3) But — Court declines to decide how much confusion is compatible with fair use!!

c) Ninth Circuit on remand: District Ct assessing fairness of use must consider:

(1) Degree of likely confusion

(2) Strength of the mark

(3) Descriptive nature of the term used

(4) Availability of alternative descriptive terms

(5) Defendant’s use — use prior to plaintiff’s registration, and changes in use over time

d) How should the district court assess —

(1) Whether KP’s uses are “non-trademark uses”?

(2) Degree or quantity of likely confusion arising from these respective stylized uses?
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F. Fair use after KP Permanent

1. At least it is an option in all circuits

2. “Objective” fairness test —

a) Rehash distinctiveness analysis: just how weak is it (generic/descriptive/suggestive), are alternatives available

b) Consider length and nature of defendant’s use

c) Consider changes in defendant’s use over time

3. Subjective “good faith” still is a statutory requirement for fair use

a) Considering “intent to confuse” or free ride on the plaintiff’s rights is consistent with secondary meaning and LOC analyses

4. Consumer protection: “high” degree of likely confusion may trump other factors

G. Ever use the word “internet”?

1. Registered (in stylized form) for “providing electronic data transmission services in the electronic banking field and retail marketing field”[image: image4.png]Patents




2. Can an online bank utter the word “internet”? When and how?

V. Fair Use Defenses #2: Referential Fair Use

A. A second type of fair use

1. “Classic” fair use involves no source identification

2. “Referential” or “nominative” fair use involves the use of another party’s mark to refer to that party or its goods/services — but not all such references are considered fair!

B. Assessing references in context

1. Common contexts (mostly accepted)

a) Product comparison by competitors (e.g., comparative advertising)

b) Advertisements listing brands of goods sold by a retailer

c) Independent repair services referring to brands of goods repaired

2. Less common contexts (contested)

a) Opportunistic commercial use

b) Biographical use

C. Opportunistic commercial use

1. Ninth Circuit: New Kids on the Block v. News America  (p462) 

a) New Kids licenses use of its mark on numerous goods and services, including various 900 numbers

b) Defendants published polls concerning the New Kids, inviting readers to call in on a 900 number to vote

c) Held: nominative fair use

(1) Not used to identify the source or sponsorship of defendants’ services, so not a trademark use

(2) No other reasonable way to refer to the New Kids (who would know them by their individual names?)

(3) Comparable to the Volkswagen repair shop case: need to inform the public what you fix

d) Three-prong test

(1) Product or service not readily identifiable without use of the trademark;

(2) Only so much of the mark may be used as is reasonably necessary to identify the product;

(3) The user must do nothing that would suggest sponsorship or endorsement by the TM owner

e) Does this seem to reach the right balance? Necessary for competition or free expression?

2. Second Circuit: Dow Jones v. Int’l Securities  (p828) 

a) Defendant offered options on DJIA and S&P 500 ETFs (DJ licenses a competing product)

b) No general misappropriation: allowing trades in the ETFs permits options too

c) No infringing use alleged: one who “trades a branded product” can call it by name

D. Biographical use: name of former employer

1. Kassbaum v. Steppenwolf Prod.  (p828) 

a) Slightly different analysis: no LOC due to the nature of the use

(1) “Formerly of,” “Original Member of” and “Original Founding Member of” reduce LOC

(2) Biographical references much less prominent than current band name

(3) Numerous biographical references, clearly not promoting all of those different bands

2. Playboy Entertainment v. Terri Welles  (p831) 

a) Use in “about me” — Entitled to refer to former employment as “Playboy Playmate of the Year 1981” (easy)

b) Use in headlines, masthead graphics, banner ads —

(1) Can’t readily describe former position without using the trademarks

(2) No logos or stylized marks used

(3) No implication of endorsement (the year 1981 functions like the word “former”)

c) Use in meta tags

(1) Technical background

(a) HTML meta tags list “metadata” or information about the page or web site

(b) The meta “keyword” and “description” tags may be used by search engines to rank and describe sites in search results lists

(2) Legal concern: meta tags and initial interest confusion

(a) Search engines may be fooled into listing a site in a manner that makes it appear to be associated with a trademark holder

(b) Confusion may dissipate upon viewing, but the dishonest site got its “foot in the door”

(c) Brookfield v. West Coast Video: moviebuff

(3) New Kids trumps Brookfield —

(a) General rule is to apply the New Kids 3-prong test when the nominative fair use defense is asserted

(b) Sites must be able to use marks that accurately describe their content so search engine users can find them — “relevant” sites and “critique” sites

(4) Welles’ meta tags meet the test:

(a) No way to describe site’s content — which discusses past association with PEI extensively — without using the words playboy and playmate;

(b) Minimum use made (no heavy repetition);

(c) Nothing done to suggest (present) sponsorship or endorsement by PEI

d) Use in “wallpaper” (page background image)

(1) PMOY = “Playmate of the Year”

(2) Use of PMOY ’81 in the background graphic exceeds the limits of New Kids

(a) Not clear that it is being used to describe (her name does not appear on the wallpaper)

(b) Repeated over and over, far beyond any legitimate need to identify Welles to readers

E. Third party references to iPod

1. Can New Kids be extended to referential “familial” product/service names?

a) Playboy’s iBod porncast  (p837-838) 

b) Balancing playfulness and exploitation?

VI. Hypothetical Cases / In-class Exercise

VII. Topics and Reading for Day 6

A. Trademark Registration

1. Ch. 4, pp. 172-203

B. Clearance

1. In-class: prepare to go online
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