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I. Agenda

A. Trade Dress

1. What is it? How, if at all, does it differ from a trademark?

2. Requirements for protection

a) Distinctiveness

b) Functionality

3. LOC Analysis

4. Registration as a trademark

5. Sample exam problem

II. Learning Objectives

A. Understand unique distinctiveness and functionality requirements for protection and registration of trade dress

B. Understand differences in the LOC analysis for trade dress

III. Trade Dress

A. Trade dress versus trademark

1. “Symbol” that can identify source has been expanded to encompass —

a) Traditional “dress” (packaging) of goods or appearance of place services are rendered

b) Appearance or design of a product, to a more limited extent than packaging

2. Often registrable as a trademark

B. What can qualify as trade dress?

1. “Total image” of a product or business; its “overall appearance”

2. Features of product packaging or product design including: size, shape, color, color combinations, texture, graphics

3. “Sales techniques”

C. Requirements for protection

1. Lanham Act: use in commerce

2. Distinctiveness

a) Inherent distinctiveness is an option for packaging; secondary meaning is required for goods; service dress somewhat unclear

b) Test for inherent distinctiveness

(1) Abercrombie spectrum: fanciful, arbitrary, suggestive, descriptive, generic

(2) Seabrook: is the asserted dress —

(a) A common basic shape or design; unusual or unique in the field; a mere refinement of commonly used ornamentation

(b) Capable of creating a distinct commercial impression (separate from wording on package); see TMEP §1202.02(b)(ii)

3. Nonfunctionality

a) Burden of proof is on the party asserting rights, but registration creates a presumption of nonfunctionality

b) Test for functionality: a feature is functional if any are true —

(1) It is essential to the use or purpose of the article

(2) It affects the cost or quality of the article

(3) Protecting the feature would impose a “significant non-reputation-related disadvantage” on competitors (typically in the aesthetic, rather than utilitarian, realm). The significance of the “disadvantage” is analyzed using two queries —

(a) Are there comparable alternatives to the feature?

(b) Would trade dress protection hinder effective competition?

(c) A very similar test is used to judge whether color can be registered as a trademark

D. Distinctiveness — Cases

1. Two Pesos v. Taco Cabana  (p481) 

a) Dress asserted: Interior and exterior décor of a Mexican restaurant: a festive eating atmosphere with interior dining and patio areas decorated with artifacts, bright colors, paintings and murals; the interior and exterior patios can be sealed off with overhead garage doors; stepped building exterior with top border paint and neon stripes; bright awnings and umbrellas

b) Copying: Two Pesos adopted a “very similar” motif

c) Held: trade dress can be inherently distinctive

(1) If dress is inherently distinctive, secondary meaning need not be shown — consistent with the law for word marks

(2) Endorses use of the traditional Abercrombie “spectrum” of distinctiveness

2. Wal-Mart v. Samara Brothers  (p489) 

a) Dress asserted: Design of children’s clothing: line of Spring/Summer one-piece seersucker outfits decorated with appliqués of hearts, flowers, fruits, and the like

b) Copying: Entire design, with minor modifications (“knock-offs”)

c) Held: Unlike trade dress consisting of product packaging, consumers would not understand product design features to primarily indicate source

(1) Secondary meaning must be proven for all asserted product design trade dress

(2) Where difficult to categorize the asserted dress (as between package and product design), it should be subjected to the secondary meaning requirement

(3) The restaurant décor at issue in Two Pesos either was “packaging” or some tertium quid akin to product packaging

d) Note: Samara Bros won its copyright infringement and State law consumer fraud and unfair competition claims

e) Court suggests seeking design patent and copyright protection to protect product designs before they attain secondary meaning

3. What about State law? No preemption: States need not follow either of these rulings, that is —

a) A State might require secondary meaning in all cases for relief, or, conversely,

b) A State might allow for inherent distinctiveness for product design features

E. Functionality — Cases
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TrafFix Dev. v. Marketing Displays  (p498) 

a) Dress asserted: Design of a roadside warning sign: four legs, a base, dual-spring connector, an upright, and a sign

b) Copying: Entire dress

c) Held: product designs are “presumed functional” (party asserting protection must prove nonfunctionality)

(1) Features claimed in a utility patent are subject to an even higher burden (e.g., showing they are merely ornamental, incidental, or arbitrary elements)

(2) Proper test: a feature is functional if —

(a) It is essential to the use or purpose of the article, or

(b) It affects the cost or quality of the article

(3) Competitive effect (availability of alternatives) is considered only if the element is nonfunctional under the traditional test

2. Tie Tech, Inc. v. Kinedyne Corp.  (p496) 

a) Dress asserted: Design of a hand-held cutting device

b) Copying: “virtually indistinguishable”

c) Held: functional

(1) Plaintiff cannot claim a nonfunctional “overall appearance” if all elements of the claimed dress are individually functional and the whole is just an assemblage of those elements

(2) Comparison of alternative designs

(a) Magazine rated another tool equally effective at cutting, but that tool lacks one of the asserted trade dress’s features

(b) So what if they are functionally equivalent? Some purchasers prefer the Tie Tech design because it enhances safety (non-reputation-related reason), so competitors must be allowed to use it

3. Eco Manufacturing v. Honeywell  (p504) 
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Dress asserted: Round shape of thermostat

b) Copying: proposed device “similar in appearance”

c) Held: It’s functional if it’s “useful”

(1) Despite registered incontestable status, still subject to cancellation if it is functional

(2) Traffix set out “essential” and “useful” tests in the alternative; “affects the article’s ... quality” = useful??

(3) Hypothesizes 3 reasons roundness could be useful, affirms denial of preliminary injunction (the case proceeds to trial, this is not a definitive ruling)

F. Functionality in Appearance: Protectability of Color Alone and Aesthetic Functionality

1. Color alone as a trademark

a) Qualitex v. Jacobson Products  (p63) 

(1) Goods = pads used in dry cleaning presses

(2) Asserted mark = “green gold” color of pads; secondary meaning proven

(3) Functionality standard?

(a) Utility: Any color will hide stains, so it’s not essential (and presumably does not affect cost or quality)

(b) Second level test of marketplace effect: Would competitors suffer a significant non-reputation-related disadvantage if denied use of this color?

b) Where are particular colors functional under the second level test (Qualitex at p68)?

(1) “John Deere” green for farm equipment is functional because: customers want matching tractors (seriously?!)

(2) Black for outboard motors is functional because it’s compatible with more boat colors and makes the engine appear smaller (both of which are desirable in the marketplace)

2. Aesthetic functionality

a) Design feature that contributes to aesthetic appeal may be functional

(1) “if consumers derive a value from the fact that a product looks a certain way that is distinct from the value of knowing at a glance who made it” then... it’s functional unless there are viable alternatives available to competitors

(2) However, simply contributing to salability does render a mark functional (e.g., LV pattern on Louis Vuitton luggage remains protected as a trademark)

b) Au-Tomotive Gold v. Volkswagen of America  (p506) 

(1) VW licenses a third party to make emblems and other merchandise with the VW and Audi logos; Auto Gold competes without a license

(2) Auto Gold uses the marks for their identification of source — consumers want to display the manufacturer logos — so the disadvantage arising from denial of use is not independent of recognition and reputation, and does not qualify under the language of Qualitex 

G. Infringement and Relief

1. Identifying the elements of claimed trade dress

a) Hammerton v. Heisterman  (Supp p51) 

(1) Former employee “knocked off” the plaintiff’s light fixture designs

(2) Claims rejected: trade dress protects the combination of specific features that function as an identifier of source, so failure to specify elements of dress is a fatal flaw in the case

b) Compare trade secret litigation: must specify trade secrets alleged to have been misappropriated

2. Assessing LOC: the Best Cellars cases

a) Dress asserted: 14 elements, including:

(1) 8 taste categories designated by (1) a word, (2) a color, and (3) an icon;

(2) Display system creating a backlit “wall of wine,” in light wood and stainless steel;

(3) Limited number of wines, mostly value-priced, to appeal to wine novices

b) Grape Finds  (p519) 

(1) Extensive copying, limited differences, same overall “wall of wine” appearance

(2) Applying the requirements:

(a) Inherently distinctive: very different from other wine stores, doesn’t “suggest” wine

(b) Functionality: some elements nonfunctional, so overall appearance is nonfunctional

(3) Likelihood of confusion

(a) Strength: arbitrary dress inherently strong, also evidence of acquired distinctiveness (extensive press coverage) and presumed from intentional copying

(b) Similarity: neither design differences, nor use of the Grape Finds name inside and outside the store, overcome the similarities

(c) Goods: same goods, class of customers, retail channel; possible overlap of markets (Best Cellars does mail order)

(d) Actual confusion: some limited evidence

(e) Bad faith: strong evidence of intent to copy

(f) Sophistication: no, catering to novices

(g) Overall balance favors Best Cellars

(4) Preliminary injunction granted

(a) Scope: must change “wall of wine” display system to eliminate confusion

(b) Court focuses in on three elements (p530); don’t these sound functional?

c) Wine Made Simple  (p531) 

(1) Significant copying, but also significant differences, particularly in materials and signage; Bacchus name quite different

(2) On motions for summary judgment: “Reasonable viewers could well disagree about whether the similarities [in dress] outweigh the differences, or vice versa”

3. Store brands/private label copies

a) Conopco v. May Dept Stores  (p535) 

(1) Dress asserted: design of new container for Vaseline Intensive Care lotions

(2) Copying: Close duplicate of bottle design, but with a differently laid out “private label”

(3) District Court granted damages, permanent injunction, recall order, and attorneys’ fees (this is a very big win)

(4) On appeal, reversed:

(a) No monetary relief without actual confusion in 8th Cir.; evidence was too weak

(b) Similarities of dress and intent to emulate are outweighed by the well-known store brand used prominently on the private label (store branded) product

(5) Why give a store brand so much weight?

(a) All retailers do the same thing, and consumers therefore are accustomed to the practice of mimicking brand name bottles

(b) L.A. Gear and Bristol-Myers and Litton and Warner Lambert, similarly, reversed: names or word marks outweighed similarities

(6) Can consider lack of actual confusion after long concurrent use

(a) 10 years coexistence with copy of previous Vaseline Intensive Care dress

(b) Precedent supports it: Oreck, 17 months {seems short to me}; Amstar, 15 years; 
Life Industries, period not stated

(7) Is this reversal valid?

(a) Majority: D.Ct. conclusion clearly erroneous in light of prior case law; we’re not re-weighing the facts, just re-interpreting them

(b) Dissent: the D.Ct. findings are supported by the evidence, not clearly erroneous

(c) Hmmm... don’t count on it!

b) McNeil Neutraceuticals v. Heartland Sweeteners  (Supp p52) 

(1) Dress asserted: retail package design, individual sweetener packet color

(2) Effect of store branding? In analyzing/comparing “similarity of dress” factor of the LOC test, the more recognizable store branding, the better the argument that the differences have a material effect

(3) Retail package design

(a) Food Lion package fit Conopco scenario: large store logo in black prominently positioned, color/layout similarities to other store-branded products, product named positioned at bottom vs. top of front of box, no use of Splenda “cloud” background or slogan

(b) Giant and Stop & Shop not so much
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(4) Yellow color for packets vs. boxes

(a) McNeil argued that it has taken prompt action to prevent others from using yellow for their packets, so consumers will associate yellow retail packages with the company

(b) Court not persuaded: consumers are accustomed to packet color identifying an artificial sweetening ingredient rather than a brand; conversely some sugar packets are yellow

c) Does this line of cases make sense?

(1) What if the brand owner proves that a significant number of shoppers mistakenly assume that the store brand is also manufactured by the brand owner?

(2) How might an independent producer (not the store) take advantage of these rulings?

4. Kendall-Jackson v. E&J Gallo  (online) 
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a) Competitive background

(1) Kendall-Jackson dominated market for “upscale” California Chardonnay

(2) To compete, Gallo needed a new brand/dress to overcome its “jug wine” image

(3) Market research showed consumers were attracted by colorful leaf images

b) Leaf Design infringement: summary judgment upheld

(1) Leaf designs are so widely used that they are generic, but a distinctive depiction of a leaf can be protected. What?! Judging by the higher degree of similarity required for infringement, this is similar to the concept of marks being weakened by widespread use of similar marks.

(2) Differences here bar confusion —

(a) K-J’s leaf points straight down, is bisected by the company’s name and topped with a shield

(b) Gallo’s leaf turns to the side, lacks the other distinctive elements

c) Bottle configurations as a whole

(1) Question: did Gallo present evidence and arguments sufficient to get to a jury? (If not, K-J should have been granted summary judgment.)

(2) Gallo showed that a “combination of an exposed cork, a rounded flange, and a neck label create the ‘California look’” —

(a) Might show functionality if protection created a significant, non-reputation related disadvantage for competitors. (But is everyone sharing this “look” actually trading on KJ’s reputation?)

(b) Might show descriptiveness by providing consumers geographic origin information.

(3) Is the court’s approach of considering selected elements forming “a significant part” of the claimed dress legitimate?

5. Initial interest and post-sale confusion

a) Gibson Guitar v. Paul Reed Smith  (p515) 

(1) Initial interest confusion for product shape?

(a) Majority: from a distance even non-infringing shapes would look quite similar, so not a relevant context

(b) Dissent: product shapes that are recognizably unique from a distance deserve protection

(2) No post-sale confusion because of high quality (what if this were to change?)

b) Would an initial interest confusion theory affect the outcome of the “store brand” cases?

H. Federal Trademark Registration: Trade Dress as Trademark

1. Is there a trademark here?
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2. Examiner will be concerned with at least three issues (see TMEP §1202.02)

a) Distinctiveness — especially (but not only) for product configurations

b) Functionality — expect to be asked for any related patents

c) Use as a trademark

3. Cases

a) In re Howard Leight Industries, LLC  (p265) [image: image7.png]



(1) Ex parte appeal from refusal of registration on functionality grounds, and alternately on distinctiveness grounds

(2) “Mark” consists of shape of mostly cylindrical earplug with a flared rearward portion

(3) TTAB applies Morton-Norwich factors to assess functionality:

(a) Utility patent discloses and claims functional advantages of “bullet shaped main body and flared rear end”

(b) No evidence of advertising touting utilitarian advantages

(c) Third party designs not functionally equivalent (lack one or both of the claimed features), or outweighed by patent evidence

(d) Method of manufacture not discussed

(4) Alternately, evidence of secondary meaning is insufficient

(a) Sales figures meaningless without knowing percentage of market, also don’t answer the question of whether shape is recognized as a mark

(b) Advertisements emphasize MAX mark, do not instruct consumers to “look for” the shape

b) In re Gibson Guitar Corp.  (p271) 

(1) Ex parte appeal from refusal of registration on functionality grounds, and alternately on distinctiveness grounds

(2) “Mark” consists of shape of the body of a guitar

(3) TTAB applies Morton-Norwich factors to assess functionality:

(a) No known utility patents

(b) Advertising touting the shape’s advantages of “sweeter highs”, “more powerful lows” and less “muddy” sound are not mere “puffery”

(c) Third party designs no longer a factor under Traffix, but anyway, no evidence that other shapes produce the same sound

(d) Method of manufacture not discussed

c) In re Slokevage  (p495) 
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Ex parte appeal from refusal on distinctiveness grounds

(2) “Mark” consists of FLASH DARE plus design of holes (e.g., in a pair of pants)

(3) Held: triangular holes are part of the product’s design, not its packaging

(a) Similar to the sewn on appliqués in Samara Bros.

(b) Predominant function is to make product appealing, not source identification

(4) Current marketing might raise the issue of functionality:
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(a) Wait — it’s a design patent. Does that prove nonfunctionality?

(b) If this is an expensive trade dress, i.e., it affects cost by increasing it rather than decreasing it, does that prove nonfunctionality?

I.  Sample Exam Question

1. PocketArena and Pocket Pavilion

a) Word mark LOC analysis

(1) Q1 — meaning and commercial impression

(2) Q2 — similarity of the marks

(3) Q3, Q4 — strength of the marks

b) Trade dress issues

(1) Q5 — general requirements

(2) Q6 — potential evidence of functionality

c) General LOC issues

(1) Q7 — comparative quality of the goods

d) Other issues

(1) Q8 — dilution [ignore this question]

(2) Q9, Q10 — assignment/priority analysis

IV. Bonus Notes on Scope of Section 43(a)

A. Section 43(a)(1) encompasses many potential causes of action

1. Suit for likelihood of confusion is available via “false designation of origin” for —

a) Trade dress, whether registered or unregistered

b) Unregistered marks and trade names

2. False advertising (see Chapter 8.B, not covered in the course)

B. Reverse Passing Off

1. Codifying the common law

a) Traditional “Passing off” — putting someone else’s brand on your goods — constitutes infringement and possibly counterfeiting

b) “Reverse passing off” — putting your brand on someone else’s goods —may unfairly bolster your reputation

2. Under Section 43(a), “origin” refers to the producer of the finished product, so failure to credit producers of components is not actionable (see Dastar (p545) (source of video footage) and Bretford Mfg (p551) (leg assembly in table)).

V. Topics and Reading for Day 11

A. Dilution

1. Ch. 9, pp. 619-635, Supp. pp. 57-76

2. Ch. 9, pp. 640-661

3. Ch. 9, pp. 613-619 (opt)
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