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I. Agenda

A. LOC Factors Applied

B. Other Infringement Scenarios

1. Initial interest confusion

2. Post-sale confusion

3. Reverse confusion

C. Judging Use of Marks in Context

1. Effect of “house mark”, “trade dress”

II. Learning Objectives

A. Understand the application of the LOC factors, and the resulting subjectiveness

B. Become familiar with the application of LOC principles to scenarios other than the core common law concern

C. Recognize the potential effects of external factors on the LOC test

III. Likelihood of Confusion: A Tale of Two Wine Cases

	GALLO

For Wide variety of California wines

vs.

CONSORZIO DE GALLO NERO + Black Rooster

For Italian chianti

LOC Found
	ROBERT PEPI COLLINE DI SASSI

For California-made Sangiovese blend

vs.

COL-DI-SASSO

For Italian-made Sangiovese blend

No LOC Found


A. E&J Gallo Winery v. Consorzio del Gallo Nero  (p336) 

1. Strength of the mark

a) In Gallo’s favor —

(1) Federal registration creates a presumption of distinctiveness, mark deserves “the utmost protection”

(2) Widely known, hugely successful

b) Consorzio’s arguments unpersuasive —

(1) Gallo is a surname — but it has secondary meaning

(2) Third parties use GALLO — but not for wine

2. Similarity of marks

a) Why isn’t the additional wording CONSORZIO DEL and NERO enough to differentiate from GALLO or E&J GALLO?

(1) Gallo uses many compound names, such as GALLO HEARTY BURGUNDY

(2) The word GALLO on Consorzio’s labels would “stand out”/most significant term

b) What weight should be given to —

(1) Canadian trademark office rejected application for GALLO NERO based on E&J Gallo’s earlier registrations

(2) Consorzio opposed E&J Gallo’s application in the U.K. for ERNEST AND JULIO GALLO based on earlier rights in GALLO NERO

c) Don’t differences in presentation make confusion unlikely?

(1) How is the consumer likely to understand the use?

(2) GALLO “dominant”?

(3) Compare SLEEKCRAFT Logo

3. Similarity of goods

a) Both sell wine, and wine is wine, right?

b) Should these distinctions matter —

(1) Chianti vs. other types of wine?

(2) Italian vs. American wine?

c) Consorzio said it competes with all red wines... do consumers see it that way?

4. Similarity of market channels: Both sell in retail wine shops

5. Degree of care exercised

a) Wine buyers are generally unsophisticated, “impulse” buyers

b) Contrary case from Alabama in 1959 reflected local conditions at the time

6. Actual confusion

a) No use by Consorzio in the U.S. yet

b) Consorzio survey: 3 of 216 confused

(1) Side-by-side test usually irrelevant, but maybe it does reflect the marketplace?

(2) Shows “some” LOC (1.4%)

c) Gallo survey: 38% (viewed advert) or 43% (viewed neck seal) confused

7. Defendant’s intent

a) Before starting its U.S. marketing campaign, Consorzio knew —

(1) Gallo’s trademarks, and likely objections

(2) “Potentially infringing effect” of such use

b) Might not rise to willful infringement, but does outweigh the good historical reasons to be using the mark in Italy

8. Likelihood of expansion: Not a factor “wine” is one market

9. Held: confusion likely

a) “The Gallo mark is a mighty fortress in the U.S. wine market”

b) Defendant knew Gallo would object

B. Banfi Products v. Kendall-Jackson Winery  (p343) 

1. Strength of the mark

a) In K-J’s favor —

(1) ROBERT PEPI COLLINE DI SASSI is arbitrary (no suggestive significance)

b) But... not distinctive in the marketplace

(1) Minimal advertising expenditures

(2) Numerous vintners use variations of COLLINE and SASSI in their marks

2. Similarity of the marks

a) Sight: 3 words, separated by hyphens vs. 5 words, with no hyphens

b) Sound: COL is 1 syllable, COLLINE is 3 and has a different pronunciation

c) Meaning: “Hill of stone” vs. “Robert Pepi little hills of stone”

d) Other considerations: products’ sizes, logos, typefaces, package designs, etc.

(1) Front labels: use of house marks, grape names, different design elements (but similar orange color?)

(2) Back labels: state the place of production (Napa Valley vs. Italy)

3. Proximity of goods

a) Consider nature of products, structure of the market, differences in price

(1) 50-50 Cab/Sangiovese blend vs. Sangiovese

(2) Everyday wine, sold in supermarkets vs. high end, special occasion wine found in wine shops and restaurants

(3) K-J’s is approx. 2x the price of Banfi’s

4. Likelihood of bridging the gap

a) No evidence K-J plans —

(1) 50-50 Cabernet/Sangiovese blend

(2) 50% price cut

5. Actual confusion: No evidence of confusion; several years of blissful ignorance of one another

6. Alleged infringer’s good faith

a) Adopted at about the same time with no prior knowledge of K-J’s mark 

b) Logical name relative to Tuscan geology

c) Missing footnote 3: Demand letter from Banfi to K-J doesn’t prove later bad faith: “the letter was not an admission of likelihood of confusion, but rather a bluner by counsel inexperienced in the field of intellectual property.” Surely it was a blunder, but did counsel not really mean what he said?

d) Unusual: Weighs against finding LOC

7. Alleged infringer’s product quality

a) Issue is whether senior user’s reputation could be harmed due to inferior quality of junior user’s goods

b) Despite the fact that it’s a humble wine (“Olive Garden”), court finds for Banfi

(1) Has received favorable reviews

(2) Everything’s relative??

8. Sophistication of the buyers

a) “Likely to be older, wealthier, and better educated than the general population”

b) Why no testimony to the contrary?

9. Held: no LOC

a) All factors favor Banfi

b) Anyone surprised? Why or why not?

C. A Tale of Two Wine Cases

1. Court’s conclusions in Gallo’s win vs. K-J’s loss

	Dominant term, family of marks

Widely known

Minimize label differences

Wine is wine

Customers careless

History of disputes
	5 words, key terms don’t stand out

Obscure

Emphasize label differences

Wines not all alike

Customers careful

Less bad history


2. Why so different?

a) Power of a well known mark?

b) Value of the dispute?

c) Quality of lawyering?

d) What the Judge had for breakfast?

e) How do we achieve the “certainty” that business is looking for?

IV. LOC Factors and Judgment Calls

A. Sight, Sound and Meaning  (p335) 

1. Equivalence of words and images, and foreign language terms

a) Golden Eagle Images vs. GOLDEN EAGLE

b) RED BULL and TORO ROJO

2. Is there a logical distinction in these “meaning” cases?

a) Too Similar: MOUNTAIN KING/ALPINE EMPORER; BLUE LIGHTENING/BLUE THUNDER

b) Okay: SPICE GARDEN/SPICE ISLANDS; HEALTHY SELECTIONS/HEALTHY CHOICE

3. Derivation

a) Consumers do not translate POKEMON to “pocket monster” — what is in the trademark owner’s best interest?

4. Sutter Home v. Madrona Vinyards  (p352) 

a) “Ménage à Trois” vs. “Mélange de Trois”

(1) Sound and appearance: similarity not outweighed by typical appearance with other indicators of source (more on this later today)

(2) Meaning: consider translation if consumers are likely to translate to English, or terms are commonly mixed in with local usage

b) Which way do you lean?

B. Intent: What inference should be drawn from knowledge of an earlier mark? (p357) 

1. What kind of analysis is this?

a) A legitimate factual inference based on assumptions about normal marketing strategy?

b) A shortcut based more on punishing unsavory behavior than on honestly assessing LOC?

2. How can the accused infringer defend? Does it depend on the nature of the mark?

C. Surveys and “actual confusion” (noting the relevance of likely customers and market channels)

1. Consumer surveys are very important in trademark litigation, but not all surveys are considered valid.

2. Leelanau Wine Cellars v. Back & Red  (Supp p40) 

a) Did the survey respondents fairly reflect the relevant consumers?

b) How could a survey replicate “actual market conditions”?

c) Do you agree that sale in “distinct environments” would avoid confusion?

V. Alternative Confusion Scenario #1: Initial Interest

A. Confusion at what point in the buying process?

1. Purchase a product believing, mistakenly, it is associated with the known source

a) May cause lost sales to trademark owner

b) Profits to infringer also are recoverable

2. Purchase a product realizing, upon pre-purchase examination, that it is not associated

a) Should this be actionable?

B. Mobil Oil v. Pegasus Petroleum   (p363) 

1. Relevant market is oil trading — the bulk purchase and sale of crude and refined petroleum products

a) Tight-knit, sophisticated market: select group of professional buyers and brokers

b) Deals are six figures or larger

c) Wary about strangers, thorough credit check

2. Impossible to have time-of-sale confusion in such a market, but...

a) Use of a confusingly similar name could provide “crucial credibility during the initial phases of a deal”

b) Oil trader might take a phone call due to the name, thinking there was a relationship

3. “Initial interest confusion”

a) Purchaser knows who he is buying from, but his initial interest in the product arose from source association w/another

b) Why is this unfair competition?

(1) “Reaping where you haven’t sown”

(2) Unfair to third parties?

(3) Crying wolf problem?

4. LOC Analysis

a) Mobil’s flying horse logo is very strong, but not used for oil trading business

(1) Goods and services are all “related”

(2) Strong mark deserves broad protection

(3) High mark similarity, need less goods sim.

b) Similarity of Marks: Flying horse image synonymous with Pegasus name (question of fact, not law)

c) Strength, similarity of marks, proximity of goods are most important factors

d) Intent

(1) Knowledge: Aware of flying horse logo, should have known better/tried harder, bad faith inferred

(2) House Mark: Use of “Callimanopulos Group” name doesn’t overcome that

e) Actual confusion

(1) No misdirected mail or phone calls

(2) Survey evidence suggested actual confusion

f) Other factors not influential

(1) Bridging the gap not necessary to find LOC

(2) Inferior quality not necessary to find LOC

C. Other Cases

1. Blockbuster Ent. v. Laylco   (p368) : 

a) “Blockbuster” vs. “Video Busters”

b) Unwitting customers may enter the store?

2. More in the internet context in a few weeks

D. What are the limits to this theory?

1. Only when “purchase intent” diverted?

a) Pegasus Petroleum: no risk (diff. market)

b) Video rentals: implicit high risk

2. Limited to scope of “actual goodwill”?

a) Famous/renowned marks make easier cases

b) Intent may substitute for actual evidence

VI. Alternative Confusion Scenario #2: Post-Sale

A. Confusion at what point and of whom?

1. Point of purchase

a) Department store, supermarket, etc.

b) Web site, mail order catalog, QVC, etc.

2. Anywhere the goods are encountered

a) On the street, in the workplace, in the homes of others, in a movie, etc.

b) Could affect a purchasing decision

B. How might post-sale confusion affect good will — and future revenues?

1. Perception of quality — valid?

a) Frayed clothes, poor monitor picture quality, nasty taste, etc. (e.g., Levi’s)

2. Perception of prestige — valid?

a) No longer a status symbol when anyone can have one (e.g., Rolex, Atmos clock)

C. [image: image1.jpg]


Mastercrafters v. Vacheron  (p403) 

1. What is the protectable mark?

a) Clock’s distinctive appearance

2. Is there a likelihood of source confusion?

a) Defendant’s market was consumers who wanted to fool their guests — unfair?

b) Bad intent shifts burden to defendant to show absence of confusion — logical?

VII. Alternative Confusion Scenario #3:  Reverse Confusion

A. What is reverse confusion?

1. Typical case: consumers likely to believe junior user and its goods are associated with the better known senior user

2. Reverse: consumers likely to believe the senior user and its goods are associated with the better known junior user

3. Same “loss of control” issue

B. Harlem Wizards v. NBA   (p408) 

1. Plaintiff used HARLEM WIZARDS or WIZARDS since ’62 for “show basketball” services, hired out mostly to organizations

2. Defendant planned use of WASHINGTON WIZARDS for NBA team starting in ’97

3. Theory: Infringement via reverse confusion. Held: No LOC due to —

a) Differences between the two kinds of basketball entertainment services, including style of play, purpose, venues

b) Different channels of trade

c) Large disparity in ticket price

d) Not likely to bridge the gap

4. Is this right?

a) Despite the lack of competition, would NBA fans really have no doubt that the NBA hasn’t “branched out”?

b) What if the NBA has been known to sponsor basketball exhibitions in schools and other contexts?

C. Dreamwerks v. SKG Studio  (p411) 

1. Plaintiff used DREAMWERKS® for Star Trek conventions which sometimes feature film previews, had 14 years of low-key use in Northeast and Midwest

2. Defendant used DreamWorks and DreamWorks SKG for movies, toys, video game ventures

3. District Court failed to analyze reverse confusion; judgment reversed —

a) Strength, similarity of marks, relatedness of goods are “pivotal”

b) Strength: DREAMWERKS is “arbitrary”

(1) “Dream work” used in Freudian psychology

(2) “At best, ‘Dreamwerks’ conjures images related to fantasy, hope or reverie. It’s too great a mental leap from hopes to Star Trek conventions for us to treat the mark as suggestive.”

c) Similarity in sight:

(1) Studio’s man-in-the-moon logo is quite distinctive, but word often appears without

(2) “Spelling is a lost art”

(3) Perceptive consumer who notices the e and lower case w might “shrug off the difference as an intentional modification”

d) Identical in sound and meaning (whatever it might be)

e) Relatedness of the goods

(1) Movies and sci-fi merchandise  are “as complementary as baseball and hot dogs”

(2) The test is not core business, but whether Dreamwerks’ customers are likely to associate conventions with DreamWorks

f) Intent? SKG was aware of DREAMWERKS®, but lacked intent to capitalize on its good will

4. Any problem with this result?

VIII. Judging Trademarks in Context

A. Divining customer perception in the presence of multiple source indicators

1. Opinions vary widely about the significance of other names and brands on the consumer’s perception of the disputed mark

2. Common defense: addition of a house mark   (p358) 

a) Usually placed apart, e.g., at the top left

b) Word marks have very mixed results

(1) BRAVOS tortilla chips / BRAVO’S salted crackers

(2) COUNTRY TIME / COUNTY PRIZE lemonade mixes

(3) WEDDING BEARS

(4) 100% skin care products

B. Reverse Confusion: Attrezzi v. Maytag  (p414) 

1. Using Jenn-Air Attrezzi “could actually aggravate the threat” of confusion. Does not overcome similarity; strength is not a plus in a reverse confusion case.

2. It doesn’t help that in-house trademark counsel’s “warning” is on record. Protect the privilege!

C. Attempted Fair Use

1. Bumble Bee Seafoods v. UFS Ind.  (p359) 

a) “Sally Sherman Tuna Salad”: stated on lid “Made with Bumble Bee Tuna”, no logo used

b) Held: packages would be viewed only by commercial buyers and deli countermen who won’t be confused about who sold them the tuna salad

c) What about “approval” and “endorsement”?

2. Ordinary, unsophisticated customers: “nominative fair use” on June 16th

D. Product Packaging and Design

1. Similar packaging

a) Similar moisturizer bottle, fashion sneakers, dictionaries, pain reliever packaging, and car wax packaging sufficiently differentiated by another mark.

2. Munsingwear v. Jockey International   (p405) 

a) What should be compared?

(1) Despite argument that consumers view the product on mannequins, the court declines to consider “post-sale” confusion because underwear is not worn visibly

(2) Court deemed the package to be the product

b) Text marks differentiated the products

(1) Jockey labeled the garment waistband and package prominently with its house mark

(2) Unique horizontal fly underweaver is visible through clear package, but other marks were prominent

IX. Topics and Reading for Day 4

A. More LOC Cases and Contexts

1. Chapter 6, pp. 433-467, 467-470

2. Chapter 12, pp. 826-838

3. Supplement pp. 49-50 (optional)
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