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Pre-Session Outline for Day 12 — July 14, 2009

I. Agenda

A. Parody of Trademarks and Trade Dress

1. Literary works, musical and artistic works

2. Other merchandise and advertising

B. Rights of Publicity

1. Action for use of look-alike/sound-alike

2. Humor/parody contexts

3. Movie/song titles

II. Learning Objectives

A. Understand how/when parody defeats a claim for infringement or dilution.

B. Become familiar with the right of publicity and First Amendment defenses.

III. Parody Goods: Goods Poking Fun / Commenting via Humor or Ridicule

A. Example: Parody trading cards?

1. Mid-1970s Topps “Wacky Packages” collectable trading cards included in packs of gum

2. Some of the cards could be harmful to reputation, even tarnishing

a) Minute Rice rendered as Minute Lice

b) Ultra Brite rendered as Ultra Blight

c) Morton Salt rendered as Moron Salt

d) Gravy Train rendered as Grave Train

3. How should we determine the rules for liability for these goods?

B. Parody is not a “defense” per se

1. The parodic nature of the material could affect the way consumers perceive the mark, reducing or eliminating LOC

2. The public interest in free expression could outweigh some level of LOC

3. Courts split on whether the audience has to “get” the joke or just know it’s a joke

C. As a practical matter, defendants are more likely to prevail when:

1. Goods are literary works rather than other types of merchandise

2. Commentary is directed at the targeted trademark, rather than the trademark being used to comment on something else

3. There are substantial indicia of the true source and/or it is clear it is a parody

D. Literary parodies

1. Cliffs Notes v. Bantam Doubleday [2d Cir.]  (p843) 

a) Dispute

(1) Cliffs Notes publishes well known guides to typical books assigned in English courses

(2) Spy Magazine created a satirical version of Cliffs Notes entitled Spy Notes that reviewed “hip urban novels of the 1980s”

(3) Infringement and unfair comp alleged based on cover design (see pp. 844-45)

b) Balancing two conflicting interests —

(1) Parody and satire are deserving of protection

(2) Want to avoid the danger of deception

c) To be successful, a parody must convey two simultaneous, contradictory messages: it is the original –and– it is not the original, it is a parody

d) Intent: court accepts that it is a double parody of the vapid novels and of the flat, academic Cliffs Notes

e) LOC facts favored defendant: extensive use of Spy marks; differences in artwork, color scheme, pricing, packaging; Cliffs Notes not an impulse purchase; labeled “A Satire” 

f) Held: slight risk of consumer confusion outweighed by interest in free expression

g) Court adopted a balancing test for all cases with a First Amendment interest, but did not really face the issue of how to balance if there was an appreciable risk of confusion

2. Anheuser-Busch v. Balducci Pubs. [8th Cir.]  (p852) 

a) Dispute

(1) Anheuser-Busch sells Michelob Dry, whose slogan is One Taste and You’ll Drink it Dry®

(2) Snicker Magazine created a parody ad for Michelob Oily showing the A-B eagle soaked in oil under the Shell Oil logo

(3) Infringement, unfair comp, and dilution alleged

b) Intent: court did not completely credit defendant’s claim it was commenting on a Shell oil spill near the Gasconade River that prompted A-B to briefly suspend beer prod.

c) LOC facts favor A-B: virtual identical use of marks, ® after Oily, positioned in normal ad-space, disclaimer unnoticeable

d) Survey results shows half thought defendant needed A-B’s approval to run the ad — not clear this is the right question to ask

e) First Amendment doesn’t outweigh: should have used an obvious disclaimer, put the ad somewhere else and/or altered the marks more; fails the second prong of parody definition

f) What’s the problem here?

(1) Readers are unlikely to get that it’s parody?

(2) It’s not funny? (Are all parodies funny?)

(3) The comment really isn’t directed at A-B, but at Shell or at oil spills in general?

(4) Tarnishment case in the guise of LOC?

3. Yankee Publishing v. News America [SDNY]  (p856) 

a) Dispute

(1) Yankee publishes well known annual Farmer’s Almanac, cover design is a registered trademark

(2) New York Magazine used a parody of the Farmer’s Almanac cover for its annual Gift Guide issue

(3) Infringement and unfair comp alleged based on cover design (pp. 856-57)

b) Intent: court accepted that the gift section’s theme of “thrift” was communicated by take-off on the Almanac; “joking commentary on the economic times” showing New York City rather than rural scenes

c) LOC facts considered “close” due to similar appearance of the covers, but other factors favor defendant

(1) Strength works against Yankee because it makes the differences recognizable;

(2) New York is not using the Almanac design as a source identifier, but as part of a joke;

(3) Publications serve different markets;

(4) No inquiries/confusion, despite opportunity;

(5) No intention to create confusion or free ride on the Almanac’s goodwill;

(6) Quality of New York Magazine is high;

(7) Purchasers of the two products are “sophisticated” (familiar with the appearance of the goods they are seeking)

d) Speech interest given significant weight even though —

(1) The joke is technically not a parody (no ridicule or mockery); parody is only one example of the types of expressive content given deference

(2) The obscurity of the joke (“thrift”) does not deprive New York of First Amendment argument

e) Time out: how can the public avoid confusion if it doesn’t get the joke?

(1) The double message test can be satisfied without readers really getting the point?

(2) The court simply wants to find for the defense?

E. Musical and artistic parodies

1. Mattel v. Universal Music (aka MCA) [9th Cir.]  (p859) 

a) Dispute

(1) Mattel makes the famous Barbie doll

(2) Danish band Aqua recorded, and MCA distributed, a song entitled Barbie Girl that referred to Barbie and Ken, life in plastic (“it’s fantastic”); some sexual innuendo

(3) Infringement and dilution alleged

b) Intent: court accepted that the intent was to poke fun at Barbie and the values Aqua believes she represents

c) Infringement: BARBIE in song title

(1) 9th Circuit follows 2d Circuit decision in Ginger and Fred case (later today): titles of creative works not viewed by the public as source identifiers, don’t infringe unless (1) no artistic relevance or (2) misleading as to content

(2) Distinguished parody book about the OJ trial entitled The Cat NOT in the Hat! In that case —

(a) The target was not Dr. Seuss or The Cat in the Hat! but OJ Simpson; protection denied where defendant used trademark and text “to get attention”

(b) First Amendment is given greater weight where the artistic work targets the original

d) Dilution through tarnishment: song qualifies for the noncommercial use exception (see p633) 

(1) It is commercial use in commerce in the sense that goods are being sold

(2) It is noncommercial use in the sense that under First Amendment law, it is not commercial speech (merely proposing a transaction)

2. Mattel v. Walking Mountain  [9th Cir.]  (p868) 

a) Dispute

(1) Photos showing nude Barbie dolls posed with kitchen appliances and other objects, often in “sexualized positions”

(2) Some titles contained “Barbie”

(3) Sold about 200 postcards, total income of $3,659

(4) Infringement and dilution alleged
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b) Infringement: BARBIE in photo title — same result and reasoning as the MCA case

c) Infringement of “trade dress”:

(1) Possible to make both “classic” (descriptive) fair use and “nominative” (referential) fair use of “trade dress” in Barbie’s appearance — in this case, it’s nominative

(2) Photos meet New Kids test: need Barbie’s appearance to identify the doll as Barbie; only used necessary amount; public would not believe Mattel sponsored the art

d) Dilution through photo titles — same result and reasoning as the MCA case

e) Remanded on award of attorneys fees — originally denied, on remand, awarded fees under both Copyright and Lanham acts due to bad faith of Mattel: over $1.5 million in attorneys fees, plus costs of almost $300K

F. Other merchandise and advertising

1. Mutual of Omaha v. Novak [8th Cir.]  (p838) 

a) Dispute

(1) Mutual of Omaha provides insurance and underwrites Wild Kingdom

(2) Novak, a resident of the Omaha area, sold satirical shirts using “Mutant of Omaha” and “Mutant Kingdom” variations on the marks

(3) Infringement and TM disparagement alleged

b) Intent: not entirely clear, to protest the buildup of nuclear weapons?

c) LOC factors favored Mutual, particularly a survey in which 10% of respondents said yes, they believe Mutual “goes along” with the shirts to help make people aware of the nuclear war problem

d) Enjoined use of Mutual’s marks “to market, advertise or identify” Novak’s products

(1) Survey distinguishes from other parody cases

(2) First Amendment rights not implicated because Novak has many other ways to express his views, including an editorial parody in a book, magazine or film (presumably without the logos)

e) Dissent: 

(1) Similarity of logos is superficial

(2) Survey is flawed (leading question, sample size, respondent universe)

(3) No evidence of harm to Mutual or its reputation

(4) Political satire deserves First Amendment protection

(5) Consumers exercise care in buying insurance

f) Can this be reconciled with other cases?

g) Should Novak be entitled to use Mutual’s logos to comment on nuclear war?

(1) What kind of nexus should be required, e.g., that Mutual insure operators of nuclear plants?

(2) Would the result be different if the marks were used on free leaflets rather than items of clothing?

(3) Is there a difference in temperament between the 8th Circuit (Anheuser-Busch, Mutual of Omaha) and the 9th Circuit? Compare Dr. Seuss (literary device) and Mattel cases (direct target).

2. Smith v. Wal-Mart Stores [ND Ga.]  (Supp. p92) 

a) Dispute

(1) Wal-Mart owns WAL-MART, WAL*MART, a smiley face design, and various other marks

(2) Charles Smith designed WAL*OCAUST and WAL‑QUEDA graphics and made them available through CafePress for printing on t-shirts and other goods

(3) Smith sought declaratory relief; Wal-Mart counterclaimed for infringement and dilution

b) Intent: accepts that critique of Wal-Mart was not motivated by desire to sell t-shirts

c) Parody is successful in that it evokes Wal-Mart while maintaining differentiation

d) LOC analysis: differences in the marks, sales methods, and advertising methods favor Smith, while the other factors are neutral — another case of “strength” working to the trademark owner’s detriment?

e) Dilution through tarnishment: primarily expression rather than a quest for commercial success, thus qualifying for the Federal exclusion for noncommercial speech — is there ever a level of criticism that is so extreme that a court would strain to find liability?
3. MasterCard v. Nader 2000 Primary Committee [SDNY]  (p885) 

a) Dispute

(1) MasterCard was known for an ad campaign for credit cards featuring various priced items and a “priceless” result

(2) Nader campaign ad critical of major party candidates used the same approach and virtually identical phrasing as the  “priceless” campaign

(3) Infringement and dilution alleged

b) Court found no LOC — goods very different, public can differentiate between political and commercial ads

c) No Federal dilution

(1) “Noncommercial use” exception covers campaign ads (despite possible purpose or effect of raising contributions)

(2) No actual dilution — after TDRA, actual dilution is no longer required, only likelihood of dilution: would that change the outcome?

4. MGM-Pathe v. Pink Panther Patrol [SDNY]  (p858) 

a) Dispute

(1) MGM owns THE PINK PANTHER® used for films, cartoons, merchandise for children

(2) Defendant is a gay rights activist organization that conducts street patrols, uses name on T-shirts worn while patrolling

(3) Infringement and unfair competition alleged

b) Intent: asserted to be an analogy to the Black Panthers and Gray Panthers, but court is dismissive (notes Panther is singular, and a pink pawprint was used)

c) LOC facts favor MGM: 

(1) Mark famous, high mark similarity, bad intent to “piggyback”, association of violence/homosexuality with cartoon cat, public unsophisticated

(2) Goods and services are different, but being written up in the news is not so distant from entertainment services, could follow one another on TV

(3) Note: MGM had licensed the mark in the past for a program to increase awareness of social problems

d) First Amendment defense: “The seriousness and virtue of a cause do not confer any right to the use of the trademark of another.”

e) Enjoined: defendant cannot use Pink Panther (but may still use pink paw print)

f) Is this case right?

(1) LOC analysis seems doubtful due to unrelated goods and services

(2) What if the media had dubbed the group a Pink Panther Patrol first — Star Wars?

(3) Perhaps the concern animating the LOC analysis is tarnishment, in light of child-oriented mark?

G. Parody web sites: Does the doctrine extend to a site’s domain name?

1. Nearly all cases involve a domain that does not tell you much about the site, so it is difficult to satisfy the “is the original, isn’t the original” in the domain name itself

2. Claimed nature of use include: parody, other protected commentary or criticism, and “fan” sites — all to be covered on Thursday

IV. Right of Publicity: Property Interest in Personality

A. Multiple possible bases for protection of name, likeness, voice, persona

1. Lanham Act: prevent false endorsement

2. State privacy statutes: prevent commercial use of name or likeness

3. Common law right: at the extreme (the 9th Circuit’s interpolation of California law), prevent almost anything that evokes a celebrity’s identity

B. Scenario #1: Use of look-alike or sound-alike

1. Statutory relief for picture or likeness? Unlikely, but perhaps if the look-alike is really believed to be the celebrity herself/himself...

2. Sample cases

a) “Woody Allen” in ad for a video rental store

b) “Bette Midler” singing in car commercial

3. Allen v. National Video [SDNY]  (p677) 

a) Use: Look-alike posed like Allen, with videos tied in to Allen’s work, holding up store VIP card

b) State law (New York): summary judgment denied, because a jury could believe the double was portraying a double rather than Allen

c) Lanham Act: finds LOC as to possible endorsement or involvement

(1) Application of LOC factors

(a) Strength of mark = celebrity’s goodwill with the public (not limited to particular goods/services)

(b) Similarity = resemblance of the look-alike

(c) Proximity of goods = strongly identified with movies in the public mind, produces and distributes films; no competition required

(d) Actual confusion (no persuasive evidence)

(e) Sophistication = many readers of the publications in which the ad ran might realize it’s a double, but many others likely would be confused

(f) Bad faith = intended to evoke Allen, must have been aware of risk of confusion, failed to use a disclaimer (except in one instance)

(2) Disclaimer doesn’t cure potential LOC

d) Lanham Act vs. privacy statute

(1) “Evocation of plaintiff’s general persona” — doesn’t work under NY State law

(2) LOC a lower standard than finding that use of a double is a “picture or portrait” of Allen

(3) Scope of injunction probably broader under Federal than State law

e) Can the double be enjoined from appearing in advertisements as Allen?

(1) Only should prevent him from passing himself off as Allen or as “an authorized surrogate”

(2) Must ensure that if he chooses to appear as Allen, the context makes clear that he is a look-alike and Allen has no relation to the project

4. Midler v. Ford Motor Co. [9th Cir.]  (p684) 

a) Use: Young & Rubicam had sought to get Midler to sing Do You Want to Dance, a song she had popularized during the 1970s, but Midler does not do commercials, so Y&R hired a former backup singer for Bette Midler and instructed her to imitate Midler’s voice

b) Court quickly decided that two grounds for relief were not available —

(1) Lanham Act: no competition between Midler and defendants, use in a 30-60 second commercial would not curtail the market

(2) Privacy statute: voice imitation is not covered by “voice” or “likeness” (visual image)

c) Court applied CA common law

(1) Motschenbacher: use of a professional driver’s race car to appropriate his identity violated the common law tort, and

(2) A voice is more distinctive and personal than the race car features protected in that case, so

(3) To impersonate voice is to pirate identity

(4) Note: on remand, jury awarded $400,000

d) Can this really be distinguished from copyright?

(1) Under the Copyright Act, Y&R had a “mechanical license” to perform the song, and the right to “imitate the performance” in Midler’s recording

(2) What’s the line between the performance and the voice? How do you know it was crossed?

C. Scenario #2: Use in the context of humor/parody

1. Mixed results

a) Robot reminiscent of Vanna White turning letters on Wheel of Fortune: appropriates identity

b) Baseball players depicted on parody trading cards in a context critical of their greed: protected by the first amendment

2. White v. Samsung Electronics [9th Cir.]  (p688) 

a) Use: Samsung ad campaign featured its products in humorous future situations; the “Longest running game show 2012 AD” ad depicted a robot dressed and posed like Vanna White near the Wheel of Fortune letter display; internally, defendants called it the Vanna White ad; she neither consented nor was paid

b) California statute: the robot’s appearance is too different to be White’s “likeness”

c) California common law not limited to name/likeness:

(1) Race car (Motschenbacher); sound-alike voice (Midler); phrase “Here’s Johnny” (Carson); these precedents protected against appropriation of identity by diverse means

(2) Summary judgment for defendants reversed on common law claim, remanded for trial

d) Strong dissent on denial of review en banc

(1) Warning of the dangers of overprotecting IP, removing from the commons/public domain the elements of our culture, undermining the objectives IP is meant to serve. Convinced?

3. Cardtoons v. MLB Players Association [10th Cir.]  (online) 

a) Use: Cardtoons produced a set of parody baseball cards lampooning major league players, brought a declaratory judgment action against the MLBPA (licensing arm that handles players’ rights) for a declaration that cards did not infringe the players’ rights of publicity

b) Lanham Act: Upheld judgment that the cards were a successful parody with little likelihood of confusion

c) State law (OK): Cardtoons meets the statutory test for infringing the right of publicity, and statutory defenses do not apply
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d) First Amendment defense: Not like a “time, place, and manner” case

(1) MLBPA argues that there are many ways Cardtoons could parody baseball without using player names and likenesses

(2) Court refuses to strictly apply the “adequate alternative avenues” test, finding that suppression of words may suppress ideas

(3) Player identities must be used to lampoon the individual players, and the playing card format is an essential part of the parody

(4) Parodies of celebrities are especially favored under the First Amendment, because the celebrity is part of our vocabulary and symbolizes certain values and ideas

e) In the context of a parody, the rationales underlying the right of publicity are weak and do not outweigh Cardtoons’ First Amendment interest

(1) Incentive to improve talents and engage in activities that increase public recognition?

(2) Risk of “overexposure” driving down value?

(3) Non-economic rationales (e.g., natural rights, unjust enrichment, emotional injury)?

f) Does the court strike the right balance?

(1) Does the rule only apply to overpaid athletes?

(2) Would this work in California, considering the 9th Circuit case law? (Court differentiates trading cards from commercial speech that does not qualify for full First Amendment protection)

g) What about the use of player names and statistics for fantasy baseball? It’s not a parody, but the right of publicity was given little weight in the balancing because the information is in the public domain, and information about the national pastime is valuable to the public. See C.B.C. Distribution and Marketing v. Major League Baseball [8th Cir.]  (Supp p77) 

D. Scenario #3: Use in the title of a work

1. Rogers v. Grimaldi [2d Cir.]  (p699) 

a) Use: Federico Fellini movie Ginger and Fred was about two fictional Italian cabaret artists who imitated Rogers and Astaire and became known as Ginger and Fred

b) Rogers sued (in NY) under §43(a) for false suggestion of a connection, and under Oregon Common Law

c) Establishing the contours of the First Amendment defense

(1) Titles are somewhat unique, serving a hybrid function as artistic expression and marketing vehicle — need to allow for poetic license (consumers expect titles to be more fanciful than product names)

(2) “No alternative avenues of communication” test would not sufficiently protect speech — restricting words is not like “time, place and manner” restrictions 

(3) First Amendment interest gives way if either of these tests is met:

(a) Title has no artistic relevance to the work at all;

(b) Title has some artistic relevance, but is explicitly misleading as to the source or content of the work

d) Lanham Act claim —

(1) Some might believe it is biographical, or that Rogers approved or sponsored it

(2) This risk of confusion is outweighed by the First Amendment interest: title is artistically relevant to the film and not explicitly misleading

e) Right of publicity claim —

(1) How would a NY court interpret OR law? Hmm

(2) First Amendment defense is lost only if the title was “wholly unrelated” to the work, or “simply a disguised commercial advertisement for the sale of goods or services”; not applicable here

2. O’Grady v. Twentieth Century Fox [ED Tex.]  (p707) 

a) Use: Film “Behind Enemy Lines” contained elements of O’Grady’s story, and film was promoted through the broadcast of a remixed documentary entitled “Behind Enemy Lines: The Scott O’Grady Story”

b) Right of publicity claim — under Texas law, protection of name and likeness does not extend to “life story” so the film does not infringe

c) Lanham Act False Advertising claim: the documentary could be considered advertising for the film, in which case it might be “commercial speech” or might otherwise fail the Rogers text

E. Scenario #4: Use in depicting or describing an event

1. ETW Corp. v. Jireh Publishing [6th Cir.]  (p708) 

a) Use: Defendant’s art prints depict Tiger Woods in his “famous swing” at the 1998 Masters, two other poses, the club house, leader board, and caddies and former winners

ETW sued for infringement of name (®) and likeness (™) under Lanham Act and Ohio law (right of publicity)

b) TIGER WOODS word mark — 

(1) Used on back of envelope the print ships in, and twice in description of the event depicted in the print

Held “fair use” to “describe” content — 6th Circuit doesn’t call it nominative fair use, and doesn’t apply a New Kids-style test

c) Image of Woods as a trademark — 

(1) Majority: can’t own all images as TMs, only ones consistently used as a mark on particular goods; ETW doesn’t show such rights

(2) Dissent: use “as a mark” may be proven by ETW’s evidence of actual confusion; the issue should be submitted to a jury; this was Congress’s intent

d) Image of Woods as false endorsement — 

(1) Majority: strong 1st Am. interest in depicting this historic event; under Rogers, image has artistic relevance and does not mislead as to source (many other indicia of source)

(2) Dissent: ETW’s evidence of actual confusion is relevant in applying Rogers 

e) Image of Woods under Ohio law — 

(1) Majority: Ohio would allow for “fair use” of a celebrity’s likeness; art prints not “commercial speech” so get full First Amendment protection; little impact on Woods’ vast income but Rush’s livelihood is based on this kind of art; work’s “transformative elements” transcend unadorned reproduction of Woods’ image

(2) Dissent: little transformation here; image of Woods in famous swing is “nearly identical” to a licensed Nike poster of Woods; this image dominates the print despite the other elements; the print’s commercial value derives from “exploiting the fame and celebrity status Woods has worked to achieve”

f) Some tension here? Seems to be a split in overall attitude toward celebrity rights

(1) Majority favors Samsung dissent and Cardtoons view, sees rich athletes as greedy and/or controlling

(2) Dissenting judge is skeptical of opportunists sponging off of the fame of others

(3) Can there be purely “principled” balancing?

2. Tyne v. Time Warner Entertainment [FL]  (p718) 

a) Use: Book “The Perfect Storm” used the names of the fishermen in the story

b) Statutory bar on using a name “for purposes of trade or any commercial or advertising purpose” is not infringed by use “in a publication that is sold for profit” unless it associates the name with “something else” — barring all use in publications “would result in substantial confrontation” with free speech and free press rights

F. Advertising versus other uses

1. Allen, Midler, and White found for the celebrity, and O’Grady held that Rogers might not apply to advertising

2. But there might be liability in other circumstances — judges don’t agree

G. The right that survives death

1. The law of the place that was the decedent’s domicile at death usually controls (e.g., Cairns v. Franklin Mint)

2. States differ in whether and for how long heirs and assigns can exercise the decedent’s right of publicity

a) California — Michael Jackson — 70 years

b) Tennessee — Elvis — minimum 10 years, but continues indefinitely unless exploitation is discontinued for 2 years

V. Topics and Reading for Day 13

A. Internet Domain Names

1. Chapter 11, pp. 739-815; Chapter 12, pp. 896-911

2. Supplement pp. 79-91

3. Online: optional reading
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