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I. Agenda

A. Examination of U.S. applications, Part I

1. Section 2(d) — Likelihood of Confusion

a) Casebook pp. 232-248

b) Online: DuPont, Dixie, Opus One, Sample cases, Sample office action responses

2. Section 2(a) — False Suggestion of a Connection pp. 224-229

3. Section 2(a) — Scandalous, Immoral, or Disparaging Marks pp. 203-217

II. Learning Objectives

A. Understand the PTO’s approach to LOC analysis

B. Gain general familiarity with less common grounds for refusal under Section 2(a)

III. Examination under Section 2

A. Registration is to be granted unless there are grounds for refusal

B. Most frequent objections

1. §2(d) likelihood of confusion with earlier (registered) mark

2. §2(e) mark non-distinctive/functional — Next time
3. Designation is not used or does not function as a mark — Next time
C. Less frequent objections 

1. §2(a) immoral/scandalous matter, or false suggestion of a connection

2. §2(b) flag or other federal/state/foreign government symbol

3. §2(c) living individual (without consent)

IV. USPTO LOC Analysis

A. Statutory basis for refusal: §2(d)

1. No distinctive trademark shall be refused registration unless it “so resembles a mark registered in the PTO . . . as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake or to deceive”

2. Refusal Not Discretionary: “Under the statute the Commissioner must refuse registration when convinced that confusion is likely because of concurrent use of the marks of an applicant and a prior user on their respective goods.” In re E.I. DuPont de Nemours & Co.
B. In re E.I. DuPont de Nemours & Co. (online)

	Senior Mark
	Junior Mark

	RALLY® registered for “all-purpose detergent”


Private agreement: won’t promote for use in automotive aftermarket
	RALLY filed for “combination polishing, glazing and cleaning agent for use on automobiles”

Private agreement: won’t promote to commercial building, household markets 


1. Yet another judicially created multi-factor test (some differences in phrasing, but most of the basic ideas are the same)

	Polaroid (2d Cir.) (p332) 
	DuPont (Fed. Cir. née CCPA)

	Similarity of marks

Proximity of goods, trade channels

Strength of plaintiff’s mark


Likelihood that plaintiff will bridge the gap

Sophistication of the buyers

Actual confusion

Defendant’s good faith in adopting the mark

Quality of Defendant’s product or service

Etc.
	Similarity of marks

Similarity of goods, trade channels

Fame of prior mark; Number, nature of similar marks in use

Variety of goods on which mark is used

Conditions of sale, nature of buyers

Actual confusion

Concurrent use

Market interface (consent agreement)

Extent of potential confusion

Etc.


2. Basic LOC analysis

a) Identical RALLY mark + related goods —

(1) Applied for: Cleaner/polish for automobiles

(2) Registered: “All-purpose” detergent. Note: Examiner and TTAB protect the full scope of goods, and do not limit them to actual use shown by the applicant or the Examiner’s research (collateral attack on the registration).

b) Decision is obvious!

3. What weight to consent agreement?

a) “A dominant role” if drafted right —

(1) “Naked” consent not persuasive: possibly signed in ignorance; does not guarantee lack of confusion; might expand use

(2) When parties promise “to avoid any activity which might lead to” LOC, the Examiner/ TTAB should give that substantial weight: trust the self-interest of businessmen

b) Anyone question the result of this agreement?

4. Sample Consent Agreement (online)

a) Establishes facts showing no confusion

b) Contains obligations to avoid confusion

c) Should this be accepted? Does it properly protect the public interest?

d) Should the parties make this public?

C. Trademark Manual of Examining Procedure (TMEP)

1. A distillation of trademark law for application by Examining Attorneys

2. TMEP §1207.01 highlights six of the LOC factors

a) Similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial impression

b) Relatedness of the goods or services as described in an application or registration

c) Similarity or dissimilarity of established, likely-to-continue trade channels

d) Conditions under which and buyers to whom sales are made, i.e. “impulse” vs. careful, sophisticated purchasing

e) Number and nature of similar marks in use on similar goods

f) Valid consent agreement between the applicant and owner of registered mark

3. Differences from Sleekcraft
a) Strength of the mark

(1) Position on the spectrum: “even a weak mark is entitled to protection against the registration of a similar mark for closely related goods or services” (§1207.01(b)(ix))

(2) Famous marks will receive more protection, if evidence of fame is in the record (§1207.01(d)(ix))

(3) Evidence of use of similar marks on similar goods may demonstrate that a mark is entitled to a limited scope of protection (§1207.01(d)(iii))

(4) However, the fact that others have registered such marks does not, in itself, prove that they are in use; additional evidence is required 

b) Several factors are not highlighted

(1) Evidence of actual confusion

(2) Applicant’s intent in adopting its mark

(3) Likelihood of expansion addressed under relatedness of goods (§1207.01(a)(v))

c) Are these omissions critical? No, DuPont requires that the examining attorney consider all evidence of record.

D. Nutrasweet Co. v. K&A Foods (p232) 

	Senior Mark
	Junior Mark

	NUTRA-SWEET® registered for sweetener

NUTRASWEET and NUTRA SWEET also used

Conceded to be a famous mark
	NUTRA SALT filed for salt with trace minerals added

Filed word mark, but plan to use the mark as
 

NUTRA



  SALT

De minimis use in the marketplace


1. Opposition based on LOC

2. Comparison of goods — Sweeteners and salt:

a) Would be sold in the same sections of the supermarket

b) Would appear side-by-side in restaurants and on kitchen tabletops of consumers

c) Are low-cost, impulse type items, not purchased especially carefully

d) Are complementary products

3. Comparison of marks

a) SWEET and SALT generic, no source identifying significance

b) Purchasers familiar with NUTRASWEET likely to believe that NUTRA SALT is a new product line of the same company, or somehow associated with/sponsored by the makers of NUTRASWEET

4. Strength of NUTRASWEET mark

a) Applicant concedes the mark is famous

b) Third party use not proven

(1) Third party registrations containing NUTRA are not proof the marks have been used

(2) Applicant’s statement that NUTRA has no meaning in the industry means it is strong (how is this relevant to a dilution argument?)

5. What about intended stylization?

a) Applicant filed a “typed drawing” not limited to any particular special form

b) Even if applicant is entitled to register in a special form, this does not mean it is entitled to register the word mark — Compare  SLEEKCRAFT vs. Logo: right to ® similarly follows the right to use

6. Decision for Nutrasweet Co.

a) Goods complementary + Marks similar + Registered mark is famous and strong

b) Lack of actual confusion irrelevant due to de minimis use by applicant

E. Marshall Field & Co. v. Mrs. Fields Cookies  (p235) 

	Senior Mark
	Junior Mark

	MARSHALL FIELD’S (script) ® for retail store and bakery services

[image: image1.jpg]



Also used FIELD’S

Famous in retailing
	MRS. FIELDS (script) filed for bakery goods


[image: image2.jpg]



Famous for cookies


1. Opposition based on LOC + cancellation against MRS. FIELDS COOKIES® based on LOC

2. Strength/comparison of the mark(s)

a) Field and Fields are common surnames

(1) Phone directories, dictionaries of surnames

(2) Third party registrations (but not to prove use in the marketplace as a mark?)

(3) Purchasers accustomed to distinguishing “by whatever slight differences may exist in the marks as a whole”

b) FIELD’S-based family of marks: Opposer’s combinations are not “familial,” and thus carry different connotations than MRS. FIELDS — Did house mark strategy undermine the case based on the MARSHALL FIELD’S mark?

c) Typeface, color schemes differentiate — why is trade dress a consideration for registration of a word in script?

d) Both famous, public will distinguish them

3. Comparison of goods/channels — Both operate bakeries, but...

a) Opposer’s bakeries are in its stores, any “fame” is attributable to the retail services, not the bakery services

b) Consumers are unlikely to believe a Mrs. Fields bakery in a competing store (or standing alone) is associated with Opposer (“Established trade channels” or “likelihood of expansion” issue?)

4. Decision for Mrs. Fields Cookies

a) Fame doesn’t carry the day for Marshall: strength is a weakness

b) Script and color schemes differentiate (unusual)

c) Different locations = different channels of trade

F. In re Dixie Restaurants, Inc. (online)

	Senior Mark
	Junior Mark

	DELTA ® for hotel, motel and restaurant services

Real World Fact: Mark still in use for hotel or motel services, but not for restaurant services
	The Delta Cafe (and Design) filed for “restaurant services specializing in Southern-style cuisine”


1. Ex parte appeal of LOC refusal (Examiner => TTAB => Fed. Cir.)

2. Comparison of the marks

a) [image: image3.jpg]


The “dominant portion” of “The Delta Cafe (and Design)” is the word DELTA

(1) “The” is not distinctive

(2) “Cafe” is descriptive and was disclaimed

(3) The design carries little weight

(a) Ordinary geometric shape in the background

(b) Restaurants are commonly recommended by word of mouth, so wording dominates

b) Comparison as a whole vs. “dominant portions” of marks (TMEP §1207.01)

(1) Legally incorrect to compare only a portion of the two marks in reaching its conclusion: “likelihood of confusion cannot be predicated on dissection of a mark, that is, on only part of a mark.”

(2) However, “there is nothing improper in stating that, for rational reasons, more or less weight has been given to a particular feature of a mark, provided the ultimate conclusion rests on consideration of the marks in their entireties.”

(3) The “dominant portion” doctrine may reflect the idea that the commercial impression of a mark may be created by only a portion of the wording in the mark, and that consumer recollection, being imperfect, may focus on the most distinctive portion of a mark.

3. Comparison of the services/channels

a) The services are “legally identical” — both are for restaurant services

(1) Applicant’s more specifically described restaurant services are a subset of the registrant’s broadly described services

(2) Registrant might use the mark only on hotel restaurants, but that limitation isn’t in the registration

b) Key takeaway: for examination purposes, the wording in the application and registration controls, not extrinsic evidence

4. Is non-use of the ® mark a defense?

a) Not in ex parte examination

(1) Examiner not in a good position to judge status of use, registrant not able to defend

(2) Partial failure to use (if true) no different: Examiner must give full credit to scope of ®

b) Remedy: Petition for (Partial) Cancellation, suspend examination of the application

G. In re Opus One, Inc. (online)

	Senior Mark
	Junior Mark

	OPUS ONE ® for “wine”

Winery aware of and signed off (informally) on the restaurant’s use of the OPUS ONE name
	OPUS ONE filed for “restaurant services”

OPUS ONE restaurant serves OPUS ONE wine

Both the restaurant meals and the wine are expensive


1. Ex parte appeal of LOC refusal (Examiner => TTAB)

2. Comparison of marks: OPUS ONE and OPUS ONE are identical (word mark claims only)

3. Comparison of goods/services

a) No per se rule that similar or identical food/beverage marks and restaurant marks automatically create a LOC; there must be “something more”

b) “Something more”

(1) OPUS ONE is a strong / arbitrary mark

(a) Odd, but quite common, to incorporate this into the analysis of the goods. Is that logical?

(2) Relationship of wine and restaurants

(a) Complementary goods and services

(b) Trend toward private label wines

(c) Some wineries operate restaurants

4. Other Factors

a) Purchaser sophistication and care

(1) The registration and application are not limited to expensive wine/restaurants (Similar to the generality of the DELTA ®)

b) Concurrent use without confusion

(1) Given little weight in examination — more relevant in an opposition/cancellation

(2) How should evidence of “lack of inquiries” be interpreted?

(a) Applicant: there is no problem!

(b) Board: maybe consumers are happily confused? Consumers perhaps have been educated by the media to believe that there is a license from the winery (Illustrating the perils of the NEXIS database)

c) “Market interface” factor

(1) No actual consent agreement

(2) Does a long period of concurrent use demonstrate consent to registration?

(a) Acquiescence, estoppel and laches are technically inapplicable in examination

(b) Theoretically, it could demonstrate the registrant’s belief that confusion is unlikely, but the evidence is equivocal

H. Sample LOC Cases for Discussion

1. Analyzing similarity of marks

a) KENNETH vs. KENETH KNITS®

b) [image: image4.png]LAWE&RLD



LAWORLD (and design) vs. LAWWORLD® 

c) ST. CLAIR APPAREL vs. CARLY ST. CLAIRE®, MARIE ST. CLAIRE® and NINA ST. CLAIRE®

2. Analyzing relatedness of goods

a) DATAGUARD electronic data storage vs. DATAGUARD® business information system

b) HOT SEAT insulated cushions vs. HOT SEATS® fireside benches

c) CANDY PLANET candy and ice cream vs. COOKIE PLANET® bakery products and fudge

3. Analyzing mixed factual situations

a) SURE PAY business banking service vs. SUREPAY® overdraft protection and line of credit services

b) SLIM FATS vitamin/mineral supplements vs. SLIM-FAST® meal replacement beverages and bars

c) [image: image5.jpg]


WALCOM computer training services vs. WACOM® computer input peripheral
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SPACECAM virtual reality hardware and software vs. SPACECAM™ cameras and film production services

d) SEVERE ATTITUDE clothing vs. ATTITUDE® and ATTITUDE ANYWEAR® clothing

e) FRESHEN UP pre-moistened dental wipes vs. FRESH'N UP pre-moistened towelettes

Sample LOC Responses

4. TRANXITION vs. TRANXIT®

a) Both for software goods:

(1) Application “for configuring, migrating, and preserving the configurations of computer hardware and software ... and capturing, storing, and applying configuration information

(2) Registration “for accessing, transferring, synchronizing and managing files”

b) Comparison of marks

(1) Examiner’s analysis: “ION” doesn’t change the impression

(2) Argument in response:

(a) Difference in meaning between “transition” and “transit” (e.g., “in transition” vs. “in transit”)

(b) Killer analogy: “tract” and “traction”

c) Argument on goods

(1) Focus on the purpose and use of the products — although they perform some overlapping functions, they are not interchangeable

(2) Introduce some extrinsic evidence of Registrant’s use (to explain or to limit?)

d) Customer sophistication

(1) Users of devices that need to be sync’d are particularly sophisticated computer users — Has this changed over time?

e) Should the response work?

(1) Commercial impressions really different?

(2) Goods characterized fairly?

FOREVER ART vs. various...

f) Application covers jewelry and clothing, including lingerie

g) Cited marks (different owners)

(1) FOREVER SILVER® for jewelry

(2) FOREVER DIAMOND® for jewelry

(3) FOREVER LACE® for intimate apparel

(4) FOREVER SPORT™ for clothing

h) Comparison of marks: dominance

Attack the Examiner’s argument based on the common-ness of the word FOREVER

(1) Cite 5+ marks in each of the two major fields (jewelry and clothing) that follow the identical format — FOREVER ______ — drawn from Trademark Office records

(2) Spin this both as a consumer behavior argument and as a strength argument

(3) Continue by arguing the impression of the entire marks in sight, sound, and particularly meaning (commodity vs. concept)

i) Comparison of goods

(1) No argument made... would it be possible? even with an amendment to the applied-for goods?

j) Customer sophistication

(1) No argument made... would it be plausible for “clothing” and “jewelry”?

k) Should the response work?

(1) Is there sufficient evidence that FOREVER is common and “weak”?

(2) Should weakness be a significant consideration even though the goods are directly competitive?

5. SPS vs. SPS & SPS CUSTOM CONNECT

a) Application covers “database software in the field of customer relationship man-agement and sales force automation”

b) Cited marks (same owner) cover

(1) Operating credit card programs for others

(2) Processing financial transactions for others

(3) Outsourced customer assistance and order processing by telephone 

c) Comparison of goods

(1) Examiner’s argument: “the applicant's goods are complementary in nature and in the normal field of expansion of the registrant”

(2) Examiner provided no evidence to support this assertion

d) Goods response strategy

(1) Thoroughly interpret the descriptions in the registrations in light of industry meanings to emphasize narrowness and entirely different business focus

(2) Use registrant’s web site to flesh out the meaning of ambiguous terms and to highlight critical differentiators

(3) Use registrant’s more specific later registration to interpolate the meaning of broad phrasing in an earlier registration

(4) Note: careful to give “full credit” to the presence of wording in the goods, as required, and only spin their meaning

e) Likelihood of expansion

(1) Examiner argued that applicant’s software was in the normal field of expansion of the registrant, but again no evidence

(2) Push back: illogical to assume that an outsourcing company would develop software unrelated to its services

f) Customer sophistication and care

(1) For registrant, highlight the “mission critical” nature of its back-end functions, and the limited interface to the customer

(2) For applicant, highlight the “enterprise-wide” nature of its software, and the need for customization and support

g) Comparison of marks

(1) Not much to say, so argued last

(2) In SPS CUSTOM CONNECT the phrase CUSTOM CONNECT should be considered “dominant”

(a) CUSTOM CONNECT an attractive alliteration with good connotations in the industry

(b) SPS looks like a house mark in that context

h) Should the response work?

(1) Is the goods interpretation legitimate, or does it cross the line?

(2) Does a careful purchasing process really overcome possible association confusion?

(a) Should the examiner rejoin that there could be “initial interest confusion”?

(b) What about post-sale confusion?

6. REDNECK RAMPAGE vs. RAMPAGE

a) Some overlap of goods

(1) Application covers video/computer games

(2) Cited registrations (different owners) cover

(a) Video game machines and toy vehicles

(b) Toy action figures

b) Examiner: marks have the same overall commercial impression

c) Comparison of marks

(1) Examiner: Applicant has appropriated the entirety of the registered marks, for closely related goods

(2) Response: 

(a) REDNECK RAMPAGE combines two words that, when juxtaposed together, create a humorous and bizarre connotation

(b) REDNECK RAMPAGE is a common element in a family of marks, and therefore will be read as a unit rather than being dissected

(c) REDNECK begins one of applicant’s other game titles, and would receive more weight

(d) Cited cases on “merely adding a word” do not apply on the facts of this case

d) Comparison of goods

(1) No argument made... direct overlap on one registration, and second is “related”

e) Customer Sophistication, Marketing channels, Likelihood of expansion, etc.

(1) No argument made... difficult and perhaps unwise

f) Should the response work?

(1) Can one factor, a single word difference in a mark, really carry the day?

(2) Is REDNECK RAMPAGE to RAMPAGE as MISS KING’S is to KING’S (example in Mrs. Fields case)?

(3) What else would you argue?

I. Observations on LOC Response Strategy

1. “Anything you say can and will be used against you in a court of law”

a) Be wary of effect on enforcement — there is danger in

(1) Minimizing the strength of your mark, e.g., characterizing one or more components as descriptive or generic

(2) Narrowing the scope of protection of your mark, e.g., by declaring various goods unrelated or capable of coexisting

(3) Exaggerating the sophistication of your customers or their lack of susceptibility to confusion

(4) Assigning a highly specific commercial impression, sound, meaning or connotation to your mark

b) These are evidentiary — not judicial — admissions

2. Remember that you get two shots (prior to appeal), but only one chance to make a first impression

V. False Suggestion of a Connection

A. Similar to LOC, but for names that are not usually protected as trademarks

1. Protects persons (living or dead), institutions, beliefs and national symbols

a) Persons must be real, not fictitious characters

b) Persons includes juristic persons, such as firms, corporations, unions, and associations

2. Four part test (see TMEP §1203.03(e))

a) The mark is the same as, or a close approximation of, the name or identity previously used by another person or institution; 

b) The mark would be recognized as such, in that it points uniquely and unmistakably to that person or institution;

c) The person or institution named by the mark is not connected with the activities performed by the applicant under the mark; and

d) The fame or reputation of the person or institution is such that, when the mark is used with the applicant’s goods or services, a connection with the person or institution would be presumed

B. In re White  (p224) 

1. MOHAWK points uniquely to a particular tribe

a) Uses in the same geograhical area appear to be named after the tribe

b) Other uses are depicted with a Native American figure, which connects the word to the tribe

2. Individual tribe member is not automatically entitled to registration

a) Must be a license to the applicant herself

b) Must be a specific endorsement or sponsorship of the particular activity: approval to manufacture tobacco products on the reservation is not sufficient

c) Does this make sense?

3. Because Native American tribes run smokeshops and market cigarettes, a connection with the tribe would be presumed

VI. Examination of Scandalous/Disparaging Mark issues

A. Scandalous or disparaging marks

1. Section (2)(a) bars registration of

a) “immoral, deceptive or scandalous matter”

b) “matter which may disparage ... persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute”

2. Different tests for “scandalous” and “may disparage ... persons” bars (Harjo v. Pro-Football, Inc.)

a) Both: first step is to determine the meaning of the mark at the time of registration

b) Scandalous: shocking, offensive, disgraceful to a substantial composite of the general public

c) Disparaging: perceived as derogatory by a substantial composite of the referenced group

3. Does not bar common law protection for such marks

B. Scandalous or immoral

1. TMEP §1203.01

a) “Immoral” generally subsumed into “scandalous”

b) Courts have used a variety of definitions: shocking to the sense of propriety, offensive to the conscience or moral feelings, calling out for condemnation, vulgar, lacking in taste, indelicate, morally crude

c) Not necessary to show a majority, but a “substantial composite of the general public” would view the mark as scandalous —

(1) in the context of contemporary attitudes and 

(2) in the relevant marketplace (as applied to the goods in the application)

2. [image: image7.png]WALCOM



In re Bad Frog Brewery  (p204) 

a) Application to register the mark for “beer”: how would you apply the test?

b) Examining Attorney refused registration — the “finger” is widely recognized to be “obscene”

c) Refusal appealed to the TTAB (note: you generally cannot submit new evidence on appeal)

(1) Majority: gesture has become common; might not be perceived as scandalous or immoral when given by “a realistic looking animal,” to no one in particular

(2) Dissent: no doubt about intended meaning of the reference; other tests are nonsense; what’s next?!

3. Standing to oppose scandalous marks

a) General

(1) Statute: “any person who believes that he would be damaged by registration”

(2) Gloss:

(a) Must have a “real interest” (need not be unique to the opposer)

(b) Belief of damage must be “reasonable”

(3) Why? to avoid “intermeddling”

b) Ritchie v. Simpson  (p205) 

(1) Opposed O.J. SIMPSON, O.J., and THE JUICE asserting that they offend his values and stand for wife-beater, wife-murderer

(2) Real interest? Fed. Cir. created a broad zone of “interest” under §2(a)

(3) Reasonable? Signed petitions are “objective proof” he is “not alone” in his beliefs

c) McDermott v. San Francisco Women’s Motorcycle Contingent  (p207) 

(1) Opposed DYKES ON BIKES asserting the term DYKE is scandalous and disparages men

(2) Real interest? TTAB finds a real interest under Ritchie
(3) Reasonable? Opposer isn’t personally described by the mark “dyke” so he needs to at least allege that his views were shared by other men and he did not do so (failure to plead facts necessary to support standing may have been due to pro se representation)

d) What is going on here: does trademark registration have a symbolic significance that explains these cases?

C. Disparaging

1. TMEP §1203.03(c): “In an ex parte case, the examining attorney must make a prima facie showing that a substantial composite of the referenced group would find the proposed mark, as used on or in connection with the relevant goods or services, to be disparaging. This shifts the burden to applicant to rebut the examining attorney’s showing.”

2. In re Squaw Valley Development Co.  (p210) 

a) Apparel goods and retail store services

(1) SQUAW would convey its dictionary meaning of American Indian woman or wife regardless of context, so satisfies requirement to show meaning in connection with apparel goods and retail store services

(2) Examiner’s evidence that squaw is insulting, offensive and derogatory to Native Americans established a prima facie case of disparagement (TTAB rejects criticism that statements are from activists and that only 7 states have barred use in place names)

(3) Applicant presented no evidence that the term is not disparaging to Native Americans

b) Skiing related goods

(1) SQUAW would be understood as short hand for the Squaw Valley ski resort, based on evidence that the resort is world famous and such short-hand usage occurs around the country

c) Does the mark SQUAW ONE create a different impression?

VII. Prior Use in the Opposition Context

A. Generally tracks the Common Law + interplay with intent-to-use

B. Rights of foreign users

1. Person’s Co. v. Christman  (p243) 

a) U.S. user clearly ripped off the concept and mark from Japanese user, but U.S. user had first use and first filing in the U.S.

b) Japanese user loses because 

(1) Its prior use in Japan had no effect on “commerce,” defined as commerce that Congress can regulate — seems to ignore traditional principles of scope of reputation

(2) Not bad faith to copy a mark in the absence of knowledge that the foreign user plans to enter the U.S. market — while many products from Japan never cross to our shores, many do: how specific should the knowledge have to be?

2. First Niagara Insurance v. First Niagara Financial  (p246) 

a) TTAB dismissed opposition by Canadian company because its use was not in commerce that Congress can regulate

b) Federal Circuit reversed, holding that an opposition can be based on any kind of use in the U.S., even if it is not use in commerce that Congress can regulate

Example: Oppositions can be based on strictly intrastate use

(1) Sales of U.S. insurance policies in Canada, arranging for sale of Canadian insurance policies to U.S. brokers, and advertising that spills over into the U.S. are “more than ample use” to maintain an opposition

VIII. Topics and Reading for Day 8

A. Trademark “Prosecution”, Part II

1. Chapter 4, pp. 248-264; Supplement, pp. 29-30

2. Online

a) Cases: Gyulay, Colonial, National Semi, Deus Tech

b) Misc: TMEP excerpts, Sample Responses, Summer 2005 Final Exam (Scenario 1)
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